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lished to the general rule of the last section. If the sub-
stitution of materials involved a new mode of construction,
or if it developed new properties and uses of the article
made, it may amount to invention.?> And substitution
of materials may constitute invention, where it produces
a new mode of operation, or results in a new function,?
or in the first practical success in the art in which the sub-
stitution is made,?® or in increased efhiciency or in a decided
saving in cost of operation.®® So also, where the excel-
lence of the material substituted could not be known be-
forehand, and where practice shows its superiority to
consist not only in greater cheapness and greater dur-
ability, but also in more efficient action, the substitu-
tion of a superior for an inferior material amounts to
invention.*

It may or may not be invention to substitute one ma-
terial for another, as an agent in performing a process, or
as an ingredient of a composition of matter. The question
of invention in any such case, is to be decided by some
other rule or rules, than that of the substitution of ma-
terials.

§ 30. It is not invention to so enlarge and strengthen a

% Smith 2. Dental Vulcanite F. R. 308, 1892; George Frost
Co., 93 U. 8. 496, 1876; Fairbanks Co. . Cohn, 119 F. R. 505, 1902;
Wood Rim Co. ». Moore, 78 F. R.  Western Tube Co. ». Rainer, 156
490, 1897; Badische Anilin & Soda  F. R. 49, 1907.

I'abrik ». Kalle, 94 F. R. 164, % George Frost Co. v. Samstag,
1899: Hogan ». Westmoreland 180 F. R. 734, 1910.

Specialty Co., 163 I, R. 289, % Dalton ». Nelson, 13 Blatch.
1908; Archer v. Imperial Machine 357, 1876; Celluloidd Mfg. Co. .
Co., 207 F. R. 81, 1913. American Zylonite Co., 35 I. R.

% Potts ». Creager, 155 U. 8. 301, 1888; Celluloid Mfg. Co. ».
609, 1895: Wickelman ». A. B. Crane Chemical Co., 36 F. R. 110,

Dick Co., 88 I. R. 264, 1898. 1888; King ». Anderson, 90 F, R,
37 Ldisnn Illeetrie Light Co. ». 503, 1898.

{I. 8, Eleetrie laghting Cao., 52 See Section 3la,
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machine that 1t will operate on larger materials than
before.®

In Phillips ». Page*! the patent covered the first circular
sawmill which was adapted to sawing logs. Its utility
was great, and was unquestioned. Machines like it,
except that they were much smaller in every part, had been
used before, to saw lath and other slender articles out of
small blocks of wood. The Supreme Court therefore held
that Mr. Page did not invent a circular sawmill, but
merely constructed one, by copying on a larger scale the
prior machine for sawing lath.

In the case of the Planing Machine Co. ». Keith,*? the
patent covered the Woodbury planing machine, a machine
which differed from the older Woodworth planing machine
in one respect only. Woodworth used rollers to press the
boards against the bed of the machine, whereas Woodbury
used pressure bars for that purpose. The Supreme Court
held the Woodbury patent to be void because Alfred An-
son, of Norwich, Connecticut, had previously invented and
constructed a machine for dressing window-sash, which
had pressure bars like Woodbury, instead of pressure
rollers like Woodworth. This decision was made not-
withstanding the fact that the Anson machine was
* too small and too weak for general planing work upon
boards and planks. And this rule has been applied,
and 1s well illustrated, in several other Supreme Court
cases.*

§ 31. 1t is not invention to change the size or degree of

© American Well Works 2. F. C. 2 Planing Machine Co. v. Keith,
Austin Mfg. Co., 98 F. R. 993, 101 U. S. 490, 1879.

1900. 3 Peters 7. Active Mfg. Co.,
4t Phillips ». Page, 24 Howard, 129 U, 8. 530, 1889; Morgan En-
164, 1860. velope Co. ». Albany Paper Co.,

152 U. 8. 430, 1894.
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a thing, or of any feature or function of a machine or
manufacture.

In Glue Co. ». Upton % the patent covered pulverized
glue made from flake glue by grinding it in any suitable
manner. It had several points of superiority over all
former kinds of glue, but the Supreme Court held that,
not being a product of invention, the patent covering it
was vold.

In Guidet ». Brooklyn * the patent covered paving-
stones of a certain shape and with rough sides. Paving-
stones of the same shape, but with sides less rough, had
been known before. To make the sides of the prior stones
rougher was held by the Supreme Court to be a change in
degree only, and therefore not patentable.-

In Estey v. Burdett,* one of the claims of the patent in-
volved, depended upon concentrating certain valve open-
ings into a smaller space than had theretofore been oc-
cupied by them. The Supreme Court held that there was
no invention in that change.

In Preston v. Manard #® the alleged invention consisted
in making the reel of a fountain hose-carriage of larger
diameter than were the reels of former hose-carriages, in

4 Baldwin ». Kresl, 76 ¥. R. Zin¢c Co., 179 F. R. 850, 1910;
826, 18998; Thomson-Houston Young ». Burley, 200 F. R. 258,
Electric Co. ». Nassau Electric 1912; Hyde ». Minerals Separa-
R. Co., 98 F. R. 111, 1899; Rum- tion Co., Ltd., 214 F. R. 100,
ford Chemical Works ». N. Y. 1914,

Baking Powder Co., 125 F. R. 45 (Glue Co. v. Upton, 97 U. S.
231, 1903; Neptune Meter Co. ». 06, 1877.

National Meter Co., 127 F. R. 6 Guidet v. Brooklyn, 105 U. S.
563, 1904; Sloan Filter Co. ». 552, 188]1.

Portland Gold Mining Co., 139 7 Estey ¢. Burdett, 109 U. S.
F. R. 23, 1905; Yost Electric 640, 1884.

Mfg. Co. ». Perkins Electric . 18 Preston . Mauard, 116 U. S.

Mfg. Co., 179 F. R. 511, 1910; 663, 1886.
Neureuther ». Mineral Point
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order to allow the water to pass through the hose when
partly wound upon the reel. The Supreme Court held
that there resided no invention in that improvement.

In French ». Carter,” the patent claimed a roof for a
vault, which consisted, like an earlier roof, of two gable-
stones, and two sloping roof-stones, and one cap-stone;
and which differed from the earher roof in that its roof-
stones were narrower, and its cap-stone was wider, than
the corresponding stones of the earlier vault. The Su-
preme Court held that these differences of degree did not
constitute invention.

In American Road Machine Co. ». Pennock & Sharp
Co.,% the patent claimed various combinations, in each of
which a very heavy hand-wheel was the distinguishing
element. The extra weight of the wheel gave it a useful
momentum in the combination; but the Supreme Court
held that it was not invention to increase the weight of a
hand-wheel for that purpose.

Circuit Court cases which have been decided by skillful
judges furnish still other illustrations of the rule of this
section.”?

It inay or may not be invention to change the degree of
heat, or other agent, used in a process,®? or to change the
amount of an ingredient used in a composition of matter,3?

9 F'rench ». Carter, 137 U. &.
239, 1890.

% American Road Machine Co.
v. Pennock & Sharp Co., 164 U. S.
26, 1896.

51 Stow 2. City of Chicago, 3
Bann. & Ard. 91, 1877; White .
Lee, 14 ¥. R. 790, 1882; Woon-
socket Rubber Co. r. Candee, 23
I°. R. 797, 1885; Smith ». Murray,
27 F. R. 69, 1886: Hurd r. Snow,

30 F. R. 423, 1888; Blumenthal ».
Burrell, 43 F. R. 669, 1890;
Murphy ». Trenton Rubber Co.,
45 F. R. 571, 1891; Caverly ».
Deere, 52 F. R. 763, 1892.

52 Musgrave & Nye v. Commis-
sioner of Patents, 78 O. G. 2047,
1897: De Lamar ». De Lamar
Mining Co.,, 117 F. R, 240,
1902.

5 National Newsboard Co. w.
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or to change the size of a feature of a design. The question
of presence or absence of invention, in every such case, is
to be decided by the application of some other rule or
rules, than that of this section.

§ 31a. A meritorious exception, to the rule of the last
section, is involved in the adjudicated validity of the
Edison incandescent light patent.’! The carbon filament
which constitutes the only new part of the combination of
the sccond claim of that patent, differs from the earlier
carbon burners of Sawyer and Man, only in having a
diameter of one-sixty-fourth of an inch or less, whereas
the burners of Sawyer and Man had a diameter of one-
thirty-second of an inch or more. But that reduction of
onc-half in diameter increased the resistance of the burner
four-fold, and reduced its radiating surface two-fold, and
thus increased eight-fold, its ratio of resistance to radiating
surface. That eight-fold increase of proportion, enabled
the resistance of the conductor of electricity from the
generator to the burner, to be increased eight-fold, without
any increase of percentage of loss of energy in that con-
ductor, or decrease of percentage of development of heat
in the burner; and thus enabled the area of the cross
section of that conductor to be reduced eight-fold, and
thus to be made with one-eighth of the amount of copper
or other metal, which would be required if the reduction
of diameter of the burner from one-thirty-second to one-
sixty-fourth of an inch had not been made. And that
great reduction in the size and cost of conductors, involved
also a great difference in the composition of the electric
energy employed in the system; that difference consisting

Elkhart Egg Case Co.,, 123 F. R. TF. R. 300, 1892; also see Toledo
432, 1903. somputing Scale Co. ». Com-

54 Fidison Electric Light Co. ».  puting Seale Co., 208 F. R, 410,
U. 8. FElectrie Lighting Co., 52 [1913.
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in generating the necessary amount of electrical energy
with comparatively high electro-motive force, and com-
paratively low current, instead of contrarywise. For
this reason, the use of carbon filaments, one-sixty-fourth
of an inch in diameter or less, instead of carbon burners
one-thirty-second of an inch in diameter or more, not only
worked an enormous economy in conductors, but also
necessitated a great change in generators, and did both
according to a philosophy, which Edison was the first to
know, and which is stated in this paragraph in its simplest
form and aspect, and which lies at the foundation of the
incandescent eleetric lighting of the world.

Another exception based on similar principles to the
last Is found where an old result is accomplished in a more
facile, economical and efficient way. Cheapness of con-
struction, simplicity of construction, and operation and
case of operation as compared with prior structures are
all indications of invention.®

§ 32. Aggregation is not invention; either in processes,™
machines,* or manufactures."®

In Hailes ». Van Wormer ** the patents passed upon,
covered certain self-feeding coal stoves. These stoves were

6 James Heekin Co. ». Baker,
138 F. R. 63, 1905; Electric
Candy Machine Co. 7. Morris,
156 I, R. 972, 1905; National
Tube Co. 2. Aiken, 163 F. R. 254,
1908; Acme Steel Goods Co. .
Am. Metal Fasteners Co., 206
F. R. 478, 1913.

See Section 29.

# In re Mond, 16 App. D. C.
354, 1900.

7 Overweight Counterbalance
El. Co. ». Henry Vogt Mach.
Co., 102 F. R. 961, 1900; Brown

H. & C. Mach. Co. ». King Bridge
Co., 107 F. R. 504, 1901; National
Tube Co. ». Aiken, 163 F. R.
254, 1908; Gas Machinery Co. r.
United Gas Improvement Co.,
228 . R. 684, 1915.

8 Antisdel ». Chicago Hotel
Cabinet Co., 89 F. R. 312,
1898.

5 Jailes ». Van Wormer, 20
Wallace, 353, 1873; also, Warner
Instrument Co. ». Stewart &
Clark Mfe. Co., 185 F. R. 307,
1911.
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better than any which preceded them, because they con-
tained more good things than were ever before assembled
in that kind of heater. All of the things so assembled were
old. The superiority of the patented stoves arose from
the fact that sundry good features, theretofore seattered
through several, were in them gathered into one such
article of manufacture. The things so united did not,
however, perform any joint function, but each did only
what it had formerly done in former stoves. The Supreme
Court held the whole to be a mere aggregation of devices,
and not to be Invention.

The case of Reckendorfer v. Faber © was based upon pat-
ents for a new and useful article, of which many millions of
specimens had been made and sold since those patents
were granted. That article was a piece of soft rubber
united to one end of a lead pencil. The Supreme Court
called attention to the fact that there was no joint opera-
tion performed by the penecil and the rubber, and therefore
held the patents to be void for want of invention.

In Pickering v. McCullough ¢! Justice MATTHEWS said:
‘“In a patentable combination of old elements, all the con-
stituents must so enter into it as that each qualifies every
other; to draw an illustration from another branch of the
law, they must be joint tenants of the domain of invention,
seized each of every part, per my et per tout, and not mere
tenants in common, with separate interests and estates.
It must form either a new machine of a distinet character
and function, or produce a result duc to the jomnt and co-
operating action of all the elements, and which is not the
mere adding together of separate contributions.”

The first of these sentences has been thought to imply a
severer doctrine than the second, and some of the lower

% Reckendorfer ¢, Faber, 92 st Pickering r. McCullough, 104
U. 8. 357, 1875. U. S. 318, 1881.
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courts have inclined to ascribe to the opinion a milder sig-
nification than the first sentence standing alone may ap-
pear to warrant.

The Circuit Court of Appeals for the third eircuit has
said that: ““If, istead of an extract, the whole opinion be
read, in connection with the authorities which are cited in
it, it may be readily perceived that the substance of the
doctrine intended to be affirmed, 1s that a combination, to
he patentable, must produce a new and useful result as
the product of the combination, and not a mere aggregate
of several results, each the complete result of one of the
combined clements.” And that: ‘“If it were essential to
a valid patent for any combination whatever, that the
mode of operation of every eclement included in the com-
bination should be changed by each of the others, it would
have been impossible to sustain several combination pat-
ents which have in fact been upheld, as, indeed, it would
be difficult to conceive of any mechanical combination
which would be both possible and patentable.’”%?

And Judge McKenNA expressly declined, when strenu-
ously urged by counsel so to do, to recognize as an estab-
lished rule of law, that in all cases where the action of each
of the combined devices remains its own individual action,
there is no patentable combination.5?

And while the language above quoted from Pickering v.
McCullough has been often quoted since it was delivered,

2 National Cash Repgister Co.
v. American Cash Remster Co,,
53 F. R. 371, 1892,

¢t Bowers ¢. Von Schmidt, 63
F. R. 582, 1894; also, Pelton
Water Wheel Co. . Doble, 180
F. R. 760, 1911; Krell Auto Grand
Piano Co. ». Story & Clark Co,,
207 F. R. 946, 1913: Interna-

tional Mausoleum Co. 2. Sievert,
213 F. R. 225, 1914; Railroad
Supply Co. v. Hart Steel Co., 222
F. R. 2061, 1915; New York
Scaffolding Co. ». Whitney, 224
F. R. 452, 1915; E. E. Johnson
Co. 2. Grinnell Washing Machine
Co. (citing many cases), 231
. R. 988, 1916.
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there is no case in which the severer doctrine of the first
sentence of that language has been applied to defeat any
patent or claim which could have endured the milder doc-
trine of the second of those sentences, or the milder doc-
trine held in the three last-mentioned cases. Indeed, the
supreme Cowrt has shown its preference for the milder
view, by substantially quoting the second sentence of
Justice MarTueEws,* while omitting the first sentence
from all of its later decisions.

The law of this subject is well settled, and the dividing
line between combinations and aggregations is well estab-
lished. Ivery case must fall on one side or the other of
that line, and no case can stand upon it. But the facts in
particular cases, which will arise hereafter, will often make
it difficult to determine upon which side of the line those
cases respectively belong.®® Such decisions may sometimes
be made by direct analysis without extensive comparisons
with precedents; but in other cases, reasoning by analogy
from precedents may be helpful to just decisions, and
therefore the Supreme Court cases, which have not been
already mentioned as relevant to the subject, and also
some others are collected by name in a note.%

4 Brinkerhoff . Aloe, 146 U. S, 1886; Hendy ». Iron Works, 127

216, 1892,

85 Standard Oil Co. ». South-
ern Pacific Railroad Co., 48 I, R.
110, 1891.

¢ Tack Co. v. Mfg. Co., 109
U. 5. 120, 1883; Bussey ». Mfig.
Co., 110 U. S. 145, 1883; Phillips
p. Detroit, 111 U. S. 607, 1883;
Stephenson ». Railroad Co., 114
U. S. 158, 1884; Beecher Mig.
Co. ». Atwater Mfg. Co., 114
U. 8. 523, 1884; Thatcher Heat-
ing Co. ». Burtis, 121 U. S. 293,

U. S. 375, 1887; Royer ». Roth,
132 U. 8. 201, 1889; Fond Du Lac
County ». May, 137 U. S. 407,
1890; Union Edge Setter Co. v.
Keith, 139 U. S. 539, 1891;
Adams ». Stamping Co., 141
U. S. 539, 1891; Wright ». Yueng-
ling, 155 U. S. 53, 1894; Richards
». Elevator Co., 158 U. S. 301,
1895; and 159 U. S. 486, 1895;
Office Specialty Mfg. Co. ». Fen-
ton Metallic Mfg. Co., 174 U. S.
492, 1899: Anton . Grier Bros.
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§ 33. The rule of the last section does not state nor
imply that all the parts of a patentable combination must
act at the same time. The fact on that point is no crite-
rion by means of which to distinguish invention from aggre-
gation. Justice Curtis, in a Circuit Court case,” stated
the true doctrine on this subject, and stated it with marked
lucidity, saying: “To make a valid claim for a combina-
tion, 1t 1s not necessary that the several elementary parts
of the combination should act simultaneously. If those
elementary parts are so arranged that the successive
action of each contributes to produce some one practical
result, which result, when attained, is the product of the
simultaneous or successive action of all the elementary
paris, viewed as one entire whole, a valid claim for thus
combining those elementary parts may be made.” And
that view of the law has also been taken in more recent
times.® Nor is it necessary that all the parts of a machine
combination should co-operate all the time. ‘It is enough
that, in the normal and progressive use of the machine,
they do so some of the time.”’s?

N 34. It is not invention to duplicate one or more of the
parts of a machine or a manufacture; unless the duplica-
tion causes a new mode of operation, or produces a new
unitary result.

Co., 185 I', R. 796, 1911; Gould &
EEberhardt ». Cincinnati Shafer
Co., 194 ¥, R. 680, 1912; Shefhield
Car Co. v. D’Arcy, 194 I, R. 686,
1912: Houser ». Starr, 203 F. R.
264, 1913; H. J. Heinz Co. .
Cohn, 207 F. R. 547, 1913; Ball ».
Coker, 210 I, R. 278, 1913.

7 Forbush ». Cook, 2 Fisher,
669, 1857.

8 Holmes Alarm Tel. Co. ». Do-

mestic Tel. Co., 42 F. R. 226,
1890:; San Francisco Bridge Co. ».
Keating, 68 F. R. 353, 1895; E. J.
Manville Mach. Co. ». Excelsior
Needle Co., 167 I*, R. 538, 1909;
Novelty Glass Mfg. Co. v. Brook-
field, 170 F. R. 946, 1909.

% Sanders ». Hancock, 128
F. R. 424, 1904; National Tube
Co. ». Aiken, 163 F. R. 254,
1908.
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In Dunbar . Myers © the patent was based on a circular
sawmill adapted to sawing lumber into thin sheets to be
used for the backs of picture-frames and mirrors. It dif-
fered from former machines used for the same purpose,
mainly in the fact that it had a plate on each side of the
saw for the purpose of expanding the saw kerf and thus
keeping the sawed parts away from the sides of the saw,
whereas earlier machines had such a plate only on one
side of the saw. The two plates of the patented machine
differed from each other in diameter and in one or two
other respects, but the function performed by each of
them was substantially identical with that performed
by the other. The Supreme Court therefore held the claim
which covered the additional plate to be void for want
of invention.

In Slawson ». Grand Street R. R. Co.7! the patented im-
provement consisted merely in putting an additional pane
of glass in the farce-hox of a street car, on the side next to
the passengers, so that they could see into the box, as well
as the driver, for whose use one pane of ‘glass was already
in the side of the box next to him. The Supreme Court
said that the putting in of that additional pane of
glass required no more invention than the putting of
an additional window in a room opposite one already
there.

Millner ». Voss *? was decided by Judge Bonp in Virginia.
The patent involved, purported to cover an arrangement
of furnaces and flues in a tobacco-curing house. It ap-
peared to differ from prior arrangements only in the fact
that each of the furnaces had two or more fire-places of

" Dunbar ». Myers, 94 U. S. 72 Millner ». Voss, 4 Hughes,
197, 1876. 262, 1882.

71 Slawson ». Grand Street R. R.
Co., 107 U. 8. 653, 1882.
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different sizes on each side of a chimney, whereas former
arrangements had but one. Judge Bonp wittlly said
that, ‘“ Where one stove is found to be unequal to the
heating of a room, to put another beside it, even though
smaller, requires no invention.” Mr. Millner’s patent
was therefore held to be void.

And the rule of this section has been apnlied in cases not
so simple as those above mentioned ; ?® and may be applied
still more widely hereafter.

The first exception which belongs to the general rule of
this section, 1s illustrated by the Parker water-wheel. Be-
fore the date of that invention, it was customary to place a
single turbine, upon a vertical shaft, in such a way that the
pressure of the water was partly exerted endwise of the
shaft; and that pressure, in addition to the weight of the
shaft, and of the wheel, had to be sustained by the bearing
of the shaft. Parker placed two such wheels in a pair,
face to face, on the same shaft, and the water entered be-
tween them, so that the downward pressure of the water
upon one wheel was balanced by the upward pressure of
the water upon the other wheel. In this case the duplica-
tion of the wheel caused a new mode of operation; and the
patent was held to be valid.’

The second exception which belongs to the general rule
of this section, is illustrated by the Goss printing-press.
The distinguishing characteristic of that press, consists
in mounting one prior ‘‘straight-run” web-perfecting
printing-press, on top of another like press, so that the
two printed webs can be brought flatwise together, with-
out any edgewise movement of either. Thus a new uni-

3 Electrical Accumulator Co. ».  Yaryan Mfg. Co., 43 F. R. 149,
Julien Electric Co., 38 F. R. 138, 1890.
1889; Sugar Apparatus Co. . " Parker ». Hulme, 1 Iisher,
44, 1849,
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tary result was obtained; and the patent on the duplex
press, was held to be valid.’

§ 35. It is not invention to omit one or more of the parts
of a machine or manufacture, unless that omission causes a
new mode of operation of the parts retained.

Stow ». Chicago,’® decided by Judge BLODGETT, is the
case which perhaps most exactly corresponds with this
rule. The patent in that case covered a wood pavement
like that of Nicholson, except that it omitted the board
foundation and also the board strips of that earlier pave-
ment. Judge BLoDGETT held that those omissions consti-
tuted no invention, saying: ‘“A reconstruction of a ma-
chine, so that a less number of parts will perform all the
functions of the greater, may be invention of a high
order, but the omission of a part, with a corresponding
omission of function, so that the retained parts do just
what they did before in the combination, cannot be
other than a mere matter of judgment, depending upon
whether it is desirable to have the machine do all, or less,
than it did before.”” These views were also reiterated
and reinforced by the same judge many years after they
were stated and applied by him in the leading case.”

And the Supreme Court, when the latter case reached
that tribunal, affirmed Judge Brobpcerr’s decision;® and
has since rendered several decisions to the same effect. ™

6 (zoss Printing-Press Co. ». Tool Co. ». Davenport, 134 F. R.

Seott, 108 . R. 260, 1901. 369, 1905.
76 Stow v. Chicago, 3 Bann. & # McClain- ». Ortmayer, 141
Ard. 92, 1877. U. S. 425, 1891.

7 McClain ». Ortmayer, 33 » Hat Pouncing Machine Co.
F. R. 287, 1888; see Brown ». . Hedden, 148 U. S. 489, 1893;
Huntington Piano Co., 134 F. R. Giles ». Heysinger, 150 U. S. 632,
735, 1904, where omission of 1893; Olin ». Timken, 155 1I. S,
parts was held to constitute in- 148, 1894: Richards ». Chase
vention; also J. Stevens Arms &  Elevator Co., 159 U, S. 477, 1895.
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The exception which is stated in the general rule of this
section was judicially applied, and is well illustrated, in a
case decided by Judge NATHANIEL SHIPMAN, where Inven-
tion was found to reside in so reorganizing a meat-mincing
machine, as to dispense with some of its parts, and as to
cause the parts retained to do the work of the original
machine.®

And the same exception is illustrated 1n a later case, in
the Circuit Court of Appeals for the second circuit.3! And
in a case which involved a process patent, the Supreme
Court has decided that invention resided in omitting one
of the steps in an old process, where the resulting new proc-
ess was the result of careful and long-continued experi-
ment, and where its utility was decidedly greater than that
of the old process.?> And Judge GILBERT has held that it
is invention to omit, from a prior process, a step which
those skilled in its performance considered essential, but
which the inventor proved to be useless.®® It is not in-
vention, however, merely to make in one piece what was
formerly made In two.?

§ 36. It is not invention to change a process, machine,
manufacture or composition of matter, by substituting an
equivalent for either of its parts; unless the new part, not

8 Enterprise Mfg. Co. ». dar-
gent, 28 F. R. 187, 1886; Dunn
Mfg. Co. ». Standard Computing
Scale Co., 163 F. R. 521, 1908.

8t Consolidated Store Service
- Co. ». Siegel-Cooper Co., 107
F. R. 716, 1901; Decceco Co. 7.
Gilehrist Co., 125 F. R. 293, 1903.

82 Lawther ». Hamilton, 124
U. S. 1, 1887.

8 Pacific Contracting Co. e
Bingham, 62 F. R. 283, 1804.

8¢ General Electric Co. v. Yost
Electric & Mfg. Co., 139 F. R.
568, 1905; Sheffield Car Co. ».
D’Arcy, 194 I'. R. 686, 1912;
Milwaukee Co. 7. Avery, 209
F. R. 616, 1913; Enterprise Mfg.
Co. v. Wm. Shakespear Co., 220
F. R. 304, 1915; Pedersen .
Dundon, 220 F. R. 309, 1915;
Stuber ». Central Brass and
Stamping Co., 224 F. R. 712,
1915.
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only performs the function of the part for which it was
substituted, but also performs another function, by an-
other mode of operation.?®®

What is signified in the patent law by the word ‘‘ equiva-
lent”’ 1s explained in detail in the chapter on infringement.
The subject 1s of double importance, because it relates
sometimes to the validity and sometimes to the infringe-
ment of patents. A. B. may contrive and may patent a
process, machine, manufacture, or composition of matter,
which differs from the prior patented invention of C. D.
in one part only. If the courts decide that the new part
inserted, 1s an equivalent of the old part omitted, then the
contrivance of A. B. will be an Infringement; and it will
not be an invention, sgve in the exceptional case stated
in the rule. If, on the other hand, the courts hold that
the part Inserted is not an equivalent of the old part
omitted, then the machine of A. B. may be an invention,
and it will not be an infringement of any claim covering
the entire machine of C. D.

S 37. It is not invention to combine old devices into a
new machine or manufacture * or design,® without pro-
ducing any new mode of operation.

85 Smith ». Nichols, 21 Wallace,
119, 1874; Crouch ¢. Roemer, 103
U. S. 797, 1880; Cochrane .
Waterman, 1 McArthur's Patent
Cases, 54, 1844; In re Hebbard, 1
McArthur's Patent Cases, 550,
1857; Perry ». Foundry Co., 12
I, R. 436, 1882; Celluloid Mig.
Co. 2. Tower, 26 F, R. 451, 1885;
Tiemann z. Kraatz, 85 I. R. 440,
1898; Grimes . Allen, 102 F. R.
615, 1900; Westinghouse Electric
& Mfg. Co. ». New England
Granite Co., 103 . R. 967, 1900;

Ajax Metal Co. 7. Brady Brass
Co., 155 F. R. 409, 1907.

88 Burt ¢. Evory, 133 U. S. 349,
1890; Florshein ». Schilling, 137
U. 9. 77,-1890; Morgan Envelope
Co. ». Albany Paper Co., 40 F. R.
582, 1889; Mahon ». McGuire
Mfg. Co., 51 F. R. 684, 1892,

See Section 26.

87 General Gaslight Co. =
Matchless Mfg., Co., 129 F. R.
137, 1904; Graff, Washbourne &
Dunn ». Webster, 1905 F. R. 522,
1912.
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This rule differs from that of Section 32 in not depend-
ing upon absence of joint mode of operation, but only upon
antiquity of mode of operation. I‘or this reason, while
the invalidity of a patent, under the rule of Section 32, can
be shown, where it exists, from the face of the patent; the
invalidity of a patent under the rule of this section requires
outside evidence for its establishment, and depends upon
the state of the prior art for its applicability.®® The mean-
ing and scope of this rule, like all the primary rules of this
chapter, require illustration and example for full compre-
hension; and such examples and illustrations are abun-
dantly supplied by the adjudicated cases.

Stimpson v. Woodman % involved a patent for a machine
for pebbling leather. It gave the leather the pebbled sur-
face by means of a roller, which had the counterpart of that
surface engraved or sunk on its periphery. The same kind
of roller had previously been used for the same purpose
by hand, and the same kind of machine had been used for
compressing leather, except that the roller in it was
smooth. The Supreme Court held that the change in-
volved in putting the old figured hand roller in the place
of the plain roller of the machine, involved no inven-
tion, and that the patent was void, if the facts were as
stated.

Heald ». Rice ® was based on a patent which covered a
certain previously known straw-feeding attachment 1n
combination with a certain previously known return-flue
boiler, that straw-feeding attachment having been pre-
viously combined with a fire-box boiler. The utility of
the return-flue boiler in that combination was much greater

% Brickill ». Hartford, 57 F. R. % Heald ». Rice, 104 U, S. 754,
217, 1893. 1881.

® Stimpson . Woodman, 10
Wallace, 117, 1869.
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than that of the fire-box boiler, but the Supreme Court
nevertheless held that there was no invention in the union
of the former with the straw-feeding attachment.

Hall ». Macneale®' shows the following state of facts.
The patentee first made safe doors, the plates of which
were held together by cored conical arbors, having screw
threads cut on their exterior surfaces, and later he made
other safe doors, the plates of which were held together by
solid conical arbors which had no such serew threads as
the cored conical arbors had, and he afterward ob-
tained a4 patent for the combination of the plates of
siufe doors with solid conical arbors having such screw
threads. The Supreme Court, speaking by Justice
BrLarcHrFoRD, said that ““There was no invention in add-
ing to the solid conical bolt the screw thread of the cored
conical bolt.”

Many Circuit Court cases also involve the doctrine of
this section. In one such case 22 Justice BLATCHFORD held
a patent to be void for want of invention, which covered a
combination of a whip socket having an annular recess in
it, with a flexible elastic ring held in that recess by its own
elastieity, and provided on its inner edge with non-
contiguous projections, separated so that they could not
he pressed into contact with each other by the insertion
of the whip handle into the ring. That decision was based
on the fact that a prior whip socket having an annular
recess, had been combined with a plain rubber ring in that
recess, and on the further fact that flexible elastic rings
constructed like those of the patent had been combined
with a whip socket which had no annular recess, but which
clamped that ring between the upper end of that socket
and a cap above it. Judge JouN LowkLL likewise decided

»t Hall . Macneale, 107 U. S. 92 Searls . Merriam, 22 0. Q.
90, 1882. 1040, 1882,
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three similar cases. In one of them % he held it to be no
invention to give paper collars the same kind of surface
that had theretofore been impressed upon other articles
of paper. In another *! he decided that embossed lines on
writing paper being old, and ogee lines on other paper
being old, there was no invention in embossing ogee lines
on writing paper to serve as guides to the eye of the writer.
In a third case ® he held that soft base-balls having been
covered with a double cover, and hard base-balls having
been covered with a single cover, there was no invention
in covering a hard base-ball with a double cover. And
other still later cases illustrate the sanie doctrine.”

But while a new combination with an old mode of opera-
tion is not invention, an old combination with a new mode
of operation may be an invention. The Supreme Court
found that the Henry Adams corn sheller was an invention,
and was patentable to him, although his father, Augustus
Adams, had previously made corn shellers from which that
of Henry differed only in reversing the direction of revolu-
tion of one of its parts. That part was the revolving
beater, which Augustus Adams made to turn in the direc-

%3 Union Paper Collar Co. o. Co.,, 33 I'. . 273, 1888; Low .

Leland, 1 Bann. & Ard. 491,
1874.

94 Cone ». Morgan Envelope
Co., 4 Bann. & Ard. 109, 1879.

9% Mahn 2. Harwood, 3 Bann. &
Ard. 517, 1878.

% Yale Lock Mfg. Co. 2. Na-
tional Bank, 17 F. R. 533, 1883:
Kaaps v. Hartung, 23 I'. R. 187,
1885; Troy Machiery Co. 7.
Bunnell, 27 F. R. 810, 1SS86;
Union Edge Setter Co. 2. Keith,
31 I, R. 46, 1887;: Washburn &
Moen Mfg. Co. ». Barbed Wire

Stove Co., 36 F. R. 903, 188K:;
Rodebaugh ». Jackson, 37 F. R.
886, 1889; Royer o. Coupe, 35
I. R. 113, 1889; Royer ». Beltiug
Co., 40 R. I'. 160, 1889; Gates
Iron Works 2. I'raser, 42 F. R. {49,
1890; Abbott Machine Co. .
Bonn, 51 I*. R. 223, 1892; Hunt
v. Garsed, 51 F. R. 678, 1802:
Electric Ry. Co. ». Jamaica R. R.
Co., 61 F. R. 655, 1894: National
Harrow Co, r, Westeott, $1 F. R.
671, 180%; Kursheedt Mg, Co. 2.
Naday, 103 I, R. 948, 1900,
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tion opposite to the desired motion of the ears of corn,
expecting it to knock back any ear that might ride upon
another, and thus tend to prevent choking the shelling
devices. This mode of operation was not sucecessful, and
Henry Adams reversed the revolution of the beater so
that its wings moved in the same direction as that of the
ears of corn, and thus drove them forward into the shelling
devices. The old combination, with that new mode of
operation, was entirely successful, and the patent thereon
was therefore held to be valid.%

A new combination, with a new mode of operation, may
be invention; even if all the parts thereof are old, and even
if the funetion of the combination, is also old.*®, As ap-
plied to designs a design patent may involve invention
even though it is made up of features which are separately
found in prior patents and articles of the same class.”
There are several cases which contain dicta contrary to
this rule; but those dieta must have resulted from incom-
plete thinking. In each of many arts, many patents
have been granted, on a corresponding number of new
combinations of old parts, for performing precisely the
same function. The earlier of those combinations may
be useful; but not useful enough, because not rapid enough.

7 Keystone Mfg. Co. v. Adams,
151 U. S. 143, 1804.

9% Deere & Co. 7. Rock Island
Plow Co., 84 I'. R. 176, 1898:
Hale & Kilburn Co. ». Oneonta,
ete., Ry. Co., 124 . R. 514, 1903;
Western Electric Co. ». North
Illectric Co., 135 F. R. 79, 1905;
Buchanan ». Perkins Llectrie,
ete.,, Co.,, 130 I'. R. 90, 1905;
Lavigne Mfg. Co. ». John I.
MeCanna Co., 194 F. R. 112,
1911: IX. H. Freeman Electric

Co. 2. Johns-Pratt Co., 204 I*. RR.
288, 1913; Proudfit Loose Leaf
Co. ». Kalamazoo Loose Leaf
Binder Co., 230 F. R. 120, 1915;
Diamond Rubber Co. 7. Consoli-
dated Tire Co., 220 U. S. 428,
1911.

9 Bush & Lane Piano Co. v.
Becker Bros., 209 F., R. 233, 1913;
Ashley ». Weeks-Numan Co,,
220 I*. R. 899, 1915; Grelle ».
City of IKugene, 221 ¥. R. 68,
191.5.
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'To deny the quality of invention, to all the later, different,
and far superior combinations for doing the same thing,
would be unreasonable, and unjust, and plainly contrary
to Section 4886 of the Revised Statutes.

The same principles apply to process patents and a
process consisting of a number of steps may be valid

even though each of the steps was old.!®

§ 38. It i1s not invention to use an old process,!®! ma-
chine,® manufacture,'™ composition of matter,®* or
design,'® for a new and analogous purpose.

10 Victor Talking Machine Co.
. American Graphophone Co.,
189 F. R. 359, 1911.

ot King o, Gallun, 109 U. S.
99, 1883; Miller ». Foree, 116
U. 8. 27, 1885; Dreyfus ». Searle,
124 U. 8. 63, 1887; Crescent Brew-
ing Co. ¢. Gottfried, 128 U. S.
169, 1888; Marchand ». Emken,
132 U. 8. 195, 1889; Lovell Mfy.
Co. v. Cary, 147 U. 5. 637, 1893;
De Lamar ». De Lamar Mining
Co., 110 1%, IR, 538, 1901; IFurrell
r. Boston & M. Copper & Silver
Mining Co., 121 F. R. 841, 1903;
Baker v. . A. Duncombe Mig.
Co., 146 F. R. 744, 1906.

12 Pennsylvania Railroad Co.
v. Truck Co., 110 U. . 494, 1883;
Blake ». San Francisco, 113 U. S.
679, 1884; Hendy ». Iron Works,
127 U. S. 375, 1888; Aron .
Railway Co., 132 U. 5. 84, 1889;
Howe Machine Co. ». Needle
Co., 134 U. S. 397, 1890; Fond
Du Lac County . May, 137
U. S. 406, 1890; Bussell Trimmer
Co. ». Stevens, 137 U, S, 433,

1890; Wollensak ». Sargent, 151
U. 8. 227, 1894; Gates Iron Works
». IFraser, 153 U. S. 347, 1894:
Mast Foos & Co. ». Stover Mfg.
Co., 177 U. 8. 485, 1900; Lettelier
r. Mann, 91 F. R. 914, 1899;
American Well Works ». F. C.
Austin Mfg, Co., 98 F. R. 994,
1900.

102 Peters o. Active Mfg., Co.,
120 U. S. 530, 1889; Peters 2.
Hanson, 120 U. 8. 541, 188Y; St.
Germain r. Brunswick, 135 U, S.
230, 1890; Patent Clothing Co.
». Glover, 141 U. S. 563, 1891;
Ansonia Co. ». Electrical Supply
Co., 144 U. 8. 18, 1892: Neptune
Meter Co. ». National Meter
Co., 127 F. R. 563, 1904; Morton
Trust Co. v. American Car &
Foundry Co., 169 F. R. 109, 1909;
Lewis Construction Co. ». Semple,
177 F. R. 407, 1910.

04 Browning ». Cclorado Tele-
phone Co., 61 I'. R. 845, 1894.

s smith ». Saddle Co., 148
U. 8. 679, 1893; Cahoone Barnet
Mfg. Co. r. Rubber & Celluloid
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In Tucker v. Spalding 1% the patent covered a combina-
tion of a circular disk with removable saw teeth. There
was a prior combination of a circular disk with removable
cutters for the purpose of cutting tongues and grooves.
The Supreme Court held that if what the latter combi-
nation did, was in its nature the same as sawing, and if
its structure and its action suggested to the mind of the or-
dinarily skillful mechanic this double use to which it could
be adapted without material change, then the combination
of the patent was but a double use of the older combination,
and was therefore not an invention, and not patentable.

Brown ». Piper'¥ is a case in which the Supreme Court
held that a patent for an apparatus for preserving fish and
other articles in a close chamber by means of a freezing
mixture having no contact with the atmosphere of the
preserving chamber, covered nothing but a double use of
the well known ice-cream freezer.

In Roberts v. Ryer '8 the same tribunal decided that to
change the form and proportions of the compartments of a
refrigerator, so as to utilize the descending instead of the
ascending current of endlessly circulating air, was but a
double use of that refrigerator.

More than forty other cases also embody the rule of
this section, and apply it to particular new uses of old in-
ventions, 1%

Harness Co., 45 I'. R. 582, 1891;

Bevin Bros. Mig. Co. ¢, Starr
Bros. Bell Co., 114 F. R. 362,
1902; Pheenix Knitting Works .
Hygienic Fleeced Underwear Co.,
194 F. R. 703, 1911.

108 T'ucker ». Spalding, 13 Wal-
lace, 543, 1871; Conley ». King
Bridge Co., 175 F. R. 79, 1909);
F. E. Myers & Bro. ¢. 'uirbanks,

Morse & Co., 194 F. R. 971, 1912;
Mallon ». Gregg & Co., 137 F. R.
68, 1908 (containing very clear
statement of the principle).

107 Brown @». Piper, 91 U. S. 37,
1875.

108 Roberts ¢. Ryer, 91 U. 8. 157,
1875.

st Bean ¢ Smallwood, 2 Story,
408, 1843; Mecever ». Pritehard, 1
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§ 39. It may be invention, to use an old process, ma-
chine, manufacture, composition of matter, or design, for

Bann. & Ard. 261, 1874; Adams 2.
Loft, 4 Bann. & Ard. 496, 1879;
Royer ». Mig., Co.,, 20 I. I.
853, 1884; Howe Machine Co. ».
Needle Co., 21 F. R. (30, 1884;
Spill ». Celluloid Mfg. Co., 21
F. R. 639, 1884; Celluloid Mfg.
C'o. r. Noyes, 25 I, R. 319, 1885;
Aaron ». Manhattan Ry. Co., 206
IF. R. 317, 1886; Marchand 1.
Emken, 26 I, R. 629, 1886;
Shenfield ». Mfig. Co., 27 I°. R.
808, 1886; Giloucester Isinglass &
(ilue Co. r. Le Page, 30 F. R.
370, 1887; Ansonia Brass & Cop-
per Co. ». Electrical Supply Co.,
32 I*, R. 81, 1887; Acme Hay
Harvesting Co. ». Martin, 33 I'. R.
2149, 1888; Mann’s Car Co. ».
Monarch Car Co., 34 I'. RR. 130,
1888; Babecock & Wilcox Co. .
Pioncer Iron Works, 34 I. R. 338,
1888: Rubber Harness Trimming
Co. #. Rubber Comb Co., 35 F. RR.
408, 1888; Hale & Kilbourn Mfg.
Co. v. Hartford Mattress Co.,
36 F., R. 762, 1888; Schmid ».
Mig. Co., 37 F. R. 345, 1889;
[Foster ». Crossin, 44 F. R. 62,
1890; American Road Machine
Co. v. Pennock & Sharp Co., 45
I'. R. 255, 1890; Watson .
Stevens, 47 F. R. 117, 1891; Whit-
comb 2. Coal Co., 47 F. R. 660,
1891; Zinsser v. Krueger, 48 F. R.
208, 1891; Buckingham ». Iron
Co., 51 F. R. 236, 1892; Steiner

Eixtinguisher Co. ». Adrian, 52
F. R. 733, 1892; Steiner Extin-
guisher Co. ». Adrian, 59 F. R.
132, 1893; FKorgie ». Oil-Well
Supply Co., 57 F. R. 747, 1893;
Consolidated Bunging Apparatus
Co. ». Brewing Co., 60 I. R. 93,
1894; Adams Electric Ry. Co. ».
Lindell Ry. Co., 63 F. R. 990,
1894; Thomson-Houston Elec-
tric Co. v. Western Electric Co.,
70 F. R. 96, 1895; Rose ». Hirsh,
71 F. R. 881, 1896; Schreiber &
Sons Co. v, Grimm, 72 F. R. 671,
1806; Dunbar ». Eastern Elevat-
ing Co.,, 81 F. R. 201, 1897;
Palmer ». John L. Brown Mfg.
Co., 84 I'. R. 454, 1897; Frederick
R. Stearns Co. 7. Russell, 85 I, R.
230, 1898; Capital Sheet Metal
Co. v. Kinnear & Gager Co., 87
I*. R. 333, 1898; Edison Electric
Light Co. ». E. G. Bernard Co.,
88 I'. R. 276, 1898; Solvay Process
Co. v. Michigan Alkali Co., 90
F. R. 818, 1898; Briggs ». Duell,
93 F. R. 974, 18909; Thomson-
Houston Electric Co. 2. Rahway
E. L. & P. Co., 95 I. R. 660, 1899;
Indiana Novelty Mfig. Co. ».
Crocker Chair Co., 103 F. R. 496,
1900; Standard Caster & Wheel
Co. v. Caster Socket Co., 113
F. R. 162, 1901; Johnson Co. ».
Toledo Traction Co., 119 F. R.
892, 1903; Antisdel ». Bent, 122
F. R. 811, 1903; Bettendorf Pat-
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a new and non-analogous purpose.’® The question
whether a2 particular new use is analogous, or is non-
analogous, to some old use of the same process or thing,
is a question, the answer to which depends on the particu-
lar facts of the case in which it arises.’® The decision of
such a case can be reached by comparing the facts thereof,
with the facts of some of the cases wherein the new uses
were held to be analogous, and also with the facts of some
of the cases, in which the new uses were held to be non-
analogous, to the old uses of the same processes of things.
The first of those classes of cases have already been cited,!'”

and the second class are cited now.'"!

ents Co. v. J. R. Little Metal
Wheel Co., 123 I'. R. 433, 1903;
Wm. B. Mershon & Co. 7. Bay
City Box & Lumber Co., 189
I. R. 741, 1910; O'Brien-Worthen
Co. 2. Steffel, 209 F. R. 847, 1913.

1w Potts ». Creager, 155 U. S.
608, 1895; Cash Register Co. v.
(Cash Indieator Co., 156 U. S.
502, 515, 1895; Hale & Kilburn
Mfg. Co. ». Oneconta, ete., Ry.,
124 . R. 514, 1903.

® Briggs 2. Duell, 93 F. R. 974,
1899: Hermun @» Youngstown
Car Mfg. Co., 191 I, R. 579, 1911.

110 Section 38.

1 Potts ». Creager, 155 U. S.
6OS, 1895; Cash Register Co. ».
Cash Indicator Co., 156 U. S.
515, 1895; Rapid Service Store
Ry. Co. ». Taylor, 43 F. R. 253,
1887; Mack v. Optical Mig. Co.,
n2 I'. R. 8§21, 1892; Brown Mfg.
Co. ». Mast, 53 F. R. 585, 1892;
Loewer ». Ford, 53 F. R. 62, 1893;

Where a new use of

New Departure Bell Co. ». Bevin
Mig. Co., 64 F. R. 8§63, 1894 ; Col-
lins . Gleason, 68 F. R. 915, 1895;
Thomson-Houston Electric Co.
v. Elmira & Horscheads Ry. Co.,
69 F. R. 264, 1895; American
Pnecumatic Tool Co. ». Fisher,
69 F. R. 332, 1895; Hillborn ».
Hale & Kilburn Mfg. Co., 69
I'. R. 963, 1895; Taws ». Laughlins
& Co., 70 F. R. 107, 1895; Amer-
ican Sulphite Pulp Co. 2. Howland
Falls Pulp Co.,, 70 F. R. 991,
1895; Tannage Patent Co. .
Zahn, 70 F. R. 1004, 1895;
‘thomson-Houston Electric Co. 2.
Winchester Ave. Ry. Co., 71
. R. 195, 1895; Brownson .
Dodson-Fisher-Brockmann Co.,
71F. R. 517, 1895; A. B. Dick Co.
v. Wichelman, 74 F. R. 799, 1895;
Consolidated Car Heating Co. ».
American Electric Heating Corp.,
82 F. R. 997, 1897; Electric
sSmelting & Aluminum Co. #. Car-



CHAP. IL] INVENTION 315

an old thing consists in combining it with other things in a
new organization, invention may be present in the com-
bination, though absent from the separate parts.!!?

§ 40. Want of invention, if it really exists in a particular
process or thing, can nearly always be detected by one or
another of the foregoing rules. When a case arises to
which neither of them applies, and relevant to which the
mind remains in uncertainty, that uncertainty may be
removed by means of the rule in Smith ». The Dental

Vulcanite Co.!*® namely:

borundum Co., 102 ¥. R. 631,
1900; National Hollow DBrake-
Beam Co. v Interchangeable
Brake-Beam Co., 106 F. R. 702,
1901; Diamond Drill & Machme
Co. v. Kelly Bros., 120 I, R. 292,
1903; Forsythe 2. Garlock, 142
F. R. 461, 1905; General Electric
Co. v. Bullock Electric Mig. Co.,
152 F. R. 427, 1907; National
Tube Co. ». Aiken, 163 I'. R. 254,
1908; Wayne Mfg. Co. v. Benbow-
Brammer Mfg. Co., 168 F. R.
271, 1909; Ramsay ». Lynn, 187
F. R. 218, 1909; H. J. Heinz Co.
v. Cohn, 207 F. R. 547, 1913.

112 Telephone Cases, 126 U. S.
572, 1887.

13 Smith 2. Dental Vulcanite
Co., 93 U. S. 495, 1876; Hollister
v. Benediet Mfg. Co., 113 U. S. 72,
1884: Adams v. Stamping Co., 141
U. S, 542, 1891; Magowan v. Belt-
ing Co.,, 141 U. S. 343, 1801;
Gandy v. Belting Co., 143 U. S.
594, 1892; Barb Wire Patent, 143
U. S. 284, 1892; Sessions v. Ro-
madka, 145 U. 5. 44, 1892; Top-

When the other facts in the

liff ». Topliff, 145 U. S. 164, 1892;
Hat Pouncing Machine Co. .
Hedden, 148 U. S. 489, 1893; Kre-
mentz 2. Cottle Co., 148 U. S.
560, 1893; Duer ». Lock Co., 149
U. S. 223, 1803; Keystone Mfig.
Co. ». Adams, 151 U. 8. 143, 1894;
Olin ». Timken, 155 U, 8. 155,
1894: Potts ». Creager, 155 U. S.
609, 1895; Canda ». Michigan
Malleable Iron Co., 124 I, R. 486,
1903; Julius King Optical Co. .
Billhoeffer, 124 F. R. 521, 1903;
Brookfield ». Novelty Glass Co.,
124 F. R. 551, 1903; Dececo Co.
2. Gilehrist Co., 125 F. R. 293,
1903; Union Biscuit Co. v. Peters,
125 F. R. 601, 1903; Farmers’
Mig. Co. ». Spruks Mfg. Co., 127
F. R. 691, 1904; Warren Feather-
bone Co. ». American Feather-
bone Co., 133 F. R. 304, 1904;
Milner Seating Co. ». Yesbera,
133 F. R. 916, 1904; Comptograph
Co. ». Mechanical Accountant
Co.,, 145 F. R. 331, 1203; Voight-
man 2. Weiss & Ridge Cornice Co.,
148 F. R. 848, 1903; Am. Caramel
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case leave the question of invention in doubt, but only
then,!' the fact that a process or machine, or other sub-
ject of a patent, has gone into general use, and has dis-
placed other processes or things which had previously
been employed for analogous uses, is sufficient to turn the
scale in favor of the existence of invention. The same
rule holds in case of a design patent.!*

In faet it has been announced as a rule of law in the
ninth ecircuit that it is proper to charge a jury that the
fact that a device has gone into general use and has sup-
planted other devices used for a similar purpose is sufficient
evidence of invention in the absence of evidence to show

(‘o. . Thomas Mills & Bro., 149
1. R. 743, 1906; Consolidated
Rubber Tive Co. r. Firestone T. &
R. Co., 151 F. R. 237, 1907; Wag-
ner Typewriter Co. . Wyckoff,
Seamans & Benediet, 151 I, R.
a%a,  1907; Am. Graphophone
(‘0. ¢. Universal Talking Machine
Co., 151 I°. R. 595, 1907 ; St. Louis
Street, ete.. Co. . Am. Street,
ete., Clo., 156 I, R. 574, 1907;
O'Rourke Lngineering Construc-
tion C'o. ». M'Mullen, 160 F. R.
033, 1908; Morton ¢. Llewellyn,
164 1. R. 693, 1908; Electric
Controller, ete., Co. r. Westing-
house klectrie, ete., Co.,, 171
I, R. 83, 1909; Poole Bros. ».
[sance H. Blanchard Co., 204 F. R.
285, 1913; Stebler ». Riverside
Heights Orange Growers Asso-
ciation, 200 I. R. 735, 1913;
Barry r. Harpoon Castor Mfg.
C'o., 209 F. R. 207, 1913; Ral-
toad Supply Co. ». Hart Steel
Co., 222 17, IR, 261, 1915; Cadillac

Motor Car Co. ». Austin, 225
F. R. 983, 1915; Computing
Seale Co. v. Automatic Scale Co.,
204 F. R. 609, 1907; Diamond
Rubber Co. ». Consolidated Tire
Co., 220 U. 5. 428, 1911.

See Section 26.

124 Boss Mfg. Co. ». Thomas,
182 . R. 811, 1910; Republic
Rubber Co. 2. G. & J. Tire Co.,
212 F. R. 170, 1914; Hyde 2.
Minerals Separation, Ltd., 214
F. R. 100, 1914; Jackson Skirt &
Novelty Co. ». Rosenbaum, 225
F. R. 531, 1915; Keene ». New
Idea Spreader Co., 231 F.'R. 701,
1916; Apple ». American Shoe
Machinery & Tool Co., 232 F. R.
603, 1916.

114% Scofield ». Brown, 158 F. R.
305, 1907; Charles Boldt Co. ».
Nivison-Weiskoff Co., 194 F. R.
871, 1912; Theodore W. Foster &
Bros. Co. ». Tilden Thurber Co.,
200 F. R. 54, 1912.
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that the success was due to any other cause than that of
the merits of the device.!

Conversely the fact that, although a large market has
been created, the patent has had no commercial success
in its field is entitled to weight on the question of inven-
tion.!™® But the fact that a machine or other article has
been forced into extensive sale, by judicious advertising
and business energy,!’” or by reason of the fact that it
1s made more cheaply than before,''® or the fact that the
patented invention constitutes only a part of the complete
device,'”® will usually be sufficient to offset the showing
made by the extensive use. Another strong eircumstance
to establish the quality of invention is the fact that the
patentee has succeeded after others sceking the same result
have failed.!”® And a closely analogous circumstance to
prove invention is public acquiescence in the inventor’s

115 Sherman-Clay & Co. o
Searchlight Horn Co., 214 F, R.
86, 1914.

116 Jdeal Stopper Co. ». Crown
Cork & Seal Co., 131 F. R. 244,
1904; Fielding ». Crouse-Hinds
Electric Co., 148 F. R. 230, 1906;
Adt ». Bay State Optical Co.,
226 F. R. 925, 1915.

nr McClain ». Ortmayer, 141
U. 8. 427, 1891; Fox v. Perkins,
52 F. R. 213, 1892; Billings &
Spencer Co. ». Van Wagoner &
Williams Hardware Co., 98 F. R.
732, 1899; Stillwell ». McPherson,
207 F. R. 837, 1913.

See Diamond Rubber Co. ».
Consolidated Tire Co., 220 U. 8.
428, 1911; Epstein ». Dryfoos,
229 F. R. 756, 1914; Apple o.
American Shoe Machinery &

Tool Co., 232 F. R. 603, 1916;
Johnson ». Lambert, 234 F. R.
886, 1916.

118 General Electric Co. v. Yost
Electric Mfg. Co., 131 F. R. 874,
1904; Heekin Co. ». Baker, 138
F. R. 63, 1905; Robins Convey-
ing Belt Co. v. American Road
Machine Co., 145 I, R. 923, 1906.

119 De Mayo Coaling Co. 1.
Michener Stowage Co., 231 F. R. .
736, 1916.

120 Boyer ». Keller Tool Co.,
127 If. R. 130, 1904; Albright ».
Langfeld, 131 F. R, 473, 1904;
Kotten v. Knight, 137 F. R. 597,
1905; American Caramel Co. .
Mills & Bro., 149 F. R. 743, 1906;
Amer. Graphophone Co. ». Uni-
versal Talking Machine Co., 151
F. R. 595, 1907; Hall Signal Co.
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rights over an extended period of time.'*! The same prin-
ciples apply to design patents.t=®

N 41. To change the form of a machine or manufacture
1s sometimes invention, and sometimes it is not invention.
Where a change of form 1s within the domain of mere con-
struection, it is not invention; !** but where it involves a
change of mode of operation, or of funetion, or of result,
It is invention, unless it is held to be otherwise in pursu-
ance of some rule other than any that relates to form.12?"

\ 41a. To change the proportions of a machine or man-
ufacture will seldom, or never amount to invention; but it
may be invention to change the proportions of the ingre-
dients of a chemical combination, or other composition of
matter. For example, Charles GGoodyear invented soft
vulcanized rubber, consisting of crude India rubber and
sulphur in the proportion of one part of sulphur to five
parts of rubber, mixed and subjected to a high degree of
heat; and afterward Nelson Goodyecar invented hard
vuleanized rubber, consisting of equal, or comparatively

12 Winans~ . Denmead, 15
Howard, 341, 1853; Davis .
2almer, 2 DBrock, 310, 1827;

r. General Railway Signal Co,,
169 F. R. 290, 1909; Novelty
Gilass Mg, Co. r. Brooktield, 170

. R. 946, 1909; New York Scaf-
folding Co. ». Whitney, 224 I¥. R.
152, 1915; Expanded Metal Co.
r. Bradford, 214 U. S. 366, 1909.

121 Keashy & Mattison Co. ».
Philip Carey Mfg. Co., 139 F. RR.
571, 1905; Mahony ». Malcolm,
143 I'. R. 124, 1905.

t22 Scofield . Browne, 158 I, R.
305, 1907.

122 J  J, Warner Co. ». Rosen-
blatt, 80 . R. 542, 1897; Na-
tional Harrow Co. . Weszeott, 84
I°. R. 670, 189N,

Mabie ¢. Haskell, 2 Chff. 510,
1865; Aiken ». Dolan, 3 Fisher,
204, 186G7; United States Bung
Mfg. Co. r. Independent Bung
Co., 31 I. R. 76, 1887; Lilectrical
Accumulator Co. ». Julien Elec-
tric Co.,, 38 I'. R. 143, 1889;
Parker ¢. Dickinson, 38 I'. R. 413,
1889: Hammond Buckle Co. ».
Goodyear Rubber Co., 58 F. R.
413, 1893; Goldie ». Iron Co., 64
F. R. 237, 1894; Diamond State
[ron Co, r. Goldie, 81 I, R. 975,
1898,
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equal, parts of sulphur and crude rubber mixed and sub-
jected to a high degree of heat. In this case, the change
in proportion of the two materials resulted in two entirely
distinct articles, having entirely distinet modes of opera-
tion and functions; and the later article was well held to
he an invention.!®

Y 42. A question of invention is a question of fact and
not of law;!?! though it is to be determined by means of
the rules of law set forth in this chapter. In applying
those rules, patents are not held void for want of invention
except where invention is clearly absent.!*® And inven-
tion is not clearly absent from the subject of a patent,
however simple,'® unless that subject was logically de-
ducible from the prior art.!*

Y 43. Every inventor or constructor is presumed by the
law to have borrowed from another, whatever he produces
that was actually first invented and constructed or used
by that other, in the United States;!*® or was previously
patented '® or described in a printed publication ¥ In

123 GGoodyear 2. Vuleanite Co., 2
Fisher, 312, 1856.

124 Poppenhusen ». Fakke, 5
Blatch. 49, 1862; Shuter ». Davis,
16 I', 1. 564, 1883; Keene v. New
Idea Spreader Co., 231 F. R. 701,
1916.

See Section 23.

125 Reiter ». Jones, 35 F. R. 421,
1888; Marvin ». Gotshall, 36
I. R. 908, 1888; Hunt Bros. Fruit
Packing Co. v. Cassidy, 53 F. R.
260, 1892,

126 Weber Electric Co. ». Na-
tional Gas & Electric Co., 204
F. R. 79, 1913; Ferro Concrete
Construction Co. 2. Concrete

Steel Co., 206 F. R. 666, 1913;
Expanded Metal Co. ». Brad-
ford, 214 U. S. 366, 1909.

See Section 20.

127 Williams ». American String
Wrapper Co., 86 I', R. 641, 1898,

128 Mast, Foos & Co. ». Stover
Mig. Co., 177 U. S. 493, 1900;
Crompton », Knowles, 7 F. R.
203, 1881; Williams ». Rubber
Shoe Co., 54 F, R. 499, 1893:
Allen ». Steele, 64 F. R. 795,
1804.

122 Duer ». Lock Co., 149 U. S.
223, 1893.

130 I'rench ». Carter, 137 U. S.
239, 1890.
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any country, after having been invented by another.
But a mere application for a patent is not a part of the
prior art, since an application is confidential and the
public cannot be informed of its contents until a patent
issues upon it.!3! It follows that such of the foregoing
rules as involve an inquiry into the state of the art to
which the thing or process in controversy pertains, may
involve an Inquiry into the date and the character of in-
ventions which were in fact unknown to the patentee,
when he produced that thing or process. Where those
prior inventions are proved by prior patents, those patents
are the record evidence of those parts of the prior art
which they present. The rights under the later patent
are subject to what this record evidence actually shows.
To change this record, by making theoretical modifica-
tions of these earlier patents, would be the same in prin-
ciple, as to change by interpolation or modification, any
other evidence between the parties.!3?

§ 44. It was shown in Section 23 that patents are grant-
able for nothing but inventions. It is also the law that
they can be granted only to those who invented the in-
ventions they respectively cover, or to the assignees or
.legal representatives of those persons.!'®® The subjects
of assignments and devolutions of inventions and patents
are explained in the chapter on title; but this is the proper
place in which to treat the subjects of joint invention and
sole invention.

11t Sundh Electric Co. 2. Inter- Machine Co., 229 F. R. 168§,
borough Rapid Transit Co., 198 1914,
I'. R. 94, 1912; Vacuum Engineer- 132 Western Electric Co. .
ing Co. . Dunn, 209 F. R. 219, Home Tel. Co., 85 F. R. 656, 1898.
19013; Patents Selling & Export- 133 Kennedy ». Hazelton, 128
ing Co. . Dunn, 213 F. R. TU. 8. 672, 1888; Eager ». United
40, 1914; Mergenthaler Linotype States, 35 Court of Claims, 567,
Co. v. International Typesetting 1900.
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N 45. If A. B. notices the need of a new machine to per-
form a particular function, and thereupon conceives the
plan of such a machine, and proceeds to embody that plan
in a successful working structure, and does all this with-
out assistance from any ,other person, then it is clear
that he 1s a sole inventor of that machine. If, on the
other hand, C. D. notices the need of a new machine
to perform a particular funetion, and calls the attention
of Ii. I. to the matter, and a successful invention is,
after many conversations between the two, embodied in
a working machine constructed by the hands of both,
then it may be that C. D. is the sole inventor, or 1t
may be that I&. F. is the sole inventor, or it may be
that both are joint inventors of the machine they
produce.

8 46. Every machine, before it can be used, must be con-
structed as well as invented. If one man does all the In-
venting and another does all the constructing, the first is
the sole inventor. But where two or more persons exer-
cised their inventive faculties in the mutual production
of a new and useful process, machine, manufacture, com-
position of matter, or design, those persons are joint
inventors thereof, regardless of whether one, or part, or
all, or neither of those persons constructed or helped to
construct the first specimen of that thing, or performed or
helped to perform the first instance of that process. And
the fact that one of two joint inventors conceived the best
thought that went into the invention does not invalidate
the patent issued to them jointly, where the claim covers
a, series of steps or a number of elements in a combina-
tion.** Nor is a patent to joint inventors invalidated by
the fact that one of them only first perceived the crude
form of the elements and the possibility of their adapta-

13¢ Quincy Mining Co. ¢. Krause, 151 F. RR. 1012, 1907.
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tion to accomplish the result desired.'® In fact the con-
ception of the entire device may be due to one, but if the
other makes suggestions of practical value which assist
in working out the main 1dea and making it opera-
tive, or contributes an independent part of the entire
invention which helps to create the whole, he is a joint
inventor even though his contribution be of minor impor-
tance.'™ But if the contribution is the subject of a
separate claim in the patent such person is not a joint
inventor, ¥

N 47. The case of the Agawam Co. ». Jordan!® is not in-
consistent with what is advanced at the close of the last
scction. The defendant in that case did not set up a
joint invention by the patentee and another, but set up an
alleged sole invention by that other of the thing patented.
The most that it could get its witness to testify, however,
was that he suggested to the patentee one of the parts of
one of the combinations secured by the -patent, but that
the patentee himself contrived the devices by means of
which that part was incorporated into that combination.
The patentee did not claim the suggested part as his
invention, but only claimed several new combinations of
old devices, and among the number, a combination of
several things, one of which was said to have been sug-
gested by the defendant’s witness. In that state of facts
it was clear that the latter was neither sole nor joint in-
ventor of anything covered by the patent, and accord-

135 Vrooman ¢, Penhallow, 179 137 De Laski & Thropp C. W. T.
IY. R. 296, 1910. Co. ». Wm. R. Thropp & Sons
138 PDe Laski & Thropp C. W.T. Co., 218 I. R. 458, 1914.
Co. ». Wm. R. Thropp & Sons 138 Agawam Co. ». Jordan, 7
Co., 218 . R. 458, 1914; Wm. R. Wallace, 583, 1868. See also
Thropp & Sons Co. v. De Laski & Lloyd ». Antisdel, 95 O. G. 1646,
Thropp, ete., Co., 226 I. R. 941, 1901.
1910.
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ingly the Supreme Court so decided. Other authority
to the same effect 1s found in the note.!®

And the case of Forgie v. Oil Well Supply Co.'* is also
consistent with the views of the last section. In that case
Forgie wanted a machine by means of which to exert great
power horizontally, and it occurred to him that a lifting
jack might be somehow used for the purpose. With this
view he called on Barrett, who was the inventor and manu-
facturer of a particularly good lifting jack, and presented
his case to him. Barrett thereupon caused his lifting jack
to be reconstructed on a plan prescribed by himself, and
thereafter made a number of the reconstructed tools for
Forgie, who sold thein to others who, like himself, wanted
such a machine. They filled the vacant place by entirely
successful operation, and became. very popular. There-
upon Iorgic applied for and obtained a patent on the
reconstructed machine as his own invention; but the Cir-
cuit Court of Appeals for the third circuit held the patent
to be void, because the machine had been produced by
Barrett, and not by IForgie.

Y 48. In order to make an invention of importance, a
constderable fund of general knowledge must be possessed
by the inventor. Where that fund was acquired before he
undertook his invention, il is easy to see that those who
imparted it, are not thereby made joint inventors with
him. Though not quite so obvious, it is equally certain
that if, pending his experiments, an inventor seeks and
secures one point of information from a scientist, and
another from a machinist, and a third from a book, he 1s
not, on account of having done the first two, any less a

139 Novelty Glass Mfg. Co. ». 140 Forgie 2. Oil Well Supply
Brookfield, 170 I'. R. 946, 1909; Co., 58 F. R. 871, 1893. Seec also
Cheshire 2. Cox Multi-Mailer Co.,, Upson Nut Co. 2. H. Chapin Sons
299 T. R. 415, 1915. Co., 117 . R. 320, 1902.
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sole inventor than he is on account of having done the
last. 14!

$ 49. To constitute a man an inventor, it is not neces-
sary for him to have skill enough to embody his invention
in a working machine, or in a model, or even in a drawing.
If a man furnishes all the ideas needed to produce the in-
vention aimed at, he may avail himself of the mechanical
skill of others, to practically embody or represent his
contrivance, and still be the sole inventor thereof.!¥* But
it is not invention to conceive a result, and then employ
another to produce that result.!*

§ 50. Under the statute, only he or they who have in-
vented a particular process or thing can lawfully receive
a patent therefor, except in a case where the patentee is
an assignee or legal representative of the true inventor or
inventors. The patent must disclose the real inventor,
and must be founded on his right as such. It follows
that if one of two or more persons obtains a patent for
a process or thing which was jointly invented by them
all, that patent is not valid.}** In such a case it is not
true that the patentee invented the thing patented. He
only helped to invent it. If he could have a valid pat-
ent for that thing or process, each of his co-inventors
could do likewise, and each of several persons would pos-
sess the exclusive right to the same. As to each other,
such a state of affairs among patentees would be impos-
sible, and as to the public it would be intolerable.

141 O’ Reilly ». Morse, 15 How-
ard, 62, 1853.

142 Sparkman  ». Higgins, 1
Blatch. 209, 1846; Stearns .
Davis, 1 MocArthur’s Patent
Cases,, 696, 1859; Smith ». Stew-
art, 55 I'. R. 483, 1893; Huebel 2.
Barnard, 90 O. G. 751, 1899,

143 Streat ». White, 35 I, R.
426, 1888.

t4¢ Arnold ». Bishop, 1 Mec-
Arthur’s Patent Cases, 36, 1841;
H. T. Slemmer’s Appeal, 58 Penn.
164, 1864; Newgold v. American
Electrical Novelty & Mfg. Co.,
108 . R. 959, 1901.
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It has been held, however, that where the application for
such a patent lias been assigned prior to issuance of the
patent, the patent is not invalid by reason of each of
joint inventorship on the ground that the patent, having
been granted to an assignee, the reason for the rule does
not exist.!"

§ 51. So also, if several persons obtained a joint patent
for what was invented solely by one of them, that patent
1s void.'* And where several independent inventions are
claimed by several different claims in a joint patent, and
where one of those inventions was made by one of the
joint applicants for the patent, without any co-operation
of another joint applicant, the claim of the patent which
covers that invention, is void.!¥ There 1s no statutory
authority to grant a patent or a claim to a non-inventor
jointly with an inventor, without an assignment or a death,
any more than there is to grant a patent to a non-inventor
alone. But very convincing evidence is required to es-
tablish the invalidity of a patent on the ground stated
in this section,!®

145 De Laski & Thropp C. W.
T. Co. v. Wm. R. Thropp & Sons
Co., 218 F. R. 458, 1914.

146 Ransom ». New York, 1
Fisher, 269, 1856; Hotchkiss 2.
Greenwood, 4 McLean, 461, 1848;
Barrett ». Hall, 1 Mason, 473,
1818; Royer ». Coupe, 29 F. R.
363, 1886; Stewart ». Tenk, 32
F. R. 665, 1887; Welsbach Light
Co. ». Cosmopolitan Incandes-

cent Gaslight Co., 100 F. R. 630,
1900.

147 Heulings ». Reid, 58 F. R.
868, 1893; Welsbach Light Co. ».
Cosmopolitan Gaslight Co., 104
F. R. 86, 1900.

¢ Button Fastener Co. v. Lu-
cas, 28 I, R. 371, 1886; Schlicht &
Field Co. ». Machine Co., 36 F.
R. 585, 1888; Priestly ». Mon-
tague, 47 I. R. 651, 1891.
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CHAPTER III

NOVELTY

. Novelty necessary to patent-
ability.
. Novelty defined.
4. Not negatived by prior

knowledge or use in a
foreign country.

Not negatived by any private
patent granted in a foreign
country.

Prior printed publications.

Fullness of prior patents and
printed publications.

Novelty not negatived by any
prior abandoned applica-
tion,

. Qualification of the last rule.

Successful prior applications.

. Novelty not negatived by any

unpublished drawing, or
prior model.

. Novelty not negatived by

anything substantially dif-
ferent.
Abandcened experiments.
Novelty in cases of designs.
Novelty not negatived by
anything apparently simi-
lar, but comparatively use-
less.
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Novelty not negatived by an-
tiquity of parts.

Novelty not negatived by
prior accidental and not
recognized production.

Novelty not negatived by
anything neither designed,
nor apparently adapted,
nor actually used for the
same purpose.

Comparative dates.

Dates of patented inventions.

Novelty is negatived by one
instance of prior knowledge
and use in this country.

Novelty is negatived by prior
existence and knowledge in
this country.

Inventor’s lack of knowledge
of anticipating matter is
immaterial.

. Old thing derived from new

source, 1s not novel.

. Questions of novelty are ques-

tions of fact.

. Burden of proof relevant to

novelty, and want of nov-
clty.

§ 62. THE statutes of the United States have always

provided that anything to be patentable must be new.
Statements that some things are not patentable because,

66
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though new in a cominercial sense, they are not new in the
cye of the patent law, oceur in a few reported cases. In
every such instance, however, it would have been more
accurate to say that some things are not patentable be-
cause, though new things, they are not invented things.
Such things lack patentability not because they lack
newness, but because they lack invention. The subject
belongs to the domain of invention and not to that of
novelty, and it is therefore treated in the second chapter
of this book. With this explanation, it is not untrue nor
misleading to say that whatever is really new, is new in
the eye of the patent law. Therefore in order to negative
novelty or as it is usually expressed, to “anticipate” an
invention, it is necessary that all of the elements of the
invention or their equivalents be found in one single
description or structure where they do substantially the
same work in substantially the same way.!

§ 53. Many things are new in the eye of the patent stat-
utes, in addition to those things which are really new. The
word has therefore a broader signification in those statutes
than it has in the dictionaries; but that broader meaning is
not capable of a short definition. Novelty is the conven-
tional name of the statutory newness, but that name does
not indicate the boundaries of the thing which it denotes.
Those boundaries can be delineated only by enumerating
and explaining those classes of facts which fall within them,
but which fall without the boundaries of actual newness;
those classes of facts which negative newness, but which
do not negative novelty.

§ 54. Novelty is not negatived by prior knowledge and
prior use in a foreign country, of the subject of a United

' Ottumwa Box Car Loader lated Cushion & Spring Co. o,
Co. ». Christy Box Car loader D’Arey, 232 1, R. 468, 1916.
Co., 215 F. R. 362, 1914; Venti-
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States patent; provided that subject had nowhere been
patented to another, and nowhere been described in u
printed publication when it was invented by the applicant
for that patent.-

In former editions of this book, this rule was coupled
with the additional proviso; that the patentee, at the time
of making his application for a United States patent,
helieved himself to be the first inventor of the thing cov-
cred thereby.” That proviso was based on Section 4923
of the Revised Statutes; but it now appears that that
section does not attend to any case in which a person, at
the time of making his application for a patent, does not
believe himself to be the first inventor of the thing covered
thereby. On the contrary, that section leaves that class
of cases to the operation of Section 4886 of the Revised
Statutes. That section prescribes that a patent may be
obtained by any person who has invented any subject of
a patent, not known or used by others in this country, and
not patented or deseribed in any printed publication any-
where, before his invention thereof; but it does not couple
that permission with the condition that the patentee,
at the time of making his application for a patent, shall
helieve himself to be the first inventor of the thing covered
thereby. Accordingly, it has now been held by the Cir-
cuit Court of Appeals for the first circuit, that novelty
is not negatived by prior knowledge and use in a foreign
country, of the subject of a United States patent, where
that prior knowledge and use became known to the ap-
plicant for that patent, between the time when he made
his invention, and the time when he made his application,
and which information prevented him from believing him-

:Revised Statutes, Section tric Light Co., 108 F. R. 226,
1886; Westinghouse Eleetrie &  1901.
Mfg. Co. r. Saranae Lake Elee- a8ed third edition.
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self, at the time of making his application, to be the first
inventor of the invention covered thereby.*

Prior knowledge, possessed in this country, by some
other person than the applicant for a particular patent,
that the subject of that patent was known and used in
some foreign country, before its invention here, is not such
knowledge in this country as will negative the novelty of
the patent covering that subject.* And this rule is not
altered by the fact that one who acquired the prior knowl-
edge of the foreign use came to the United States and dis-
closed his knowledg to others before the date of invention
of the United States applicant,” provided of course that.
the United States applicant did not learn of the disclosure
hefore his date of conception. If such were the case he
would not, of course, be an inventor of the thing disclosed.

Y 55. Novelty is not negatived by any United States
patent which was issued after the contested invention
was made, though applied for before that event,® nor by
any prior private patent grarted in any foreign country,’
nor by any public patent granted in England, unless the
latter was sealed hefore the person obtaining the Amer-

¢ American Sulphite Pulp Co.
r. Howland Falls Pulp Co., 80
I*. R. 398, 1897.

s Doyle ». Spalding, 19 I', R.
746, 1884.

i Revised Statutes, Section
1923; Westinghouse Machine Co.
r. (ieneral Electric Co., 207 F. R.
75, 1913. Scee Vacuum Engineer-
ing Co. ». Dunn, 209 F. R. 219,
1913.

¢ American Roll Paper Co. ».
Weston, 45 F. R. 689, 1891; Dia~
mond Drill & Machine Co. ».
IKelly Bros., 120 F. R. 287, 1902;

Anderson p. Collins, 122 . R.
4.8, 1903; Kck ». Kutz, 132 F. R.
738, 190¢ (but such a patent is
: dmissible on the issue of priority
of invention, ib.); Gray Telephone
Pay Station Co. 7. Baird Mifg.
Co., 174 I. R. 417, 1909; Sundh
Electric Co. ». Interborough
Rapid Transit Co., HO8 F. R. 94,
1912: Turner Brass Works @.
Appliance Mig. Co., 203 F. R.
1001, 1909; Vacuum Engineering
Co. ». Dunn, 209 I. R. 219, 1913.

7 Brooks ». Norcross, 2 Iisher,
661, 1851.
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ican patent made the invention.! In neither of those
three cases can it be truly said that the Invention was
antecedently patented, and therefore such transactions do
not come within the statute. A French patent becomes
effective to negative novelty as soon as it is sealed and
enrolled, and it matters not for such a purpose that it
was afterward permitted to lapse for non-payment of the
annual fee, or was never printed, or that the device was
not commercially successful.? The date of & German pat-
ent for purposes of anticipation is the ‘‘ausgegeben’ or
publication date.' But though novelty is not negatived
by any United States patent, issued after the contested
invention was made; novelty may be negatived by the
prior art, as that art was shown in the specification or the
drawing of the application for such a. patent, if that ap-
plication was filed in the Patent Office before the contested
invention was made,!! and provided that there had been
prior to the invention of the patent in suit some actual
use of the invention. For a mere application in the Patent
Office, while it may be sufficient to prove the date of in-
vention of a patent, cannot of itself be used to anticipate
another patent as it is not of itself a part of the prior art.!”
And novelty is negatived by a full description, in the
specification of a prior public patent, of the subject cov-

8 Siemens 2. Sellers, 123 U. S.
283, 1887; DBliss ». Merrill, 33

dered Milk Co. of America, 222
I, R. 911, 1915.

. R. 40, 1887; Electrical Accu-
mulator Co. ¢ Julien Eleetric
Co., 38 F. R. 111, 1889; American
Roll Paper Co. ». Weston, 45
I'. R. 691, 1891.

9 Sirocco  Fngineering Co. 2.
B. I'. Sturtevant Co., 220 F. IR.
137, 1914.

0 Merrell-Souie

Clo. 0. Pow-

1 Millett ». Duell, 96 O. G.
1242, 1901.

11 Thomsoun-Houston Electric
Co. 2. Ohio Brass Co., 130 F.
R. 542, 1904; Alvord v. Smith
& Watson Iron Worlis, 216 I¢, R.
150, 1914; Sundh Electric Co. ».

Interborough Rapid Transit Co.,
922 I, R, 334, 1911,
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ered by an American patent, even though that subject
was not covered by any of the claims of the prior patent,
and therefore not patented to the prior inventor.!> This
rule must result from the fact that whatever i1s well de-
seribed in a public patent is set forth to the public, whether
it is claimed by the patentee or not. Indeed novelty is
negatived by a prior patent which shows the invention in
its drawings and describes it in its specification, but does
not even state 1ts use.!

§ 56. A printed publication is anything which is printed,
and, without any injunction of secrecy, is distributed to
any part of the public in any country; and such a publica-
tion may negative novelty.!* Indeed, it seems reasonable
that no actual distribution need occur, but that exposure
of printed matter for sale is enough to constitute a printed
publication. But the mere existence of a printed thing is
not a printed publication,!® though its deposit in a public
library is.1® A drawing, in a prior patent or printed pub-
lication, if its meaning is really undeniable, may negative
novelty in a later patent on a machine, manufacture, or
design.

Inasmuch as drawings can generally give information
which is as clear as that which words alone can give, rele-
vant to the construction and character of a machine, or
manufacture, or design, there is no reason for their not
having the same effect on the novelty of subsequent pat-

12 United States Bung Mig. 16 Britton ». White Mfg. Co.,
Co. v. Independent Bung Co., 31 61 F. R. 95, 1894.
F. R. 79, 1887; Saunders ». Allen, 18 John Crossley & Sons ».

60 F. R. 613, 1894. Hogg, 83 I'. R. 489, 1897,
13 Stow 2. Chicago, 104 U. S. 17 Millett ». Duell, 96 O. G.
547, 1881. 1242, 1901; Britton ». White
¢ Rosenwasser ». Spieth, 129 Mfg. Co., 61 I'. R. 96, 1894:
U. 8. 47, 1889. Keene ». New Idea Spreader Co,,

231 F. R. 701, 1916.
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ents. No injustice can result from this rule; because in

order to have any effect on such novelty, drawings as well
as words, must be able to endure the test stated in the
next section.

§ 57. Novelty is not negatived by any prior patent or
printed publication, unless the information contained
therein, is full enough and precise enough to enable any
person skilled in the art to which it relates, to perform the
process or make the thing covered by the patent sought to
he anticipated.’® Testimony is not admissible to show
that a prior patent or printed publication is out of con-
formity with the intention of its author,? or to explain an
otherwise uninforming statement by evidence of some
apparatus or article not in itself competent as an antici-
pation.”® Nothing can be used for that purpose except
what is disclosed on the face of the patents.?! And expert
testimony, though admissible on the question of the
mearung o a prior patent or publication, is not weighty,
unless it is supported by reasoning; and is not conclusive
in court, even if so supported.*® A prior patent or pub-
lication needs not to have been reduced to practice, or to
he more than a paper proposition, in order to negative the -
novelty of a later patent,?® even though the devices of the

18 Seymour #. Osborne, 11 Wal- 18 Badische Anilin & Soda Fab-

lace, 516, 1870; Cawood Patent,
04 U. S. 704, 1876; Downton ».
Milling Co., 108 U. S. 466, 1882;
Fames v. Andrews, 122 U. S. §6,
1886; Carnegie Steel Co. 7. Cam-
hria Iron Co., 89 F. R. 737, 1898;
Westingliouse Electric & Mig.
Co. v. Saranac Lake Electric
Light Co., 1633 F. R. 227, 1901;
Hess-Bright %:fg. Co. v. Standard
Roller-Bearing Co., 177 F. R.
435, 1910.

rik ». Kalle, 94 F. R. 168, 1899;
and 104 F. R. 808, 1900.

2 Loew Filter Co. v». German-
American Filter Co., 164 F. R.
855, 1908; Naylor ». Alsop Process
Co., 168 F. R. 911, 1909.

2t Beckwith ». Malleable Iron
Range Co., 174 F. R. 1001,
1910.

22 Hanifen ». Godshalk Co., 84
F. R. 652, 1898.

2 E. M. Miller Co. v. Meriden
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prior patents be incapable of successful operation. It is
sufficient if the prior patents embody the elements and
disclose the principle of operation of the patent in suit.?!
This doctrine has been applied to the proof of anticipation
by prior structures,?® but its application to such cases is
doubtful.>** And a difference, which consists of a mere
omission of something which a skillful mechanic would
supply, is not fatal to anticipation.”® The phrase “skillful
mechanie,” as used in this connection, does not include
mechanics who are skillful only in methods of servile imi-
tation. It refers only to mechanics who know how to vary
form without varying substance, and who, in constructing
a machine or manufacture, from a printed deseription, or
from Patent Office drawings, could readily, and would
freely, alter proportions and change details in order to
adapt the contrivance to a particular use, or in order to
secure greater merit of workmanship for the thing con-
structed.

But prophetical suggestions and surmises in prior pat-
ents or publications, of what results can be achieved in a
particular art, are not enough tonegative the novelty of any
patent on an invention which can accomplish that result. 2"

Bronze Co., 80 . R. 625, 1897;
Ideal Stopper Co. v. Crown Cork
& Seal Co., 131 F. R. 244, 1904.
See Timolat ». Phila. Pneumatic
Tool Co., 131 F. R. 257, 1904.

23 Westinghouse Air Brake Co.
v. Christensen Eng. Co., 128 F, R.
437, 1904; Van Epps ». United
Box Board & Paper Co., 143 F.
R. 869, 1906; Hyde ». Minerals
Separation, Ltd., 214 . R. 100,
1914. Contra Hale & Kilburn
Mig. Co. 2. Oneonta, etc., Ry.
Co., 129 F. R. 598, 1904.

% Merrimac Mattress Mfg. Co.
v. Feldman, 133 F. R. 64,
1904.

See Section 67, post.

2 See Kings County, et ., Co.
2. U. 8. Consolidated, ete., Co.,
182'F., R. 59, 1910.

26 Chase v. Fillebrown, 58 F. R.
378, 1893; Ideal Stopper Co. .
Crown Cork & Seal Co., 131
F. R. 244, 1904.

2% Westinghouse Air-Brake Co.
». Great Northern Ry. Co., 88
F. R. 263, 1898: Ashestos Shiugle,
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And a claim for an article of manufacture may be antiei-
pated by a prior patent or printed publication, which
describes the article, without deseribing any process of
making it ; provided a knowledge of the article would teach
a skillful mechanic some process oif making it.”

§ 58. Novelty is not negatived by any prior abandoned
application for a patent.® Abandoned applications for
patents are not, by the statutes, made bars to patents to
later dpplicants. They furnish no evidence that the proc-
esses or things they describe were ever made or used any-
where. Being only pen and ink representations of what
may have existed only as mental conceptions of the men
who put them upon paper, they do not prove that the proc-
esses or things which they depict were ever known in' any
country. Nor can they be classed among printed publica-
tions, for they are usually in writing, and are not published
by the Patent Office. It is true that certified copies of
abandoned applications are sometimes obtained, and may
be published by those who obtain them, vut such a pub-
lication will operate as of its own date, and not as of the
date of the application.

§ 59. When there is evidence that he who made and
abandoned an application for a patent, mace also some
effort to carry his invention into practical use, then that
application is admissible in evidence to aid the court tc de-
termine the date and the nature of the invention which was
sought to be embodied in a working form. If, however,
upon the whole of the evidence, it appears that what the

ete., Co. . H. W. Johns-Mansville guisher Co. ». Phila. Extinguisher

Co., 184 F. R. 620, 1910.
- 27 Cohn v. Corset Co., 96 U. 8.
366, 1876; In re Schaeffer, 2 App.
D. C. &, 1893.

28 Corn-planter Patent, 23 Wal-
lace, 211, 1874; N. W. Ixtin-

Co., 1 Bann. & Ard. 177, 1874;
Lyman Ventilating & Refrigerator
Co. v. Lalor, 1 Bann. & Ard. 403,
1874; Interurban Ry. & Ter-

minal Co.». Westinghouse Electric
& Mfg. Co., 186 . R. 166, 1911,
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inventor did, outside of his abandoned application, did not
amount to enough to negative the novelty of a subsequent
patent to a later inventor, then that abandoned applica-
tion becomes immaterial to that issue.®

§ 60. Novelty is not negatived by any successful appli-
cation for a patent, nor by any documents pertaining
thereto, different from the letters patent issued in pur-
suance thereof.*®* When such an application, or such a
document, is offered to prove the existence of something
which is not shown by the letters patent themselves, the
justice and propriety of this rule is apparent. But a suc-
cessful- application may be properly used to prove the
date of the invention set forth therein, and claimed in the
resulting patent.s! '

§ 61. Novelty of a machine or manufacture, is not
negatived by any prior unpublished drawings, no matter
how completely they may exhibit the patented inven-
tion,*? nor by any prior model, no matter how fully it
may coincide with the thing covered by the patent.33
The reason of this rule is not stated with fullness in either
of the cases which support it, but that reason is deducible
from the statute and from the nature of drawings and of

% Corn-planter Patent, 23 Wal-
lace, 211, 1874.

% Howes v. McNeal, 5 Bann, &
Ard. 77, 18R0. _

31 Westinghouse 2. Gas Co., 43
F. R. 588, 1890; Barnes Co. 2.
Walworth Co., 51 I'. R. 88, 1892:
60 I'. R. 606, 1894; Sundh Elec-
tric Co. ». Interborough Rapid
Transit Co., 198 F. R. 94, 1912.

32 Ellithorp 2. Robertson, 4
Blatch. 209, 1859; Draver 2. Po-
tomska l.lls, 3 Bann, & Ard.
214, 1878; Detroit Lubricator

Mig. Co. v. Renchard, 9 F. R. 293,
1881; Odell ». Stout, 22 F. R.
159, 1884; Pennsylvania Diamond
Drili Co. v. Simpson, 29 F. R. 291,
1886.

33 Cahoon 7. Ring, 1 Cliff. 593,
1861; Stainthorp . Humiston, 4
Fisher, 107, 1864; Johnscn o.

. McCullough, 4 I'isher, 170, 1870;

Stillwell & Bierce Mfg. Co. 2. The
Cincinnati Gas Light & Coke Co.,
1 Bann. & Ard. 610, 1875; Bowers
». Von Schmidt, 63 F. R. 577,
1894.
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models. The statute provides, relevant to the newness
of patentable machines and manufactures, that they shall
not have been previously known or used by others in this
country.?* Now, it is clear that to use a model or a draw-
ing is not to use the machine or manufacture which it
represents; and it is equally obvious that to know a draw-
ing or a model is not the same thing as knowing the article
which that drawing or model more or less imperfectly
pictures to the eye. It follows that neither of those things
can negative the newness required by the statute. Nor
is the statutory provision on this point lacking in good
reasons to support it. Private drawings may be mislaid
or hidden, so as to preclude all probability of the public
ever deriving any benefit therefrom; and even if they are
seen by several or by many, they are apt to be understocd
by few or by none. Models also are liable to be secluded
from view and to suffer change, and thus to fail of propa-
gation. Moreover, if a patent could be defeated by pro-
ducing a model or a drawing to correspond therewith,
and by testifying that it was made at some sufficiently
remote point of time in the past, a strong temptation would
be offered to perjury. Several considerations of public
policy and of private right combne, therefore, to justify
the rule of this section. |

The word “model” it should be noted as used in the
foregoing connection is used in the limited sense of 2
‘““pattern, a copy, a representation usually upon a reduced
scale” and not in the sense of an operative struecture
identical with the structure of the patent.?®

§ 62. Novelty is not negatived by anything not substan-
tially identical with the subject of the patent, even though

¥ Revised Statutes, Section Co. ». Wagner Typewriter Co.,
4886. 151 F. R. 576, 1906.
3 American Writing Machine
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the function of the prior process or thing was identical
with that of the patented matter. This rule follows from
the doctrine that a valid patent may be granted for a
new means of producing an old result.?®* But substantial
identity in some respects, is consistent with substantial
difference in others. For novelty is negatived by a prior
process or mechanism which included the subject of the
patent, though it also included some other process or
device. But if a patented process or -thing possesses
distinct and apparently important characteristics not pos-
sessed by any alleged anticipation, the defense for want
of novelty will fail.¥ But a prior process or thing, which
will not defeat a patent for want of novelty, may defeat
it for want of invention.®® It will do #o wherever the ob-
served difference corresponds in character with either of
those differences between a patented process or thing,
and the prior art, which in the second chapter of this
book were shown not to constitute invention.

Several judicial opinions contain the statement that
““That which Iniringes, if later, would anticipate, if ear-
lier.” But that epigrammatic formula is too broad, and
those who have used it must have overlooked the distine-
tion between primary patents and secondary patents.
That which would infringe & primary patent, if later, may
or may not anticipate that patent, if earlier. Where an
inventor believes his invention to be primary, but thinks
it may possibly turn out to be secondary, he may properly
make his claim in a form that can be construed to fit his
invention, in either event. Afterward, when he seeks to
suppress a different but competing contrivance, as being

38 ’Reilly . Morse, 15 How- # Untermeyer ». Freund, 58
ard, 62, 1853. F. R. 209, 1893; Universal Wind-

7 Los Alamitos Sugar Co. 2. ing Co. v. Willimantic Linen Co.,
Carroll, 173 I". R. 280, 1909. 82 I'. R. 239, 1897.
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an infringement of his claim, when broadly construed;
that contrivance may be held to infringe, if later, while
not being held to anticipate, if earlier. If the competing
contrivance turns out to be earlier, it may have no effect
upon his patent, except to relegate it to the secondary
position in the art, and thus to limit its claim so narrowly
that the competing contrivance does not infringe it. The
distinction between primary patents and secondary pat-
ents is further developed in Sections 184, 359, 362 and 362a
of this book.

§ 63. The rule of Section 62 will probably govern every
case which justly comes within the doctrine that novelty
is not negatived by any unsuccessful abandoned experi-
ment. That rule is more comprehensive and reliable than
that doectrine, because the latter is subjeet to such quali-
fications and explanations that its practical utility in
deciding cases is but small. A thing may have been aban-
doned and still negative the novelty of a thing indepen-
dently invented long after that abandonment.® Such
will be the result if the earlier thing was identical with
the later, and was used long enough to show that it would
work. 3"

If an experimental machine or manufacture was unsuc-
cessful in the hands of its contriver, that fact must have
been due either to one or more faults of principle, or to
one or more faults of construction, or to one or more

» Waterman . Thomson, 2 3% Gayler . Wilder, 10 How-
Fisher, 463, 1863; Shoup ». Hen- ard, 477, 1850; Sayles ». Railway
rici, 2 Bann. & Ard. 249, 1876; Co., 4 Fisher, 588, 1871; Stephen-
N. W. Extinguisher Co. ». Phila. son ». Raillroad Co., 14 F. R. 459,
Extinguisher Co., 1 Ban:.. & Ard. 1881; Electrical Accumulator Co.
177, 1874; McNish ». Everson, 8 ». Julien Electric Co., 38 F. R.
Bann, & Ard. 484, 1880; Merri- 131, 1889; American Roll Paper
mac Mattress Mfg. Co. v. Feld- Co. ». Weston, 51 F. R. 240,
man, 133 F. R. 64, 19504. 1892,
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faults of each of these kinds. If partly or wholly due to
any fault of principle, that very fact shows that the un-
successful device was substantially different from subse-
quent successful patented things. For that reason alone
it would have failed to negative the novelty of those things,
even if it had not been unsuccessful. If, on the other hand,
a prior device was unsuccessful merely because its con-
struction was weak, it is far from certain that it will not be
held to negative the novelty of subsequent devices identi-
cal with it in plan, mode of operation, and function.®”

The truth, therefore, appears to be that an unsucecessful
abandoned experimental machine or manufacture, may
possibly negative the novelty of a later invention, and that
where it fails to have that effect, it would have failed, even
if it had been neither unsuccessful nor abandoned. Nov-
elty is to be ascribed to new things, regardless of whether
old and different things were successful or unsuccessful,
abandoned or not abandoned. Novelty is to be denied
to old things, regardless of the accidents which caused
earlier specimens of the same things to fail to operate, or
caused their use to be discontinued.

But a court is not called upon to struggle to decipher an
anticipation, in the unfinished work and the surmises of
earlier students of the same subject.’?* And unsuccessful
abandoned experiments in processes, cannot be properly
held to constitute prior uses of successful patented proces-
ses In the same art.*

3 Pickering ». McCullough,
104 U. S. 319, 1881; Merrimac
Mattress Mfg. Co. ». Feldman,
133 I, R. 64, 1904; Van Epps ».
United Box Board & Paper Co.,
143 F. R. 869, 1906.

% American Graphophone .
Leeds, 87 F. R. 877, 1898; Warren

Bros. ». City of Owosso, 166 F. R.
309, 1909.

© Westinghouse Electric &
Mfg. Co. ». Beacon Lamp Co.,
95 F. R. 464, 1899; Consolidated
Contract Co. ». Hassam Paving
Co., 227 F. R. 436, 1915.
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NOVELTY
§ 64. A design as in the case of any other subject-matter
of a patent must possess novelty.?* The question of the
novelty of a design, is to be determined by the comparative
appearance of that design and of prior designs, in the eyes
of average observers, and not by their comparative ap-
pearance in the eyes of experts making analytical inspec-
tions.*> Nor is the novelty of any design negatived by
the fact that all of its features can be collected out of
scattered prior designs.*?

§ 65. Novelty is not negatived by anything beneficially
incapable of the function of the subject of the patent, even
though apparently similar thereto.*

In Morey ». Lockwood*® the prior Mau syringe was set
up to negative the novelty of the syringe of Dr. Davidson
and his brother. The latter is the well-known soft rubber
bullb apparatus. The former was exactly like it, except
that the central part was a soft rubber cylinder with me-
tallic heads, instead of a soft rubber bulb. The theoretical
mode of operation of the two syringes was the same. But
the Mau apparatus proved to be of no practical value, and
very few specimens of it were ever sold; because the me-
tallic heads of the cylinder strongly counteracted the

1 Weisgerber ». Clowney, 131
FF. R. 477, 1904.

42 Perry ». Starrett, 3 Bann. &
Ard. 489, 1878; Foster z. Crossin,
23 F. R. 402, 1885; Kraus 2. Fitz-
patrick, 31 F. R. 39, 1888; Red-
way ¢. Ohio Stove Co., 38 F. R.
583, 1889; Paine ». Snowden, 46
F. R. 189, 1891; Anderson .
Saint, 46 I*. R. 763, 1891.

43 Simpson v. Davis, 12 F. R.
144, 1882; Stearns ». Beard, 46
F. R. 193, 1891; New York Belt-
ing Co. r. New Jersey Car Spring

Co., 48 F. R. 557, 1891 ; Matthews
& Willard Mfg. Co. ». American
Lamp & Brass Co., 103 F. R. 639,
1900.

4 Crown Cork & Seal Co. 2.
Ideal Stopper Co., 123 F. R. 666,
1903; Kirchberger v. Am. Acecty-
lene Co.,, 124 F. R. 764, 1903;
Dececo Co. ». Gilehrist Co., 125
F. R. 293, 1903; Farmers’ Mig.
Co. 1. Spruks Mfg. Co., 127 F. R.
691, 1904.

% Morey ». Lockwood, 8 Wal-
lace, 230, 1868.
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user’s efforts to compress its rubber walls. 'For these
reasons, the Supreme Court held that it did not negative
the novelty of the Davidson patent.

The Wood Finishing Co. ». Hooper* is a case the patent
involved in which, covered the employment of finely pow-
dered flint, quartz, or feldspar, mixed with oil or other
fluent substance, for the purpose of filling the pores of the
surface of wood. A prior patent had been granted for the
employment of silicious marl or infusorial earth for the
same purpose. It was shown that all five of these sub-
stances consisted mainly of silica, but that the first three
differed from the last two in being non-absorbent instead
of porous, and in consisting of angular instead of rounded
particles. These two differences made the first three
substances very valuable for wood-filling, whereas the
others were not valuable for that purpose. Judge Na-
THANIEL SHIPMAN, therefore, decided that the prior pat-
ent did not negative the novelty of the later one.

Matheson ». Campbell* is a case which was based on a
patent for a black dye stuff named ‘‘naphthol-black.”
A prior dye stuff, named ‘“azo-black,’”’ though made from
a different starting material, was chemically identical
with “naphthol-black,” or was at least chemically equiva-
lent thereto. But the two dye stuffs were not beneficially
alike; because ‘“azo-black’ rubbed off very badly, and
‘“naphthol-black’ was so superior thereto, that the latter
dye stuff entirely superseded the former, in actual use.
Judge TownsenD, therefore, decided that ‘‘azo-black”
did not negative the novelty of ‘‘naphthol-black.”

It has been held that novelty is not negatived by a
prior patent which describes a device which is so similar
to the patent In suit as to constitute an equivalent, if

“ Bridgeport Wood Fimshing 7 Matheson ». Campbell, 77
Co. v. Hooper, 5 F. R. 63, 1880.  F. R. 282, 1896.
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the prior patent gives no indication that the inventor of
the prior patent zontemplated that his invention is capable
of the use of the patent i1n suit.®

§ 66. Novelty is not negatived by antiquity of parts.*
This rule follows from the doctrine which allows patents
for new combinations of old clements or ingredients. In
such cases the whole is different from the sum of all its
parts, much as this printed page is different from what it
would be, if the same words were arranged in alphabetical
order.

If, however, a new assemblage of old things amounts
only to aggregation and not to combination,® or if it
results in no new mode of operation,® the patent which
covers it will be void for want of invention, though not
void for want of novelty.

§ 67. Novelty is not negatived by any prior accidental
occurrence or production, the character and funection of
which was not recognized until later than the date of the
patented invention sought to be anticipated thereby.5?

8 Cennda . Michigan Malleable
Iron Co., 124 F. R. 486, 1903.

¢ Bates ». Coe, 98 U. S. 48,
1878; Imhaeuser v. Buerk, 101
U. S. 660, 1879; Parks v. Booth,
102 U. S. 104, 1880; Cantrell ».
Wallick, 117 U. S. 694, 1885;
Johnson ». Railroad Co., 33 F. R.
501, 1888: Consolidated Roller
Mill Co. ». Coombs, 39 F. R. 32,
1889; Bryam ». Friedberger, 82
0. G. 1420, 1897; A. B. Dick Co.
r. Belke & Wagner Co., 86 F. R.
149, 1897; German-American Fil-
ter Co. ». Erdrich, 98 F. R. 308,
1899 Goss Printing-Press Co. ».
Scott, 103 F. R. 657, 1900;

Lowrie ». Meldrum, 124 F. R.
701, 1904; St. Louis Street, ete.,
Co. ». Am. Street, cte., Co., 156
F. R. 574, 1907.

80 Adams ». Stamping Co., 141
U. S. 542, 1891; Campbell ».
Bailey, 45 F. R. 565, 1891.

1 Burt 2. Evory, 133 U. S. 349,
1890; Florsheim ». Schilling, 137
U. 8. 77, 1890.

2 Tilghman o. Proctor, 102
U. S. 711, 1880; Ransom ». New
York, 1 Fisher, 256, 1856; Pelton
r. Waters, 1 Bann. & Ard. 399,
1874; Andrews ». Carman, 2 Bann.
& Ard. 277, 1876; Pittsburgh Re-
duction Co. ». Cowles Electric
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The reason of this rule arises out of that point of patent
law policy, which rewards persons for teaching the public
how to perform processes and construct things which
nobody else in the United States knew how to perform or
to construct, and relevant to which no adequate informa-
tion could be found in any public patent or printed pub-
lication anywhere in the world. But novelty is negatived
by proof of prior use of a process, where that use was
understood in point of method, though not correctly
understood in point of result.*

§ 68. Novelty is not negatived by anything which was
neither designed, nor apparently adapted, nor actually
used, to perform the function of the thing covered by the
patent, though it might have been made to perform that
function by means not substantially different from that of
the patented invention; ** but this rule cannot govern any

Co., 53 I. R. 307, 1893; Chase v.
Fillebrown, 58 I*'. R. 377, 1893;
Taylor Burner Co. r. Diamond,
72 I'. R. 184, 1896; National Har-
row Co. v. Quick, 74 F. R. 240,
1896; Wickelman ». A. B. Dick
Co., 88 F. R. 266, 1898; Tannage
Patent Co. ». Donallan, 93 F. R.
821, 1899; Ajax Metal Co. ».
Brady Brass Co., 155 F. R. 409,
1907; Western Tube Co. .
Rainer, 156 F. R. 49, 1907;
Hillard ». Fisher Book Type-
writer Co., 159 F. R. 439, 1908;
Edison Electric Lighting Co. v.
Novelty Incandescent Lamp Co.,
167 F. R. 977, 1909; Anthracite
Separator Co. ». Pollock, 175
F. R. 108, 1909; Byerly 2. Barber
Asphalt Paving Co., 230 F. R.
095, 1916; Toch ». Zihell Damp

Resisting Paint Co., 233 F. R.
993, 1916.

53 Dorlon ». Guie, 25 F. R. 816,
1885; Schultz Belting Co. .
Belting Co., 46 I'. R. 156, 1889.

s Topliff ». Topliff, 145 U. S.
161, 1892; Carnegie Steel Co. 7.
Cambria Iron Co., 185 U. S, 422,
1902; Knickerbocker Co. ». Rog-
ers, 61 F. R. 297, 1894; Kinnear
& Sager Co. v. Capital Sheet~
Metal Co., 81 I. R. 492, 1897;
Bowers ». San Francisco Bridge
Co., 91 F. R. 410, 1898; National
Hollow Brake-Beam Co. 7. Inter-
changeable Brake-Beam Co., 106
F. R. 702, 1901; United Shirt &
Collar Co. v. Beattie, 149 F. R.
736, 1906; Am. Sales Book Co. 2.
Carter-Crume Co., 150. F. R.
333, 1906.
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case which lacks either of the circumstances upon which it
is founded, for negation of novelty is not averted by the
mere fact that the inventor of the prior device did not
design it to perform the function of the patented device,®®
nor by the mere fact that its ability to perform that func-
tion is not apparent to every beholder, nor by the mere
fact that it was never actually used for that purpose, nor
by any two of these facts combined. The same principle
applies to a prior patent. Although a prior patent may
incidentally show a similar arrangement of parts, if that
arrangement 1s not claimed nor designed to perform the
function of the later patent, it cannot act as an anticipa-
tion.%

§ 69. Novelty is not negatived by anything which was
invented, patented, or described in a printed publication
prior to the granting of the patent sought to be antici-
pated, or even prior to the application therefor, unless the
anticipating event occurred prior to the date of the in-
vention secured by that patent.®

One apparent exception to this rule has been stated in
one leading case by the Supreme Court,’® and indorsed
in another good precedent by Judge McKiInnNoON.? In
those instances it was said that where two patents for the

% Leonard ».-Lovell, 20 F. R. 791, 1876; Elizabeth . Pavement
315, 1886. Co., 97 U. S. 130, 1877; Clark
% Gray Telephone Pay Station Thread Co. ». Willimantic Linen
Co. v. Baird Mfg. Co., 174 F. R. Co., 140 U. 5. 486, 1891; Pacific
417, 1909; Beckwith ». Malleable Cable Ry. Co. ». Butte City Ry.
Iron Range Co., 174 F. R. 1001, Co., 538 F. R. 422, 1893; Western
1910; Kryptok Co. ». Stead Lens Electric Co. ». Capital Telephone
Co., 207 F. R. 85, 1913; A. R. & Telegraph Co., 86 F. R. 771,
Mosler & Co. ». Lurie, 209 F. R. 1898.
364, 1913; Munising Paper Co. 2. 8 Suffolk Co. ». Hayden, 3
American Sulphite Pulp Co., Wallace, 315, 1865.
228 F. R. 700, 1915. % McMillin 0. Rees, 5 Bann. &
57 Cochraue ». Deener, 34 U. 8.  Ard. 269, 1RS0.
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same invention are granted to the same inventor, the last,
and not the first, is void, even where the last was first
applied for.. The exception is, however, only apparent,
because the patent last applied for is as much entitled to
date from the making of the invention as the other. The
date of invention assignable to the two patents being ex-
actly the same, the first patent will negative the novelty
of the last, regardless of which was first applied for. The
saying of the Supreme Court in this matter is not incon-
sistent with the rule that, in the absence of other evidence
of the dates of invention, the first application must be
taken to represent the first invention,® because the fact
of an 1dentical inventor is evidence in such cases that the
date of invention was identical.

And the saying in Suffolk Co. ». Hayden has no applica-
bility to a case where an inventor takes out a patent which
describes and claims what was described but not claimed
in a prior patent of his, because in such a case the prior
patent is not for the same invention as the iust.%!

Where several patents are granted to one inventor on
different Inventions in the same art, the dates of their ap-
plications, instead of the dates of the patents themselves,
in the absence of evidence of the dates of the making of the
respective inventions, detéermine the relative rank of those
patents In the art to which they belong.%?

When two applications by the same inventor are filed

© Pope Mfg. Co. v. Gormully 5 Bann. & Ard. 244, 1880; Mec-
Mig. Co., 144 U. 8. 244, 1862; Millin ». Rees, 5 Bann. & Ard.
Penmngton ». King, 7 F. R. 462, 269, 1880; Graham ». Mifg. Co.,
1881. 11 F. R. 138, 1880; Victor Talking

ot Suffolk Co. 7. Hayden, 3 Machine (Co. ». American Grapha-
Wallace, 315, 1865; Singer ». phone Co., 140 F. R. 860, 1905.
Braunsdorf, 7 Blatch. 521, 1870; 2 Barbed Wire Patent, 143
Wheeler 1. MeCormick, 11 Blatch. U. S. 281, 1892,
334, 1873; Graham ». McCormick,
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contempoeraneously, one with generic claims and the other
with specific claims, the inventor does not lose his right
to the generic patent because it happens to issue after tk+
issuance of the specific patent.®* The same rule applies
when the patentee files an application for an improvement
after he files an application for his generic invention and
the patent on the former is issued first, and it is not nec-
essary for the application of the rule that there be in the
later application an express disclaimer of the invention of
the first.%

It has been held that where several applications de-
scribe the same structure or process, but no one of the
issued patents claims any invention claimed in any of the
others and they are all pending at the same time, the ap-
plications and patents cannot be used to anticipate each
other.%?

In the absence of proof as to the date of actual invention,
the date of issue is proof of that fact, and where two
patents are issued on the same day, the earlier in number
must be regarded as the senior and earlier in publication.%
The exception to this rule is where the patentee had an
application pending for the later numbered patent at
the time when the earlier numbered patent issued, both
of which patents were the result of a divided application.”

§ 70. In order to apply the rule of the last section, it is
necessary to fix the date of the invention covered by the
patent sought to be anticipated. In cases where the in-
vention may be exhibited in a drawing or in a model, it

¢3 Badische Anilin & Soda Fa- inghouse Electric & Mfg. Co., 191
brik ». Klipstein & Co., 125 F. R. F. R. 350, 1911.
713, 1903. ¢ Crown Cork & Seal Co. 2.
84 Cleveland Foundry Co. ». Standard Stopper Co., 136 F. R.
Detroit Vapor Stove Co., 131 841, 1905.
F. R. 853, 1904. 7 Benjamin Electric Mfg. Co.
65 Century Electric Co. ». West- . Dale Co., 158 I'. R. 617, 1907.
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will date from the completion of such a model or such a
drawing as is sufficiently plain to enable those skilled in
the art to understand the invention; % and patented in-
ventions always date at least as early as the dates of the
execution of the original applications therefor, provided the
original applications exhibit the inventions with the above-
mentioned extent of sufficiency.® In cases where a pat-
ented invention was explained in words, without the aid
of any model or any drawing, it will date from the com-
pletion of such a written description as would teach others
how to make and use the invention described. In cases
where the inventor makes a specimen of the thing invented,
before he makes any model, or drawing, or written de-
scription to represent that thing, the invention will date
from the completion of that specimen. Perfection is not
necessary to such a specimen in order to entitle it to such
an effect. Substantial completeness is enough.”® And
where the distinguishing characteristic of an invention,
consists of a composition of matter capable of consider-
able variations in its ingredient, the invention will
date from the time when the first of those variations
was reduced to successful practice.?!

No invention ought to date from any day wherein it

6 Loom Co. ». Higgins, 105
U. S. 594, 1881; Deering ». Har-
vester Works, 155 U. S. 208, 1894;
Heath 2. Hildreth, 1 McArthur’s
Patent Cases, 24, 1841; Perry o.
Cornell, 1 McArthur’'s Patent
Cases, 78, 1847; Farley ». Steam
Gauge Co., 1 McArthur’s Patent
Cases, 621, 1359; Hubel 2. Dick,
28 F. R. 139, 1886; Von Schmidt
v. Bowers, 80 F. R. 140, 1897;
Moline Plow Co. ». Rock Is-

land Plow Co., 212 F. R. 727,
1914

® Kearney 7. Railroad Co., 32
F. R. 322, 1887; National Ma-
chine Co. ». Brown, 36 F. R. 321,
1888.

¢ National Cash Register Co.
v. Store Service Co., 60 F. R. 603,
1804; Coffee . Guerrant, 68 O. G.
279, 1894.

7t American Sulphite Pulp Co.
v. Howland Falls Pulp Co., 80
I'. R. 401, 1897.
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had no existence or representation outside of the mind
of the inventor, no matter how clear or how complete
his mental conception of its character and mode of opera-
tion may have been. Mental conceptions are not useful
inventions until they are so embodied that the world
could use them after the deaths of the persons who con-
ceived them.”> To allow inventions to take date from
mental conceptions, would strongly tempt inventors to
commit perjury in order to appear to anticipate real an-
ticipations of their patents.

Whether an oral description given by the inventor to
another, of a sutiequently patented invention, can give
that invention a date earlier than that to which it would
otherwise be entitled, depends upon the nature of the in-
vention and the capacity of the hearer to understand it
and remember it. Where an invention is abstruse or is
complicated, and where it is not certaia that the hearer
understood 1t and has remembered it weil enough to com-
municate it to the world in case of the inventor’s death,
the invention ought not to date from such a description.’?
But where 1t 1s shown that the person to whom such an
oral description was given, understood it completely, and
has remembered it accurately, a patented invention may
date back to that oral description.”* In such cases it is

¢ Clark Thread Co. . Williman- Stephens ». Salisbury, 1 McAr-
tic Linen Co., 140 U. 8. 489, 1891; thur’s Patent Cases, 385, 1855;
Voightman ». Perkinson, 138 F. dill ». Dunklee, 1 McArthur's
R. 56, 1905; Killeen ». Buffalo Patent Cases, 483, 1857; David-
['urnace Co., 140 F. R. 33, 1905; son ». Lewis, 1 McArthur’s Patent
Corrington ». Westinghouse Air Cases, 599, 1858; McCormick
Brake Co., 178 I'. R. 711, 1910. Machine Co. v. Harvester Works,

3 Stephens 2. Salisbury, 1 Mc- 42 F. R. 153, 1890; Merrow .
Arthur’s Patent Cases, 385, 1835, Shoemaker, 59 F. R. 122, 1893;

74+ Philadelphia & Trenton R. R.  Westinghouse FElectric & Mfg.
v. Stimpson, 14 Peters, 448, 1840;  ('o. r. Roburts, 125 F. R. 6, 1903.
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not necessary that all the mechanical details shall be ex-
pressed in the disclosure or even have been thought out.?
'The reason for allowing a patented invention to date back
to an oral or a written description, or to a drawing or a
model, as the case may be, while an unpatented invention,
which is set up to negative the novelty of a patented in-
vention, is not allowed to date back to either of those
things, resides in the fact that those things are incipient
in their nature, and in the principle that an invention which
is ultimately developed and given to the world in a patent,
ought equitably to date from such an incipiency, while
the rights of a patentee ought not to beimpaired by a similar
incipiency which was never developed into a patent.”

When a patent is questioned in point of novelty, and
when that question depends upon the date of the invention
claimed in that patent, it is not material whether the event,
which constituted that invention, occurred in the United
States or in some other country.”

For a very complete discussion of the whole subject of
priority of date of invention as between two inventors,
see the opinion of Judge CoLT in Automatic Weighing
Machine Co. v. Pneumatic Scale Corporation.™

§ 71. Novelty is negatived by prior knowledge and use
in this country, by even a single person, of the thing pat-
ented.”? This rules applies even to cases where that knowl-

s Westinghouse Electric & 616, 1899; Badische Anilin &

Mfg. Co. ». Stanley Inst. Co.,
133 F. R. 167, 1904.

% Bowers 9. Von Schmidt, 63
F. R. 577, 1894.

7 Hanifen 2. E. H. Godshalk
Co., 78 F. R. 811, 1896; Hanifen
v. Price, 96 . R. 441, 1899; Wels-
bach Light Co. ». American In-
candescent Lamp Co., 98 F. R.

Soda Fabrik ». Klipstein & Co.,
125 F. R, 543, 1903.

8 Automatic Weighing Machine
Co. 7. Pneumatic Scale Corpora-
tion, 166 F. R. 288, 1909; Mec-
Creery Engineering Co. 2. Mass.
Fan Co, 195 F. R. 498, 1912,

7 Coffin 7. Gudden, 18 Wallace,
120, 1873; Brush ». Condit, 132
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edge and use were purposely kept secret; 8 aud it applies
no matter whether or not the prior structure was used.?!

In Gayler ». Wilder 2* the Supreme Court announced an
exception to this rule, but in a later case it intimated a de-
nial, or at least a doubt, of the validity of that exception.®
According to the opinion of a majority of the court in the
first case, a single instance of prior knowledge and use will
not negative novelty, if that use had ceased when the pat-
ent was granted, and that knowledge was forgotten until
called to mind by the reinvention. A recent case holds
that under the rule of Gayler ». Wilder the prior use
must be so far understood and practiced or persisted in
as to become an established fact, accessible to the public
and contributing definitely to the sum of human knowl-
cdge, and that the prior use must have been of an article
which was complete and capable of producing the result
accomplished by the patented article and not merely one
which by modification could be made to perform the same
function.®* The latter proposition is a reiteration of one
of the doctrines of Coffin ». Ogden.

This is the doctrine that novelty is not negatived by a
forgotten art, even if that art is remembered again by one
who formerly knew 1t, when his mind is prompted by new
knowledge of its reinvention by another. This doctrine is

U. S. 30, 1889; Toch v. Zibbell 82 Gayler v. Wilder, 10 Howard,
Damp Resisting Paint Co., 231 477, 1850.

F. R. 711, 1916. » Coffin ». Ogden, 18 Wallace,
t¢ Reed ». Cutter, 1 Story, 598, 125, 1873; for a further discussion
1841 of the doctrine and as to what is

31 Bedford ». Hunt, 1 Mason, meant by the word *“forgotten”
301, 1817; Rich ». Lippincott, 2 1n connection with 1t see Buser .
Fisher, 2, 1853; Imperial Brass Novelty Tufting Machine Co.,
Mig. Co, ». Nelson, 194 I'. R. 151 I, R. 478, 1907.

165, 1912, % Diamond Patent Co. 2. S. E.
Carr Co.,, 217 F. R. 400, 1914.
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applicable to a forgotten ‘‘art’’ or ‘‘process’’; because a
process 1s intangible and exists only while its constituent
acts are being performed. But the doctrine of lost or for-
gotten arts is not applicable to a machine or a manufac-
ture, which still exists in its entirety, and can be found
whenever 1t is diligently sought, and can be understood
whenever it is intelligently inspected. In Gayler v. Wilder,
the doctrine was applied to the use of gypsum in the
spaces between the walls of iron safes. But the doctrine
is not applicable to any composition of matter, which is
patentable independent of any environment, and which
still exists, and can be found and identified, when it is
sought and analyzed. Nor is the doctrine applicable to a
design, which may have remained forgotten and unseen
in a book 1n a library for many years, but which can be
found by regular searching, and can be appreciated when
it is found.

§ 72. Novelty is also negatived by evidence that even
one specimen of the thing patented, existed and was known
in this country prior to its invention by the patentee, even
though it was not used prior to that time.?> This rule re-
sults from the statute which provides that things, in order
to be patentable, must not have been known or used by
others in this country.’® If, however, the identity of the
patented and the prior article can be known only by actual
use, and if the prior article never was actually used till
after the date of the patented invention, then its prior
existence will not negative novelty.®” In that case though

% Corn-Planter Patent, 23 Wal- 239, 1897; see Lincoln Iron
lace, 220, 1874; Parker v. Fergu- Works ». M'Whirter Co., 142
son, 1 Blatch. 408, 1849; Pitts ». F. R. 967, 1905.

Wemple, 2 Fisher, 15, 1855; Stitt 8 Revised Statutes, Section
v. Raillroad Co., 22 F. R. 650, 4886.

1884; Universal Winding Co. ». 7 Sayles ». Railway Co., 4
Willimantie Linen Co., 82 F. R. Tisher, 588, 1871; Stitt ».
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its existence was known prior to the invention of the
patented thing, it was not known to be what the patented
thing afterward was. Knowledge, in order to negative
novelty, must include knowledge of the character, as well
as knowledge of the existence, of the prior thing.

§ 73. Negation of novelty is not averted by the fact that
the inventor had no knowledge of the anticipating matter
when he made the invention covered by the patent.®® The
patent laws donot reward people for producing things which,
though new to them, are old to others in this country.

§ 74. Negation of novelty in a machine is not averted by
the fact that the anticipating machine operated upon a dif-
ferent material.®® And negation of novelty in a manufact-
ure or a composition of matter, is not averted by the fact
that the anticipating substance was made by a different.
process, or derived from a different source, from that which
produced the patented substance; for it does not make an
old thing new to derive it from a new and unexpected
quarter ? or to make it by a new and improved method.

§ 75. Questions of novelty are questions of fact.*> This
point is very obvious, except in cases where the prior thing
_Is a patent or printed publication. In those cases it may
be supposed that questions of novelty are questions of law

Railroad Co.,, 22 F. R. 650, & Soda Fabnk, 111 U. 8. 311,
1884. 1883; Badische Anilin & Soda
88 Derby v. Thompson, 146 Fabrik v. Cummins, 4 Bann. &

U. S. 481, 1892; Many ». Sizer,
1 Fisher, 19, 1849; New Depar-
ture Bell Co. v. Bevin Bros. Mfg.
Co., 73 F. R. 476, 1896; Universal
Winding Co. #. Willimantic Linen
Co., 82 F. R. 240, 1897.

8 United States Peg Wood, S. &
L. B. Co. ». B. F. Sturtevant Co.,
122 F. R. 472, 1903.

% Cochrane ». Badische Anilin

Ard. 490, 1879.

%1 Cottle ». Krementz, 31 I. R.
42, 1887; Societe Fabriquer de
Produits Chimiques, etec., v. Geo.
Lueders & Co., 135 F. R. 102,
1904.

2 Battin ». Taggert, 17 How-
ard, 74, 1854; Turrill ». Railroad
Co., 1 Wallace, 491, 1863.
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arising on the construction of documents. The point has,
however, been settled by the Supreme Court, in a case in-
volving the consideration of a prior patent, and bearing
with equal logical force upon a prior printed publication.?
In that case it was held that the question whether the
novelty of a patent i1s negatived by a prior patent, depends
not upon the construction of the latter, but depends rather
upon the outward embodiment of the terms contained in
the latter document; and that such outward embodiment
is to be properly sought, like the explanation of latent am-
biguities arising from the description of external things, by
evidencein pais. The court accordingly indorsed the prop-
osition that such questions belong to the province of evi-
dence, and not to that of construction; and said that even
where no testimony is required to explain the terms of art
or the description contained in the respective documents,
the question is still to be treated as a question of fact.

§ 76. The burden of proof of a want of novelty rests
upon him who avers it, and every.reasonable doubt
should be resolved against him.** Novelty can only be
negatived by proof which puts the fact beyond a reason-
able doubt.?* But such proof can be made with less evi-

93 Bischoff . Wethered, 9 Wal- 2. Davis, 34 F. R. 785, 1888; How-

lace, 812, 1869.

91 Coffin v. Ogden, 18 Wallace,
120, 1873; Cantrell ». Wallick, 117
U. S. 696, 1885; Parham ». Ma-
chine Co., 4 Fisher, 482, 1871;
Webster Loom Co. ». Higgins, 4
Bann. & Ard. 88, 1879; Shirley ».
Sanderson, 8 F. R. 908, 1881;
Green 2. French, 11 F. R. 591,
1882: Duffy v. Reynolds, 24 I, R.
858, 1885; Dreyfus ». Schneider,
25 F. R. 481, 1885; Osborne ».
Glazier, 31 F. R. 404, 1887; Smith

ard v. Plow Works, 35 F. R. 745,
1888; Pacific Cable Ry. Co. 7.
Butte City Ry. Co., 55 F. R. 764,
1893; Kinnear & Gager Co. v.
Capital Sheet-Metal Co., 81 F. R.
492, 1897; Cleveland Foundry
Co. 7. Kauffman, 135 F. R. 360,
1905.

% Barbed Wire Patent, 143
U. S. 284, 1892; Wood 2. Mill Co.,
4 Fisher, 560, 1871; Hawes o.
Antisdel, 2 Bann. & Ard. 10, 1875;
Bignall ». Harvey, 5 Bann. & Ard.
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dence, where anticipation is probable, than where 1t is
less to be expected.®® And testimony of want of novelty
is not overthrown, by prtma facie improbability that has
been explained away; or by innocent errors on collateral
points; ® or even by impeaching a principal witness, if
his testimony is shown to be true by other evidence, which
his bad character could not vitiate.* The unsupported
oral testimony of one witness is seldom strong enough to
negative the novelty of the patent beyond a reasonable
doubt; 1® and the oral testimony of many witnesses, if
unsupported by any evidence consisting of documents
or things, must be very reasonable and very strong, in

order to negative novelty.™?

636, 1880; Worswick Mig. Co. v.
Buffalo, 20 ¥. R. 126, 1834;
Thayer ». Hart, 20 I'. R. 694,
1884 : Everest ¢, Oll Co., 20 . R.
849, 1884; American Bell Tele-
phone Co. ». Pcople’s Telephone
Co.,, 22 F. R. 313, 1884; Mec-
Donald ». Whitney, 24 F. R. 600,
1885; Jennings ». Kibbe, 24 I, RR.
698, 1885; Wetherell ». Keith,
27 F. R. 364, 1886; Hobbie .
Smith, 27 F. R. 659, 1886; Co-
hansey Mfg. Co. ». Wharton,
28 F. R. 191, 1886; American
Bell Telephone Co. ». Globe Tele-
phone Co., 31 F. R. 733, 1887,
Hunt Bros. Packing Co. ». Cas-
sidy, 53 F. R. 260, 1893; Dodge
r. Post, 76 F. R. 809, 1896; Na-~
tional Hollow Brake-Beam Co. .
Interchangeable Brake-Beam Co.,
106 1. R. 703, 1901; Young v.
Wolfe, 120 I. R. 959, 1903.

% Lee v. Upson & Hart Co,, 43

This rule of reasonable

I'. R. 670, 1890; Rochester Coach.
Lace Co. ». Schaefer, 46 F. R.
190, 1891; Moline Plow Co. ».
Parlin & Orendorfi Co., 81 F. R.
351, 1897.

9 Parlin & Orendorff Co. ». Mo-
line Plow Co., 89 F. R. 330, 1898;
Diamond Drill & Machine Co. ».
Kelly Bros., 120 F. R. 299, 1903.

¢ Simmonds ». Morrison, 44
F. R. 762, 1891.

% Olin . Timken, 155 U. S. 152,
1894; Timken ». QOlin, 37 F. R.
207, 1888.

10 Bowman ». DeGraw, 60
F. R. 911, 1894; Mast, Foos &
Co. ». Dempster Mill Mfg. Co.,
82 I. R. 332, 1897; Single Track
Overhead Ry. Mfg. Co. ». Roden,
98 I'. R. 619, 1895; Peters v. Union
Biscuit Co., 120 F. R. 683, 1903.

m Barbed Wire Patent, 143
U. S. 284, 1892; Deecring ». Haur-
vester Works, 155 U. S. 300, 1894 ;
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doubt applies where the question of novelty depends
upon the identity of the patented thing or process with
the alleged anticipation; as well as where that question
depends upon the existence or the priority of the latter.1?

Where an anticipating fact prior to the date of a patent
~ is proved beyond reasonable doubt, the burden is shifted to
the plaintiff to prove, by convincing preponderance of
evidence, that his invention was made still earlier than
that fact occurred; and if the plaintiff does not introduce
enough evidence to strongly outweigh whatever evidence
is introduced to the contrary, the patent must be held to
be void for want of novelty.103

The ‘‘reasonable doubt” rule is not however entirely
approved. In fact the degree of proof required to es-
tablish anticipation or prior invention is stated in such

American Roll Paper Co. v. Wes-
ton, 59 I, R. 150, 1893; Knicker-
bocker Co. ». Rogers, 61 F. R.
207, 1894; Pratt ». Sencenbaugh,
64 I. R. 781, 1893; Campbell
Printing-Press Co. ». Marden, 64
F. R. 785, 1894; Wickes ». Lock-
wood, 65 I, R. 611, 1895; Singer
Mfg. Co. ». Schenck, 68 F. R. 194,
1895; Rodwell ». V. F. Tuck-
farber Co., 127 F. R. 138, 1903;
Parker ». Stebler, 177 F. R. 210,
1910; Emerson & Norris Co. ».
Simpson Bros. Corporation, 202
I'. R. 747, 1913; Greenwald Bros.
v. LaVogue Petticoat Co., 226
I, R. 448, 1915.

102 Pittsburgh Reduction Co. v.
Aluminum Co., 55 F. R. 308,
1892; Simonds Rolling-Mach.
Co. v. Hathorn Mfg. Co., 93 I. R.
061, 1899.

103 Clark Thread Co. ». Wil-
limantic Linen Co., 140 U. S. 492,
1891; Caverly 2. Deere, 52 F. R.
760, 1892; Curtis ». Atlanta Street
Raillway Co., 56 F. R. 600, 1892;
Simmons 2. Standard Oil Co., 62
F. R. 930, 1894; Ecaubert ». Ap-
pleton, 67 F. R. 925, 1895; Brooks
v. Sacks, 81 IF. R. 405, 1897; Rog-
ers . Fitch, 81 F. IRR. 962, 1897;
Wheaton ». Kendall, 85 . R. 672,
1898; Westinghouse Electric &
Mfg. Co. ». Saranac Lake Electric
Light Co., 108 F. R. 222, 1901;
Westinghouse Electric & Mifg.
Co. ». Catskill Illuminating &
Power Co., 121 T. R. 832, 1903:
Sacks ». Kufferle, 127 F. R. 569,
1904; (beyond reasonable doubt)
Columbus Chain Co. ». Standard
Chain Co., 148 I*. R. 622, 1906;
New Ingland Motor Co. 2. B. F.
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various ways that it is useless to attempt to make a general
statement. It may be remarked that if the ‘““reasonable
doubt” rule is applied in its full sense as the phrase is
used in criminal law it has few parallels in civil jurispru-
dence. Some of the phrases used in defining the degree
of proof required are found in the note.!%¢

An exception to the ‘“reasonable doubt” rule has been
noted in the ninth circuit where the question of priority
of invention is at issue, and where at the time of issu-
ance of the patent in suit the defendant had an applica-
tion pending for the same invention and no interference

was declared. ¢

sturtevant Co., 150 F. R. 131,
1906; (if not with equal certainty,
then to the satisfuction of the
court) Consolidated Ry., ecte.,
('o. ». Adams & Westlake Co,,
161 I'. R. 343, 1908; lTorrey u.
Iancock, 184 F. R. 61, 1910.

101 (Full, unequivocal and con-
vineing) Westinghouse Elec. &
Mfg. Co. v. Stanley Inst. Co.,
133 ¥, R. 167, 1904: (proofs
which satisfy the court, 1b.);
(beyond reasonable doubt) Petti-
bone, etc., Co. v. Pennsylvania
Steel Co., 133 F. R. 730, 1904;
(strong and convinecing) Chisholn
r. Fleming, 133 F. R. 924, 1905;
(clear and satisfactory, no hard
and fast rule) Sipp Electric, etc.,
Co. v. Atwood-Morrisen Co., 142
F. R. 149, 1905; (beyond fair
doubt) Bradley ». Eccles, 144
F. R. 90, 1906; (exceptionally
clear and convincing) United

Shirt & Collar Co. v. Beattie, 149
F. R. 736, 1906; (beyond rea-
sonable doubt) Buser ». Novelty
Tufting Machine Co., 151 I, L.
478, 1907; (so clear and satisfac-
tory as to convince the court
beyond a reasonable doubt)
Parker ¢. Stebler, 177 F. R. 210,
1910; T. B. Wood’s Sons Co. @.
Valley Iron Works, 191 F. R.
196, 1911; DeLavel Separator Co.
p. Jowa Dairy Separator Co.,
194 F. R. 423, 1912; (clear, un-
equivocal and convincing) De-
Laski & Thropp, etc., Co. .
Fisk Rubber Co., 203 F. R. 986,
1913; (beyond a reasonable doul;t)
H. J. Heinz Co. v». Cohn, 207
I. R. 547, 1913; (a high degree of

< proof) Wright ». Brownlee, 212

F. R. 157, 1914; Drum ». Turner,
219 F. R. 188, 1914,

106 Wilson & Willard Mfg. Co.
. Bole, 227 F. R. 607, 1915.



CHAPTER 1V

UTILITY
77. Utility necessary to patent- work evil, and sometimes
ability. work good.
78. Utility is negatived by lack of 83. Functions thought by some
function. to be good, and by others to
79. Perfection not necessary to be bad.
utility. 84. Good functions in wrong
80. Beauty has utility. places.
81. Utility is negatived where 85. Doubts relevant to utility to
function is evil. be solved against infringers.

82. Functions which sometimes

§ 77. ThE useful arts are those that Congress is author-
ized by the Constitution to promote, and accordingly the
statute includes utility among the qualities which a proc-
ess or a thing must have in order to be patentable.! To
possess utility, a thing or a process must be capable of
producing a result, and that result must be a good result.
Both these elements inhere in the meaning of the word;
and they are so distinct as to require separate explanation.

Utility, whatever the term may have meant in connec-
tion with design patents, is not required under the pres-
ent law as an element of a design patent.2 And although
the present statute has dropped the specific provision
that a new shape or configuration given to an article
shall be patentable as a design, a design which consists
merely of a new and ornamental shape is still patentable

1 Revised Statutes, Section 32 Stat. 193; H. S. Earle Mfg. Co.
4886. v. Clark & Parsons Co., 154 F. R.
t Revised Statutes, Sec. 4929, 851, 1907.
as amended May 9, 1902, Ch, 783,

97
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as such.® And although the word useful has also been
dropped from the statute it is not necessary that the thing
to be patented shall have been made for the sole purpose of
ornament.*

§ 78. Utility is absent from all processes and devices
which cannot be used to perform their specified functions,
and patents for such subjects are therefore void.? This
rule applies even to cases in which, by simply adding new
elements to useless contrivances, highly useful inventions
are produced.

In Burrall ». Jewett,? the patent covered the eylinder of
a threshing-machine, having rows of teeth inserted in its
convex surface and revolving within a barrel which had no
teeth. The contrivance was confessedly useless. After
the patent for it was granted, the patentee, or some other
person, by simply inserting rows of teeth in the concave
surface of the barrel, produced the successful threshing-
machine, which has everywhere succeeded the ancient
flail. The law applicable to these facts was stated by
Chancellor WaLworTH in the following terms: ‘‘The
patent is void if the machine will not answer the purpose
for which 1t was intended, without some addition, adjust-
ment, or alteration, which the mechanie who is to con-
struct it must introduce of his own invention, and which
had not been invented or discovered by the patentee at the
time his patent was issued.”

In Bliss v. Brooklyn 7 the patent covered a certain hose-

3 Theodore W. Foster & Bro. 522, 1873; Rowe ». Blanchard, 18
Co. ». Tilden-Thurber Co., 200 Wisconsin, 465, 1864; Carter Ma-
F. R. 54, 1912, chine Co. ». Hanes, 70 F. R. 864,

+ Mygatt ». Schaffer, 218 F, R.  1895.

827, 1914; Ashley ». Weeks- ¢ Burrall ». Jewett, 2 Paige, 143,
Numan Co., 220 F. R. 899, 1915. 1830.

s Coupe 2. Royer, 155 U. 8. 574, 7 Bliss ». Brooklyn, 10 Blatch.
1895; Bhiss ». Brooklyn, 10 Blatch. 522, 1883.
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coupling. The contrivance was worthless, because it
prover on trial to be inoperative. The subsequent ad-
dition «f a lug to one of its parts, transferred the coupling
into a useful invention. Judge BENEDIcT nevertheless
held the patent to be invalid for want of utility.

§ 79. If, however, an invention performs a good func-
tion, though but imperfectly, its utility is not negatived
by the fact that it is susceptible of improvement, which
will make it operate much better,® nor by the fact that
some prior inveniion performed the same funetion quite
as well,® or even performed it with superior excellence.®
Nor is utility negatived by later inventions which are so
much superior to the patented process or thing, that they
entirely superseded the use of the latter.!! Indeed, pat-
ents are never held to be void for want of utility, merely
because the things covered by them perform their func-
tions but poorly.!? In such cases no harm results to the
public from the exclusive right, because few will use the
invention, and because those who do use it without per-
mission, will seldom or never be obliged to pay for that
use, anything beyond the small beneﬁt they may really
have realized therefrom.!®

§ 80. Utility in a manufacture, is not negatived by the
fact that it has no function except to decorate the object to

8 Wheeler 2. Reaper Co., 10
Blatch. 189, 1872; Mergenthaler
Co. v. Press Pub. Co., 57 F. R.
505, 1893; Crown Cork & Seal Co.
». Aluminum Stopper Co., 108
F. R. 848, 1901.

? Seymour ». Osborne, 11 Wal-
lace, 516, 1870; Shaw ». Lead Co.,
11 F. R. 715, 1882,

10 Bell ». Daniels, 1 Fisher, 375,
1858.

1t Railway Co. ». Sayles, 97
U. S. 959, 1878; Poppenhusen o.
Comb Co., 2 Fisher, 72, 1858;
McComb ». Ernest, 1 Woods, 203,
1871.

12 Vance v. Campbell, 1 Fisher,
485, 1859; Conover ». Roach, 4
Fisher, 16, 1857.

13 Gibbs v. Hoefner, 19 F. R.
324, 1884.
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which 1t 1s designed to be attached.!! In such case utility
resides in beauty. Whatever is beautiful is useful, because
beauty gives pleasure, and pleasure is a kind of happiness,
and happiness is a kind of utility.

§ 81. Utility is negatived if the function performed by
an invention 1s injurious to the morals, the health, or the
zood order of society."” An invention to improve the art
of forgery, or one to facilitate the spread of a contagious
disease, or one to render air or water mtoxicating, would
of course be unpatentable for want of utility. The more
completely such an invention could perform its function,
the more objectionable it would be in this respect. But
atility is not negatived by the fact that the article covered
by a patent is an imitation of a natural substance,!® except
where the imitation is a fraudulent counterfeit.?

§ 82. An importan? question relevant to utility in this
aspect, may hereafter arise and call for judicial decision.
It is perhaps true, for example, that the invention of
Colt’s revolver was injurious to the morals, and irjurious
to the health, and injurious to the good order of society.
That instrument of death may have been injurious to
morals, in tending to tempt and to promote the gratifica-
tion of private revenge. It may have been injurious to
health, in that it is very liable to accidental discharge, and
to thereby cause wounds, and even homicide. It may also
have been injurious to good order, especially in the newer
" parts of the country, because it facilitates and increases
private warfare among frontiersmen. On the other hand,

14 Magic Ruffle Co. v. Douglas, 902, 1897; Schultze ». Holtz, 82
2 Fisher, 330, 1863. F. R. 448, 1897.

18 Bedford ». Hunt, 1 Mason, 16 In re Corbin and Martlett, 1
301, 1817; National Device Co. v. McArthur’s Patent Cases, 521,
Lloyd, 40 F. R. 89, 1889; Reliance  1857.

Novelty Co. ». Dworzck, 80 F. R. 17 Rickard ¢. DuBon, 103 F. R.
868, 1900.
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the revolver, by furnishing a ready means of self-defense,
may sometimes have prompted morals and health and
good order. By what tests, therefore, is utility to be
determined in such cases? Is it to be done by balancing
the good functions with the evil functions? Or is every-
thing useful within the meaning of the law, if it is used,
or is designed and adapted to be used, to accomplish a
good result, though in fact it 1s oftener used, or is as well
or even better adapted to be used, to accomplish a bad one?
Or is utility negatived by the mere fact that the thing in
question 1s sometimes injurious to morals, or to health,
or to good order? The third hypothesis cannot stand,
because if it could, it would be fatal to patents for steam-
engines, dynamos, electric railroads, and indeed many of
the noblest inventions of the nineteenth century. The
first hypothesis cannot stand, because if it could it would
make the validity of the patents to depend on a question
of fact, to which it would often be impossible to give a
reliable answer. The second hypothesis is the only one
which 1s consistent with the reason of the case, and with
the practical construction which the courts have given to
the statutory requirement of utility.®

§ 83. Another question revelant to utility of function
will sooner or later demand the attention of counsel and of
courts. .\ particular invention may invariably perform
one specific funetion, which function is deemed good in
some quarters, and in other quarters is thought to be bad.
The function performed by a newly invented smoking-
pipe, would be thought by many persons to be only evil,
and that continually: would be deemed by many moral-
ists to be injurious to the morals, and by many physi-
cians to be injurious to the health of the people. On the

18 Fuller ». Berger, 120 F. R. Novelty Co., 230 F. R. 463,
275, 1903; Mills » Industry 1916.
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other hand, there are many other persons who would re-
gard such an invention as truly useful. Personal opinion
cannot control the decision of such a question, for if it
could there would be no stability to the jurisprudence of
the subject. Nor ought former custom to be the eriterion,
for if it were, each age would be hampered by a prior and
lower civilization. It seeins, therefore, that in such cases
of divided personal opinion on ethical questions, the only
criterion of deecision is the average public sentiment of
the time when such a question arises.”? Accordingly, the
courts at present uphold patents which relate to tobacco,
and will probably always sustain the utility of inventions
which perform funciions that average public sentiment
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