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claimer as to any part of the invention of the use of the hot-air blast
which was covered by Neilson's patent. The specification expressly
says :—* I take the whole of the invention already well known to the
public, and I combine it with something else”’ It was further argued
that, in point of law, no patent can be taken out which includes the
subject-matter of a patent still running and in force: No authority
was cited to support this position; and the case (Lewis v. Davis,
3 C. & P. 502) in which Lord Tenterden held, that where an action
wus brought for an infringement of improvements in a former patent
granted to another person, and still in force, the plaintiff must pro-
duce the former patent and specification at the trial, affords a strong
inference that the second patent was good. The casealso of Harmer
v. Playne (11 East, 101) is a clear authority to the same point ; and
upon reason and principle there appears to be no objection. We
think that judgment must be given for the plaintiff.

Cro¥1s agawnst PEach, A.p. 1836. 2 Hodge R. 110.

Ingpection.

CASE for the infringement of a patent for making lace by
machinery. Rule, to compel the production of a specimen of lace
made by the patent machine, refused by the Court of Common Pleas.
(Tindal, C.J., Park, Vaughan, Bosanquet, JJ.)

Per Tinpar, C.J.—The object of this application is to ascertain
the evidence which the plaintiffs will produce at the trial. The
defendants may plead that the invention is not new, if that is the
fact. The specification gives the necessary information.

CrorL against EpGE, A.n, 1847-50. 9 C.B. 479.
Variance between the T'itle and Specification.

CASE for the infringement of a patent of 7th Mairck, 1844, No.
10,096, to A. A. Croll and W. Richards, for ¢improvements in the
manufacture of gas for the purpose of illumination, and in apparatus
used when transmitting and measuring gas’ Pleas: 2. Non con~
cessit. 4. That the specification was insufficient. 6. That the
invention specified was another and a different invention from that
for which the patent was granted, whereby the patent became void.
7. That the invention was not an improvement in the manufacture
of gas. Issue.

The patent related to improved methods :—(1) of manufacturing
gas; (2) of setting and beating retorts; (3) of making retorts by
pressing clay into moulds ; (4) of measuring gas.

At the trial, it appeared that the specification as enrolled recited
a patent for ¢ improvements in the mannfacture of gas for the purpose
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of illumination, and in apparatus used therein and when transmittingy .
and measuring gas;’ and it was contended, on behalf of the defendant,"
that the insertion’ of the words ¢ therein and’ extended Bubatantially -
the grant of the Crown, whereby the patent was rendered wvgid;
Verdict for defendant on 4th, 6th, and 7th issues ; the jury dischax ged"
as to the other issues. Leave reserved.

Rule nisi to enter a verdict for plamt.lﬁ' dlscharged by the Court
of Common Pleas.

Per Mavutg, J.—The patent was properly deseribed in the decla..
ration as a patent for ¢ improvements in the manufacture of gas for
the purpose of illumination, and in the apparatus used when trans-
mitting and measuring gas.’ A specification was enrolled, reciting
the grant of a patent, with the additional words ¢ therein and,’ inter-
polated between ¢used’ and ¢when.’ The insertion 18 slight as to
the number of words, but it adds most materially to the meaning of
the sentence, and extends substantially the grant of the Crown.
The title did not profess to comprehend improvements in any appa-
ratus used in making gas. The patentees, in representing to the
Crown the nature of the invention which they had discovered, did net
give the Crown notice that they claimed the exclusive use of any ap-
paratus for making gas. When the body of the specification is looked
at, one main part of the patentees’ claim consists of what may be,
and probably is, a new mode of manufacturing clay retorts—an ap-
paratus used in the manufacture, and not in the transmitting and
measuring of gas. No patent at all has been granted to them for that.
It seems to us that they have specified for a more extensive and a
different patent from that which was granted to them. We therefore
think the specification insufficient, and that the objection properly
arises on the 6th plea. Probably, non concessii, or the 4th plea,

would equally raise the defence.

CroxMrrON against IBBoTsoN, A.n. 1828, Dan. & L. 33.
Specification bad for mrsleading.

CASE for the infringement of a patent of 1st Nov. 1820, No. 4,509,
to T. B. Crompton, for ‘improvements in drying and finishing
paper.’ The specification stated :—¢ My invention consists in con-
ducting paper by means of a cloth against a heated cylinder, which
cloth may be of any switable material, but I prefer it to be made of

linen warp and woollen weft.’

At the trial, one of plaintiff’s witnesses admitted that as to the
conducting medium he had tried several things, but he was not aware
that anything would answer the purpose except the material which
the patentee said ¢he preferred.,” BayLEy, J. nonsuited plaintiff.
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Rule nisi to set aside the nonsuit refused by the Court of King’s
Bench. -

Per Lorp TENTERDEN, C.J.—The patent was obtained for the-
discovery of a proper conducting medium. The plaintiff found after:
repeated trials that nothing would serve the purpose except the cloth
described in his specification, yet he says that the cloth may be of
any suitable material, and merely that he prefers the particular kind
there mentioned. Other persons, misled by the specification, may
be induced to make experiments which the patentee knows-must
fail ; the public therefore has not the full and entire benefit of the
invention—the only ground on which the patent is obtained. In
Turner v. Winter (1 T. R. 602) a patent was held void on the
ground of an ambiguity in the specification like the present.

CROSSKILL agaimst Evory, A.p. 1848. 10 L.T. 459.
Practice tn Patent Suits. Separate proceedings against Infringers.

Suit to restrain from infringing a patent of 8th Sepi. 1841, No.
0,082, to W. Crosskill, for improvements in machinery for rolling
and crushing land. It appeared that plaintiff had already brought
two separate actions against infringers, and had in each case esta-
blished the validity of his patent. Lorp l.aANgpALE, M.R. nevertheless
ordered an action at law, saying that he did not think he could hind
the defendant by proceedings which had taken place between the
plaintiff and other parties. |

CROSSLEY against BEVERLEY, A.D. 1829, 3 Car. & P. 513;
1 Russ. & M. 166 n.; 1 Webs. Pat. Ca. 106.

Validity of Patent where Imnprovements are mude before spectfying, Sufficiency of
Spectfication, Latent of Protection by Injunclion.

CASE for the infringement of a patent of 9th Dec. 1815, No.
3,968, to S. Clegg, for an ¢improved gas apparatus.”’ Plea: Not
gullty. Issue.

" The patent related to apparatus for ¢ extracting inflammable gas
by heat from pit coal, tar, or other substance from which gas or
gases capable of being employed for illumination can be extracted by
heat. It also related to a water-meter for measuring the supply of
gas, The meter was formed of a hollow wheel, divided into cham-
bers, and partly imamersed in water. The flow of gas filled one
chamber while another was being emptied, and caused the wheel to
rotate on its axis, so as to record and measure the quantity of gas
which passed through the apparatus.

. At the trial, it appeared that gas could not be made from oil by
the plaintiff’s apparatus, although oil would produce an inflammable
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gas., The inventor, Mr. Clegg, was called, and stated that he haq
invented some of the mechanical parts which were described in the:
specification at times subsequent to the date of the patent, but that
during this interval he had in his mind a general idea of the whole
apparatus. It was objected that the gas-making apparatus was in-
complete for want of a condenser.

Lorp Tr~rtERDEN, C.J. said :—In reading this specification it ig
clear that the words ‘other substance’ coupled with the words ¢ pit
coal and tar,” mean other substance ejusdem generis. One must up.
derstand this person to speak of things which were known and used
at the time. He ceuld not possibly mean oil gas; it had never been
used because of the great expense. A workman who was capable of
making a gas apparatus would know that he must put in a con-
denser. The specification does not tell you to leave 1t out. There
is nothing in that. Verdict for plaintiff.

Rule for a new trial, on the ground that the specification was for
an invention differing from that for which the patent was granted,
refused by the Court of King’s Bench. (lord Tenterden, C.J.,
Bayley, Littledale, JJ.)

Per Lorp TenNterpEN, C.J.—It appears that the person’s mind
was directed to the invention, and that in the interval between
the taking out of the patent and the enrolling of the specification
he perfects it in some of the mechanical parts. The question is, Will
that make his patent void ? No case has so decided, and 1t would be
a very great hardship if it were so. Indeed, I do not see why any
time is allowed to the inventor to prepare his specification, unless it
be to allow him to mature the mechanical parts of the invention.

Per BayiLey, J.—It is not only the duty of the inventor to state
what he knew at the time of the patent, but the public have a right
to be put in possession of all that he knows at the time of ihe speciti-
cation.

(1 Russ. & M. 166, 7.) Suit torestrain from infringing the same
patent. It appeared that the patent was about to expire, and that
defendant had accumulated a large stock of patented gas-meters,
ready to be thrown on the market as soon as the monopoly was at an
end. Lorp LyNprURsT, I..C. granted an injunction to restrain the
sale of such meters both before and after the term limited by the
grant of the patent.

CrossLEY against THE DERBY Gas CoMPANy, A.p. 1829-38.
4 L.J.Ch. 25; 3 Myl. & Cr. 428.
Practice in Patent Swits. Luvtent of Drotection granted to a Patentee.

Suit to restrain from infringing the same patent. It appeared
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that the bill was filed on 28th Now. 1829, and that the patent ex-
pired on 9th Dec. 1829, Injunction granted by the Vice-Chancellor,
who directed the account to be carried back for six years from the
date of filing the bill. On appeal, decree affirmed with costs.

Per Lorp BroueuadM, L.C.—It was objected that the Court
would not interfere just on the eve of the expiration of a patent and
grant an injusction which would only last a week. The point has
never yet been decided ; but I am of opinion that the Court wounld in-
terfere, even after a patent has expired, to restrain the sale of articles
manufactured previous to its expiration, in infringement of a patent
right ; and that a party would not be allowed to prepare for the
espiration of a patent by illegally manufacturing articles, and
immediately after its expiration to deluge the market with the pro-
duce of his piracy; thus reaping the reward of his improbous labour.
The Court would, I say, in such a case restrain him from selling
them even after the expiration of the patent.

The report in Myl. & Cr. refers to matters of computation in
carrying out the order of the Court.

CrossLEY and OTHERS against PorTeEr and oTHeRs, a.n. 1853.
Macrory’s Pat. Ca. 240.

Subject-matter of a Patent. Sufficiency of Spectfication. Parol Evidence of
Latentee.

CASE for the infringement of a patent of 28th Dec. 1842, No.
9,573, to T. Thompson, for ¢improvements in weaving figured
fabrics.” Plea 3. That the specification was insufficient. Issue.

The patent related to apparatus for inserting and withdrawing the
wires used in weaving terry fabrics. The specification stated :—¢ The
operation will be better understood by reference to the accompanying
diawings, which represent parts of « loom for weaving coach luce.
It then described the mechanism as applied to weaving coach lace,
and went on to say, ‘I do not intend to confine myself to narrow
gnods only, as this improved means of weaving may also be adapted
to the production of carpets.’ Clavm (in substance): The weaving
of terry fabrics by means of tags or wires attached to moveable
arms, such arms being shifted at intervals and made to introduce

and withdraw the wires.
At the trial, it appeared that a loom, made as specified, could

not be adapted for the weaving of carpets by a mere widening of the
parts; also, that a carpet loom made by plaintiffs according to the
patent had certain parts (alleged to be well known) added thereto,
in order to make it available for carpet weaving. At the close of
plaintiffs’ case, Porrock, C.B. was of opinion that the action was not
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maintainable, if, upon the evidence as it then stood, the jury should
find that the invention, as specified, was not capable of coming into
practical use for the weaving of carpets. To guide the jury the
learned judge proceeded to discuss this evidence, observing :~—¢ The
truth appears to me to be this, that tihe patent 1s very much like
what has often been attempted, viz., to take out a patent for a prin.
ciple, which the law will not allow. Any man who takes out 3
patent must take it for a manufacture. It is very true that patents
are continually taken out for what are called methods or processes;
but the real object of the patent, the real end that is secured by the
statute, the matter that is alone mentioned in it capable of being
made the subject of a patent, is a new manufacture ; and everybody
who takes out a patent under the name of a process, really takes it
out for that which is the result of the process, for the thing that is
manufactured, or the process by which it is produced. Whatever
principle you have invented or applied, you must have it erabodied
in some machine or manufacture distinctly, in order that other
ingenious and enterprising members of the community may dis-
tinctly know what it is they are prohibited from doing. This patent
is taken out for the making of coach lace, carpets, and velvets of all
sorts, and it must be competent to do all and every part of that
work by the means stated in the specification ; otherwise the patent
1s not good.

¢ A patent for an invention which is merely to obstruct every
subsequent improvement, which is to step in and prevent the exer-
cise of the ingenuity of mankind and the introduction of other
inventions adapted to the particular subject to which the invention
may be applicable, cannot, in my judgment, be supported.’

The jury consulted together, but did not agree, and the case
proceeded.

The patentee then was examined, and was asked what the inven-
tion was for which he had taken out a patent. Question objected to;
but the learned judge ruled that it was admissible, and said :—*¢ The
specification shows the invention that is specified, but there must
be some mode of getting at the fact of what the invention really
was., The specification cannot be conclusive evidence when it may
be fraudulently prepared.” It then appeared that Thompson was the
inventor of a loom for weaving coach lace, and knew nothing about
carpet weaving., Before speeifying, he sold the patent to other parties,
who drew the specification, and described the machinery as being
applicable to the weaving of carpets as well as of coach lace.

Porrock, C.B. directed the jury:—The direction I shall give
you is simply that, if yon believe the evidence of Mr. Thompson,
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-your verdict should be for the defendants, who have merely used in
carpet weaving something like what is described in the specification.
In my mind the safest course for patentees to adopt in framing their
specifications is, instead of including everything, to confine them-
gelves specifically to one good thing; and a jury will always take care
that, if 1t be a real invention, no man, under colour of improvement,
shall be allowed to interfere with that which is the offspring of their

genius. Verdict for defendants.

CROSSLEY against STEWART, A.D. 1863. 1 N.R. 426.
Practice in Patent Sutts, LDiscovery,

Suit to restrain from infringing a patent for the manufacture of
looms. Plaintiffs interrogated defendant as to the sums of money
received by the sale of looms made in infringement of the patent,
and required discovery as to the names and addresses of the persons
to whom such looms had been sold. It appeared by the answer that
looms had been sold to persons residing at Leipsic, but no informa-
tion was given as to their names and addresses. The answer being
excepted to, Woop, V.C. said that the answer sought might lead
to important discoveries by the plaintiffs in regard to the infringe-
ment of their patent. The interrogatory must be answered, except,
of course, as to looms manufactured in foreign countries, and sold to
persons residing there.

CrossLeY and orTHERS (Appellants) against DixoN (Respondent).

A.D. 1863. 10 H.L. Ca. 293.
Listoppel of Licensee,

Suit to restrain from infringing certain patents. Appeal from
an order of the Lords Justices. If appeared that respondent agreed
verbally with appellants to be supplied by them with carpet looms
constructed according to certain patents of which they were owners,
and to pay royalties for the use of the inventions incorporated
therein. Respondent afterwards used other carpet looms, upon
which appellants claimed a royalty as embodying the patent inven-
tions; and this user constituted the infringement complained of.
Respondent denied—( 1) that the agreement amounted to a licence
(2) that the patents were valid; (3) that there had been any
niringement. Woop, V.C. made a decree in favour of appellants,
directing an inquiry only on the question of infringement. The
Lords Justices retained the decree, but ordered the appeal to stand
over till after appellants had brought ¢any action they might be
advised.,” On appeal to the House of Lords, the decree of the Vice-
Chancellor was affirmed, with a verbal alteration limiting the
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declaration under that decree, and the order of the Lords Justices
was discharged, with costs.

Per Lonrp WEestBURY, L.C.—The agreement subsists at the pre-
sent moment, and the respondent is using the machines which he go
hought, and is recognising his relation as licensee of the appellants

by paying the appellants the royalty, a payment that can be attri-
buted to nothing but the patent rights, in respect of which these

machines have been constructed.
Now the first contention on the part of the respondent is this,

that, notwithstanding that relation continues, he is at liberty to
deny the title of the appellants to the ownership of the inventions

‘for the use of which he is thus paying a royalty. We are all very
well aware that that is a proposition inconsistent-with the law, as it

would be equally “heonsistent with the ordinary reason and good sense
of mankind. But then it appears that the respondent has obtained
from a different quarter other machines which are apparently,
according to the evidence, identical in construction and principle
with the machines supplied to him by the appellants; and in respect
of the user of these latter machines, it is contended, on the part of
the respondent, that he 1s at liberty to affirm that those machines
are no invasion of the plaintiff’s patent—(1) because he denies the
validity of the patent; (2) because he affirms that the machines are
different in construction and principle from the machines so made

and supplied to him by the appellants. Now, my Lords, assuming
that the second set of machines is identical in construction with the

first, it would be impossible to hold that the obligation not to deny
the appellants’ patent right would not extend to the second set of
machines so long as he continues to use the first set of machines,

which is the fact at present. That is equally a question of law, and

a question of ordinary priunciple.
The whole decree of the Vice-Chancellor is of course founded

upon the continuance of the existing relation of licensor and licensee;
for it is an idle distinction which is attempted to be set up by the
respondent that he made an agreement and did not take a licence.
But that licence being the foundation of the claim, and being of
course determinable by the respondent at pleasure, I would submit
that this general declaration ought to have been qualified by the
introduction, after the words ¢ the defendant is not entitled, of some
such words as these, ¢whilst he continues to use the machines
bought of the plaintiffs under the agreement, or during the continu-
ance of the agreement between the defendant and the plaintiffs.
But that alteration ought not,as I humbly submit to your Lordships,

to affect, the question of costs.
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CorTIS and OTHERS against Currs, a.p. 1839. 8 L.J. Ch. 184;}

2 Coop. Ch, Ca. 60.
Practice in Patent Suits where Enjoyment of Patent s not exclusive,

Suit to restrain from infringing a patent for making wire cards.
Ex parte injunction granted by the Vice-Chaacellor, who declined,
on the coming in of the answer, to dissolve the injunction. The
answer denied the novelty of the invention and the enjoyment under
the patent, which had been in force for nearly fourteen years, but
admitted the infringement, and alleged that the specification was
imperfect and fraudulent. On appeal, injunction dissolved, with
liberty to bring an action.

Lonrp CorrenmaM, L.C. said:—The bill does not state such a
case as to justify the granting of an injunction. The answer disputes
the validity of the letters patent, and states that the alleged inven-
tion is not new, and that the specification is imperfectly set forth ;
on the other hand, the plaintiffs contend that there has been a long
possession and enjoyment under the patent.

This Court gives credit, no doubt, to long enjoyment under
letters patent, until it is proved that they are bad; but then there
must be not only enjoyment, but exclusive enjoyment under them.
(Hill v. Thompson, 3 Meriv. 622.) The allegations in the answer
negative the exclusive enjoyment claimed by the plaintiffs. I think
the right course is not to restrain the defendant, but to give the
plaintiffs the opportunity to try the question at law.

The report in Coop. Ch. Ca. is the following:—*¢The rule upon
which the Court acts in granting an injunction where the validity of
the patent alone is disputed, requires not merely that there shall
have been possession and enjoyment under the patent, but that such
possession and enjoyment shall have been undisturbed and exclusive.
Here the answer negatives an exclusive possession of the privilege to
make the machines. It states that since the patent was granted,
persons not claiming under the patent have manufactured machines
upon the principle sought to be protected by it. There is an end,
therefore, of the case of exclusive possession and enjoyment.’

CurTis against PLATT, A.D.1863. 8 L.T. N.S. 667 33 L.J. C.P.255;
11 L.T. N.S. 245; 35 L.J. Ch. 852; I.R. 1 H.L. 837.

Sufficiency of Particulars of Oljections. Practice as to Cosis where an Action 13
abandoned, Evidence of Infringement. Mechanical Equivalents.

Suit to restrain from infringing a patent of 10th Nov. 1854, No.
2,393, to J. Wain, for improvements in ¢mules.” The particulars
of objection alleged—(1) prior user of the invention by certain
specified persons, and by others who were not speecified; (2) prior

H
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user by thirteen persons or firms, from 4.p. 1825 downwards, giving
merely the places of residence of the persons referred to; (3) prior
publication in books, &e., with a general reference.

"Woop, V.C. ordered defendant to furnish better particulars under
the second and third heads only, and said that as to the first point,
the Court would know perfectly well how to protect the plaintiff
froin the effect of a surprise. As to the second point, he was quite
clear that the particulars ought to be amended. The object of having
these statements reciprocally furnished by the parties, was that each
might know what were the particular instances of breach, or of prior
user, or publication, on which the other intended fo rely. He felt
sure that in this case the defendants would be able to give with more
precision the date of user and the place of use of the machines to
which they referred, and so far as these facts were concerned, they
were bound to give the plaintiff all the information they themselves
had. On the third point, they must, instead of giving a general
reference, state the particular work or document, and the volume of
that work in which the alleged prior publication was to be found.
Costs to be costs in the cause.

(33 L.J. C.P. 255.) The report refers to the allowance of costs
in preparing for the trial of an action for infringement of the same
patent, where plaintiff discontinued before issue joined, and without
having given notice of trial. The master, in taxing defendant his
custs, refused to allow such as were incurred in preparing for trial.

Rule nisi for the master to review his taxation, discharged by the
Court of Common Pleas. (Willes, Byles, Keating, JJ.)

(11 L.T. N.5. 245.) The report carries on the history of the suit.
The patent related to improvements applicable to mules constructed
according to a patent of 12th QOct. 1849, No. 12,805, to R. Lakin
and W. H. Rhodes, and the object of the invention was to effect
certain changes in the action of the mule without the intervention of
an eccentric boss, and rods and levers, as deseribed in the patent of
Lalin and Rhodes, The specification described the apparatus by
reference to drawings, and showed a solid shaft, running completely
through a hollow shaft, called a change shaft, on which were cams
intended to be rotated at certain periods. The solid shaft was
the driver, and at the extreme end of it was placed a catch or clutch-
box made in two halves, one half being attached to a spiral spring,
and capable of sliding along the solid shaft but revolving with it,
the other half being keyed to the hollow shaft. The action of the
spring brought the two halves together, and the hollow or cam shatt

would thereby rotate until they were separated. The intervals of
separation or rest were produced by the pressure of a sliding pin,
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moving in a hole bored through the boss of one half of the clutch-
box, and sufficiently long to disengage the driving half when pushed
against it. A dise or plate at the back of the driven half of the
clutch-box was provide¢ with two projecting circular inclines,
intended to press the loose pin sufficiently to liberate the clutch-box.
This plate had a large opening or slot in the centre to admit the
hollow shaft, and could be moved vertically up and down through a
small space by the action of a lever arm. The pin was shown in the
drawing as resting on the lower incline, and foreing the clutch-box
out of gear. The motion of the carriage then depressed the plate,
and the pin fell off the incline, whereby the spring brought the two
halves of the clutch-box together, and the cam shaft rotated, until
the pin came upon the upper incline, and brought it to rest. After
an interval the lever raised the plate, and the action was renewed.

Claims: 1. The novel construction, combination, and applica-
tion of mechanism, as hereinbefore described, whereby one half of the
clutch-box, hereinbefore and in the said specification of Lakin and
Rhodes deseribed, 0r any mechanical equivalent therefor, is connected
with and acts upon cams for effecting changes in the action of the
mule, direct, and without the intervention of such eccentric boss, and
rods, levers, or other mechanical agents combined therewith, as are
described by Lakin and Rhodes, in their said specification.

2. The arrangement and combination of the lever deseribed, and
the parts connected therewith, for causing the caich box to be put
into gear, and also the means or mode deseribed of giving motion to
the change shaft.

It should be noted that the mechanism of the clutch-box, and of
an incline with a pin for disengaging its two halves, was part of the
patent of Lakin and Rhodes, whose specification showed the change
shaft, on which were fitted two balves of a clutch-box., To the half
which revolved loose an eccentric boss was fixed, and there was a
sliding pin passing through the boss. During the revolution of the
clutch-box this pin was brought against a fixed incline, and was
forced outwards against the driving half of the clutch-box so as to
press it away from engagement with the other half.

The alleged infringement consisted in the use of machinery con-
structed according to a patent of 13th April, 1860, No. 922, to J.
Platt, for a method of giving intermittent motion to the cam shaft
of mules. In this apparatus one half of a cluteh-box rode loose upon
the cam shaft, and the other half was capable of sliding on the shaft,
but revolved with it. To this latter half was affixed a plate, having
upon its face a number of recesses {four being shown), which gave
the required changes. At the end of each recess was an incline. A

u 2
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pin at one end of the arm of a rocking lever actuated by a tumbler, -
entered the recess, and ran up the incline as the shaft rotated. Ope -
half of the clutch-box was pressed against the other half by a spiral
spring, which held the two parts togetuer until the pin came upon the
incline and separated them by the pressure caused thereby. The
cam shaft then stopped in a definite position, determined by the end
of the recess, and did not rotate again until the action of the tumbler
withdrew the pin and allowed it to fall into the next recess, and to
set up another period of rotation.

At the trial, before Woon, V.C. without a jury, his Honour found
on the fifth issue-—viz. whether defendant had infringed the patent of
Wain—in favour of defendant, and on the remaining four issues as to
the validity of the patent in favour of plaintiff. The cause came before
the Lord Chancellor on motion by plaintiff, to alter the finding on the
fifth issue, or for a new trial, with cross motion by the defendant as
to the remaining issues. Decree affirmed; appeal dismissed with
costs 3 cross appeal, by consent, dismissed without costs.

Fer Lorp Wiestsury, L.C. — For the efficient agency of this
machine (@ mule) it has been found necessary that there should be a
shaft with cams upon it, and it has also been found necessary that
there should be some means of arresting the shaft, staying the shaft
once or twice, or even four times, during a single rotation, thereby
producing breaks or pauses for spaces of time in the rotatory motion
of the shaft. These pauses or breaks have been at various fimes
attempted to be produced in various ways. Mr. Roberis had one
mode, namely, by the operation of a wheel with spaces. That prov-
ing not adequate to the end, another mode was discovered of breaking
the rotatory motion, producing pauses in the rotation by the operation
of a clutch-box. The application of that to the shaft was made, as
far as I am informed, in the first instance by the patent of Lakin and
Rhodes. Mr. Wawn then appliecd himself to what he denominates
¢ an improvement upon the patent of Lakin and Rhodes.’ Now it has
been vigorously contended before me, that I am not to take M.
Wain’s invention as he himself deseribes it, and that I ought uot to
allow him to be limited to his own description of its being an 1m-
provement ; that I ought to take his invention as containing in
itself a nmew and oviginal principle. I cannot so take it. I must
take Mr. Wain’s patent as being specific mechanism, directed to a
certain end that was previously well known, directed to facilitate a
certain result, the benefit of which had long been discovered, directed
to produce in 2 more simple and easy manner a particular operation
of the cluteh-box, which was itself only 2 means to an end. I cannob
but think that in patents of this description the doctrine of mecha-
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nical equivalents is not by any 1aeans applicable. The thing itself is
nothing more than a particular agent for attaining a certain. end,
and if Mr. Wain was entitled to a patent for the particular agency
by which he effected, in a more convenient manner, the opening
and shutting of the clutch-box, any other person is on the same prin-
ciple entitled also to a patent for the means of effecting the same
result, provided those means are not a colourable evasion of Mr. Wain's
patent, or provided those means do not embody Mr. Wain’'s patent
with an improvement.

Mr. Wain’s desire was to bring the clutch-box into action more
than once during the rotation of the shaft. At a short distance from
one of the ‘dises of the clutch-box he put a plate upon the solid shaft,
which plate was not fixed as the plate in Lakin and Rhodes’ patent,
but admitted of being moved upon the shaft vertically up and down.
On that plate he raised not oune incline, which Lakin and Rhodes had
done, but two inclines. Upon this plate he in like manner, asin the
case of Lakin and Rhodes, causes a moveable pin to rotate, but it does
not rotate always in the same circle, but rather in the ares of two
circles, the circle being varied by the vertical elevation of the plate,
which I have already described. The pin is brought into operation
upon the clutch-box twice by means of two inclines, It is,in truth,
nothiug in the world more than a new arrangement of original ele-
ments,all of which were to be found in the patent of Lakin and Rhodes.
Its merit consists in that new arrangement. I consider,therefore,
the pin, the incline, and a plane which inelines upon it, to be com-
mon elements, out of which any inventor was at liberty to make or
construct a machine at the time when Wain’s patent was granted,
and of necessity, therefore, at the time when Platfs patent was
granted. Mr. Plati, although to a certain extent he avails himself of
the same elements, yet puts them in a different combination, he
makes their effect upon the clutch-box different, and he makes the
result different. It has been urged upon me that Mr. Wain’s inven-
tion is capable of, or might be made to produce, a result co-extensive
and co-equal with Platt’s invention. If it is so, all I can say is that
Mr. Wain has not given to the world the benefit of a description of
the mode by which that may be effected. I think it a very material
thing, as the Vice-Chancellor also did, that, in comparing the two
things together, the result and the work done by Plati’s patent are
double, and if double, doubly more beneficial than the work done by
Wain’s patent. Now the mode in which Mr. Plait effects the end
desired Mis been by putting upon the shaft a rotating plane, which
18 bedily counected and joined on to the proximate disc of the clutch-
box.  Upon this rotating plane Mr. Platt has also put the inclines,
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which were matters of common knowledge, but instead of having one
incline, as in Lakin and Rhodes’ patent, instead of having two inclines
as in Wain’s, he has four inclines. He divides the cirele into four
portions or arcs, and one incline is in each arc of that circle. My,
Platt's modus operande is this :—he arrests the rotatory motion of
the plane by insertion of a projection at the end of the arm of g
lever, which lever maves up and down, so asto present the arm which
stops the rotatory m.tion of the plane successively. Being arrested,
the pressure produced overcomes the lateral pressure of a helical
spring coiled round the shaft, and the action of that spring being
overcome, the pressure withdraws the disc of the clutch-box. When
the pin is released the rotating plane resumes its rotatory motion, and
there is produced a withdrawal of one disc of the clutch-box from
the other four times, and the withdrawal by a foree, by a combination
of agerts, and by a repetition of agency, which are different altoge-
ther from the foree, the combination, and the agency of Wain’s. It
is said that is a colourable difference, because it is precisely the
same thing whether you make the pin rotate upon a plane, or
whether you make the plane rotate upon the pin. Now it is very
well to cut off the case from all the differeniia, and to present
the case in that generic form without the specific differences that
exist between the two agents; but this is a case of specific dif-
ference., It is the case of a particular mechanical combination;
it is the case of certain well-known things being put together in
such a manner as to produce the same result, and it is impossible for
me to say that the combination which Mr. Platt has made is sub-
stantially the same combination that Mr. Wain has made. If the
invention be, as I have already described, nothing more than a par-
ticular means to attain to a given result which is certainly well
known, then the invention is for the means, and you can no more
prevent the invention of one distinet set of means being interfered
with, you can no more say that it interferes with the invention of
another, than you could say originally that there ought mnot to be
patents granted for the invention of distinct means to an end.

It is extremely desirable that when a beneficial idea has been
started by one man he should have the benefit of his invention, and
that it should not be curtailed or destroyed by another man simply
improving upon that idea; but if the idea be nothing in the world
more than the discovery of a road to attain a particular end, it does not
at all interfere with another man discovering another road to attain
that end, any more than it would be reasonable to say that if one man
has a road to go to Brighton by Croydon, another man shall not bave
a road to go to Brighton by Dorking. They are roads and means
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of attaining the end, and unless you can prove that one is a colour-
able imitation of the other, or unless you can prove that one bodily
incorporates the other, with merely an addition, it is impossible to
say they shall not be co-existent subjects of contemporaneous patents.
I must therefore entirely affirm the judgment of the Vice-Chancellor.

(35 L.J. Ch. 852 ; L.R. 1 H.L. 337.) On appeal to the House
of Lords, the decree was affirmed, and the appeal dismissed with
costs. A cross appeal was also, by consent, dismissed without costs.

At the hearing a preliminary objection was taken that an appeal
on the fifth issue, viz, whether the respondents had been guilty of
infringement, was not permissible under the provisions of stat. 21 &
922 Vict. cap. 27, sect. 3; but Lorp Cuermsrorp, L.C. said :—* The
Court of Chancery knows no distinction between orders founded on
questions of law and those upon matters of fact; and the words of
the third section applying generally to any orders made upon an
application for a new trial, and there being nothing in the fifth sec-
tion which can be considered as creating any distinction hetween the
different kinds of trial, whether with or without a jury, the regular
cowrse of appeal in both cases must equally be open to both parties,
and theretore the present appeal is not incompetent.’

His Lordship then discussed the question of infringement, and
expressed his opinion that the decree ought to be affirmed.

Per Lorp Cranworntm.—It was said that Wain claims not only
his own speciﬁc mechanism but also ¢ any mechanical equivalent
therefor” And every part of Plaft’s machine is, it was said, if not
identical with, at all events only a mechanical equivalent-for Wain's
machinery. There are, however, two answers to this argument. In
the first place the claim as to mechanical equivalents, according to
the fair construction of the specification, relates only to the clutch-
box; and, secondly, the principle which protects a patentee against
the use by others of mechanical equivalents is inapplicable to a case
like the present, where the whole invention depends entirely on the
particular machinery by means of which a well-known object is
attained. If, indeed, the mechanical equivalent used was merely a
colourable variation of that for which it was substituted the case
might be different; but here I see no ground for holding that
any parts of Platt’s contrivances are mere colourable variations from
those patented by Wain.

REx versus Curner, A.D, 1816. 1 Stark. R. 354.
Novelty of Invention.

Set. fa. to repeal a patent of 6th Jan. 1815, No. 3,873, to JJ.
Cutley, for ¢ improvements applicable to fire-places, stoves, &e.’
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The patent related to a mode of feeding the fire in an ordinary
open grate, by a supply of coal from below. The contrivance con.
sisted in placing a coal-box with a moveable bottom below the grate
and raising the bottom by means of a rack and pinion, so as to bring
up the coals. The specification stated :—*¢ My invention doth consist
in constructing fire-places and stoves in such manner that the fue]
necessary to support combustion shall be given to the part in com.
bustion at the lower part of, or beneath the same.’ ,

At the trial, it appeared that, before the patent, two many.-
facturers had publicly exhibited stoves in which the fuel was raised
up from below. In one of these, a deep grate, filled with coals, was
raised gradually above the level of a door or screen, and the com-
bustion of the fuel was limited to the exposed portion of the grate,

Lorp ELLENBOROUGH was of opinion that the principle on which
the two grates were constructed, was identical with that deseribed in
the terms of the specification, which was for a mode of supplying
fuel from below, and there was nothing predicated in the specifi-
cation of raising the fuel from below the grate; it was merely
for elevating a supply of fuel from below, and that the defendant had
confined himself, by thus summing-up the extent of his invention,
to the benefit of this principle. Verdict for the Crown.

REGINA versus CuTLER and OTHERS, A.D. 1847-9. 14 Q.B. 372, ;}
Macrory’s Pat. Ca. 124.

Novelty of Invention. Misdirection by Judge. Subject-matter of a Patent.

Sei. fu. to repeal a patent of 6th Nowv. 1841, No. 9,140, to J. Cutler,
for ¢ improvements in the construction of the tubular flues of steam
boilers.” Suggestions :—9. That the invention wasnot new; 10, That
it was not the working of any manner of manufacture ; 12. The like
of the part thirdly claimed; 13. The like of the part fourthly
claimed ; 14. That the invention was of no use; 15. That the speci-
fication was insufficient, Traverse. Issue.

The patent related to the manufacture of welded iron tubes.
The specification stated :—¢I take a strip of hammered iron or steel,
bevil the opposite edges, and hend it into a cylindrical shape. At
the mouth of the furnace I place the end of a draw bench, upon this
bench I place two stops, and against these stopsa die, or dies, or a pair
of grooved rolls of the required size for the tube. A mandril is then
passed through the die or the groove of the rolls.” It went on to say
that the tube was then heated to a welded heat, and was drawn either
through the dies or grooved rollers, while supported within by the
mandril. Another mode was by hammering on a mandril, and atter-
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wards drawing through dies or grooved rollers as before. The next part
of the invention was a mode of coating an iron tube, made as described,
with a tube of copper, or brass; but the specification stated :—<1I
do not claim the making coated tubes as above described, this part
of my invention relating to the application of coated tubes in con-
structing tubular flues for steam boilers’ The manufacture of the
several tubes, either coated or otherwise, was described by reference
to drawings. Claims: 1. The mode of welding iron or steel tubes
by drawing through dies or grooved rolls on mandrils. 3. The
application of either iron or steel tubes, when coated with copper,
brass, or other alloys of copper, in the construction of tubular flues
of steam boilers. 4. (In substance) the application of welded iron or
steel tubes, drawn through a circular hole or die, or between rollers,
and over a mandril for the like purpose.

At the trial, evidence was given that the mode of making tubes
by drawing through dies over a mandril was impracticable. The mode
by drawing between grooved rollers and over a mandril had not been
tried, but witnesses stated that in their judgment it was not prac-
ticable. Defendants called evidence in contradiction.

Lorp DEnyMaN, C.J. directed the jury :—There is an objection that
it is stated that the tubes may be made either by drawing them
through dies or between grooved rollers, and it is said that the dies
will not produce the effect. But, in my opinion, if either of these
modes is practicable, and if it is proved to be useful and new, as to
this part of the invention it seems to me that the patent will be
good ; and you are to form your opinion on the evidence—is it useful,
is it new ?

With regard to the third and fourth claims, in which the defen-
dant claims the application of tubes on the construction of tubulay
flues, it appears to me that he has no right to take out a patent for
the mere application of particular things to any particular purpose.
I think Lord Abinger’s illustration is a striking one, and applicable
to the present case—*¢ It 1s like sweeping a carpet of a new manufac-
ture with an old broom.” And, in general terms, I think that the
application of an article to produce any particular result, the party
having no claim either to the mode of producing the article, or to the
mode of applying it for attaining that result, forms no ground for a
patent. The jury found that the whole of the invention was new
and practicable. Verdict for defendants.

Rule nisi for a new trial on the ground of misdirection made
absolute by the Court of Queen’s Bench. (Lord Denman, C.J.,
Coleridge, Wightman, Erle, JJ.)

Per Lorp DENMAN, C.J.—The fifteenth suggestion was that the
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specification did not particularly ascertain and deseribe the nature
of the invention. The hammers to be applied to the iron tube are
deseribed, and on the bench are to be placed two stops for dies, or
a pair of grooved rolls. A mandril is then pressed through the dies,
or between the grooves of the rolls. On the trial, there was evidence
that neither the dies nor the grooved rolls would do the work here
assioned to them ; and I told the jury that if either of those methods
were proved to be satisfactory, the patent might be good, notwith-
standing the imperfection of the other.

The case of Lewis v. Marling (10 B. & C. 22) had heen quoted
as establishing that doctrine. But the Court there only said that
the claim of some part of a machine which turned out to be useless
did not vitiate a patent. This is very different from describing a
part of a machine as capable of co-operating in the work, when, in
fact, it is incapable, even though at the same time other mcans are
described, which might be effectually employed. For the reader of
the specification, relying upon it, might use the former in con-
structing his machine, which would fail of its purpose from being
too accurately made according to the patentee’s instructions. The
rule must, therefore, be absolute for a new trial.

Second trial of the same action. The pleadings were the same as
before.,

WicnurMay, J. directed the jury to find for the Crown on the
10th, 12th, and 13th issues, and said :—*The 3rd and 4th claims
raise questions of law, whether what was claimed was a manufac-
ture within the meaning of the statute. Now I entertain a strong
opinion on this question, as to whether a mere application can be the
subject of a patent ; for when onee you have got a material you may
apply it as you think fit.” Verdict accordingly.

No further proceedings were taken.

CurLer «yeinst Bower, A.n. 1848, 11 Q.B. 973.

Pleading.  Demurrer. Lstoppel.  Consideration for a Licence.

COVENANT on an indenture by which plaintiff covenanted to
pay defendant a sum of money for the purchase of one moiety of a
patent of Gth Now. 1841, No. 9,140, to J. Cutler, for improvements
in the tubular fliles of steam boilers, the recitals of the deed stating
the grant of the patent, and also the grant, by another indenture, of
an exclusive licence to defendant to use the same. Defendant pleaded
in several pleas that plamtiff was not the first inventor, that the
invention was not new, and that the specification was insuflicient,
and the patent void. Replication: estoppel, by the indenture of
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licence. General demurrer, and joinder. Judgment for plaintiff by
the Court of Queen’s Bench.

Per Lorp DENMAN, C.J.—Many cases were cited upon the question
estoppel, but we think it unnecessary to give any opinion on that
question, as an objection was taken tc the pleas of the defendant,
which we think must prevail; and which, consequently, renders any
question as to the validity of the replication immaterial.

The defence set up by the pleas is failure of consideration, that
of the patent 1s 1nvalid, and that the defendant is not bound by his
covenant to pay the money, which appears by the deed to be the
purchase money for a patent which, it is said, turns out to be worth-
less. But it appears to us that there are two decisive objections to
this defence. The first 1s, that there nmot having been any eviction,
the consideration does not wholly fail.  And in the next place, the
supposed defence could only be available in case the covenant upon
which the action was brought was a dependent covenant, to be per-
formed only if some condition is observed by the other party ; but in
this case the covenants of the plaintiff relating to the patent, and
that of the defendant for payment of the purchase mouey, are wholly
independent of cach other; and cach party may recover against the
other for a breach of their respective covenants. There is no plea of
irand or eviction.

DANGERFIELD aguinst Joxes, a.p. 1865, 13 L.T. N.S. 142,
Novelty of Invention. Uty essentral.  Iividence of Infringement.

Suit to restrain from infringing a patent of 5th March, 1864, No.
561, to W. Dangerficld, for ¢ an improved mode of and apparatus for
bending wood for the handles of walking sticks, umbrellas, and other
purposes.’

The speeification stated :—¢The invention consists principally in
a novel mode of oapplying heat to the wood for the purpose of
softening the fibres, and then bending the stick and securing it by a
clamp.,” It then deseribed the apparatus (by reference to drawings)
as being a vice for holding a stick, placed close to a hollow mandril,
round which the bending took place. A jet of gas was lighted
inside the mandril, the heat of which set the fibres of the wood, so
that the bending became permanent. The stick was, in the first
instance, softened by moist sand, and was secured i sitw on the
mandril by a strip of steel. Cluim: ¢ The application of a flame of
gas or other combustible Huid, for softening the fibres of the wood
while being bent, in combination with a clamping apparatus for
securing the wood until its fibres are set.’

Defendants denied the validity of the patent, and alleged tbat
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they bad themselves, before the patent, adopted a mode of bending
sticks round a solid mandri® by the aid of a strip of steel and a jet
of gas, the difference being that the flame played outside the stee]
band instiad of inside the mandril.

Woop, V.C. granted an injunction and account, and said:;—
When it is stated that, because wood is bent by coachmakers and
others in a variety of ways by the application of heat, you cannet
have a patent for the application of heat to the bending of walking
sticks, that is the same sort of reasoning which was pressed ineffec-
tually upcu the Court with reference to an invention for an improve-
ment in navigation. It was said that the operation of a propelling
power by presenting a screw surface to the action of water was
nothing new, that it was like the action of a windmill with reference
to the wind. That reasoning, however, did not succeed. If, having
a particular purpose in view, you take the general principles of
mechanics, and apply one or other of them to a manufacture to
which it has never been before applied, that 1sa sufficient ground for
taking out a patent, provided that the Court sees that that which
has been invented is new, desirable, and for the public benefit. A
mere trifling matter or a thing of no value will not do, inasmuch as
the whole theory of the patent law 1s based upon the assumption that
it is something of real value. You must show that you have invented
something useful—a new and useful improvement in manufacture.

Davexrort against Ricnarp, A.p. 1860, 3 I.T. N.S. 503.
DPractice in DPatent Swits, Long Enjoyment of Patent.

Suit to restrain from infringing patents of 13th Now. 1851,
No. 13,809, to W. Smeth, W. Dickinson, and T. Peale, and of Sth
Dec. 1856, No. 2,910, to 1. Peake, for improvements in the manu-
facture of chenille. It appeared that the patcatees were the first to
manufacture chenille by machinery. The first patent was assigned
to plaintiff on 2nd June, 1852, and the assignment was not
registered. An objection that the title was incomplete was over-
ruled, stat. 15 & 16 Viet. cap. 83, sect. 35, not taking effect until
1st Oct. 1852. Woon, V.C. granted an injunction, with order for
an action at law. and said that wherever there was reasonable
prima fucte case of infringement, the length of time for which the
patentecs had had the exclusive enjoyment of the invention, as in
the present case for nine yecars, influenced the Court in granting an
injunetion. The specifications, as he conceived, were sufficiently

precise, but that was a question of law which would be open for con-
sideration hereafter.
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DAVENPORT against JEPsON, A.D, 1862, 1 N.R. 173: 307.
Practice tn Patent Suiis. Injunction. Inspection.

Suit to restrain from infringing the patent of 1851, No. 13,5009.
Injunction granted by Woobp, V.C. On appeal, order affirmed.

Per Kn1gur Bruck, L.J.—Though the motion before the Vice-
Chancellor was only an interlocutory application, yet it was im-
possible to forget the recent Act of Parliament (25 & 26 Vict. cap.
42) prohibiting this Court from sending cases to be tried by a Court
of Commmon l.aw, and consequently the defendant was entitled to
have the question of the validity of the patent raised, even on this
interlocutory motion. After an analysis of the evidence his Lordship
said that, in his opinion, there was a valid patent which had been
infringed, and that there was a case for an injunction.

Per Tunner, L.J.—After much consideration I have arrived
at the conclusion that the Act (25 & 26 Viet. cap. 42) has not de-
prived this Court of any of its powers. It simply declares that this
Court should not send away any case to be tried elsewhere. The
powers of this Court are not limited by the Act, nor its procedure
affected, yet to say that to grant injunctions on interlocutory motions
in patent cases was no longer right, was to limit the powers of this
Court and to alter its precedure.

The order made by Woob, V.C. on motion in this cause is extracted
verbation in 1 N.R. 307, and provides, inter alia, for the mutual
inspection of machinery by plaintiff and defendant.

Davexrorr against GOLDBERG, A.D. 1865. 2 H. & M. 282.
DPractice tn granting wssues in Patent Swits. Long Lnjoyment of Patent.

Suit to restrain from infringing the same patent. It appeared
that in 1860 plaintiffs filed a bill against a person named Richard
for infringing their patent. An action at law was ordered, and
plaintiffs were nonsuited by Hill, J. on the ground that the specifi-
cation was insufficient ; the nonsuit was set aside by the Court of
(Queen’s Bench, and plaintiffs signed judgment and obtained a decree.
Afterwards, in 1862, plaintiffs filed a bill against Jepson, when a
decree was made for a perpetual injunction. In the present suit,
defendant put in issue everything which had been contested in
Davenport v. Jepson. On motion for a special jury to determine
certain disputed questions of fact, Woop, V.C. refused to grant issues
on the questions of novelty and invention, but put the plaintiffs to
prove the infringement before a jury, and said :—

No person is entitled to come here and say, ‘I raise such and
such a question and ask for a jury ex debito justiiiee, although there
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are certain classes of cases in which the course of the Court is, if the
matter be new, not to decide important disputed questions of fact
without the assistance of a verdict. On the question of infringement,
I must take it that there is such a boné fide contest of fact on +hat
point that I ought to send that question to a juryif the defendant
desire it.

The case is reduced to this: that the plaintiffs have had thirteen
years’ user of this patent, twice disputed, and their right in each case
established—once at law, and once in this Court. In what position
would a patentee be placed if he is to try his right ab nitio against
every separate infringer in infinitum? That certainly is a view of
his rights which has never been adopted by this Court. If the
defendant thinks he can get rid of the patent, he had better proceed
by scire facias to repeal or annul it : if he does not choose to take
that course, but simply disregards it and stands on his defence, I must
take the validity of the patent as already sufficiently established
against him.

DAVENPORT against RYLanDs, A.p. 18G5, L.R. 1 kq. 302.
Dractice in Patent Suits, Damages. Full Costs.

Suit to restrain from infringing the same patent. The bill
sought an injunetion, an account of all chenille manufactured by
plaintiff’s process without license, and an inquiry as to damages, It
appeared that the bill was filed on 8th Nov. 1864, and that the patent
expired on 13th Now. 1865, before the hearing. Woop, V.C. granted
an injunction, and inquiry as to damages, and said :—* I was some-
what impressed with the notion that in order to award damages at
the hearing, the Court must have jurisdiction to grant an injunction.
But I think that would be a narrow construction to put upon this
beneficial Act (21 & 22 Viet. cap. 27). I think the sound view of
the whole case is, that I ought to exercise the jurisdiction granted
to me by the Act, that I ought to consider myself as having had
jurisdiction at the time the bill was filed, for the purpose of
ultimately giving relief pursuant to the Aect, and therefore I shall
direct an inquiry as to what dainage the plaintiff has sustained ; and
I shali give the plaintiff the costs up to the hearing.’

Application was then made for costs as between solicitor and
client under stat. 15 & 16 Viet. cap. 83, sect. 43, which was opposed
on the ground that the validity of the patent had not been in issue.
Woob, V.C. granted the application, and said :—¢ The statute provides
that the plaintiff shall have his full costs, unless the judge shall
certify that he ought not. There are many circumstances under
which it might be improper that the plaintiff should have costs.
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The judge may think the first action to have been collusive, or he
may think the case an improper one. Many instances may be sug-
pested ; but the object of the enactment was to prevent patentees
being put under the necessity of bringing repeated actions to deter-
mine their rights after the principle has been once established.’

Daw «gaenst ELEY, A.D. 1865. 2 H. & M. 725; L.R. 1 Eq. 38;

L.R. 3 IXq. 496.
Discovery. Admissibility of Evidence under Notice of Objections. Dreach of
Injunction, French and English Patents for the same Invention.

Suit to restrain from infringing a patent of 4th Sepf. 1861, No.
9,203, to F. E. Schneider, for ¢improvements in cartridges for
breech-loading fire-arms, and in the machinery for manufacturing
the same.” The bill interrogated defendants, requiring:—35. A de-
seription of all machines similar to plaintiff’s made or used for six
years before the date of the patent. 6. Asking for the names and
addresses of all persons to whom they had sold breech-loading cart-
ridges since lst Jan. 1855, together with prices. 8. Requiring a
statement of the size of the wire used in making their breech-loading
cartridges, with the names of the persons from whom and the places
from which they had purchased such wire, from Jan. 1855, to the
present time. Defendants denied the novelty of the invention, and
set forth that they had used a machine somewhat similar to that
specified, but had discontinued the user before the date of the
patent. They submitted that they were not hound to answer the
interrogatories. Plaintiff excepted to the answer, but Woon, V.C.
over-ruled all the exceptions, with costs, and said :—* Is the defendant
in a patent case obliged to set out all the machines he has used
hefore the date of the patent? The discovery is either wholly im-
material to the issue or else it is a defence for want of novelty. Are
you entitled to ask them the names of the witnesses whom they
intend to produce to establisu their case? There is no valid dis-
tinction between that question and the interrogatory which has not
been answered in this case. The 8th interrogatory is out of all rule.
The plaintiff has no right to inquire into the defendants’ case with
intent merely to get at an answer to the question, “ How are you
preparcd to prove your case?”’

(L.R. 1 Eq. 38.) At the hearing defendants tendered evidence
of prior user not specified in the particulars of objection, the excuse
being that such evidence had not come to their knowledge until
after the cause was in the paper. Woop, V.C. refused to admit
the evidence, and said :—¢ The statute is plain, and the objection to
its admission is substantial and not merely technical. I ecannot
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conceive any more beneficial enactment than that contained in
stat. 15 & -18 Vict. cap. 83, sect. 41, which directs that the place
and the manner of the alleged prior user must be stated in the par-
ticulars of objections on which the defendant means to rely at the
trial, but goes oun to provide that, although it cannot be done in the
course of the trial, it shall be competent for a judge at Chambers to
allow the particulars to be amended on such terms as he shall think
fit. In Renard v. Levinstein (13 W.R. 229) I gave the defendant
leave, on payment of the costs occasioned by the application, to
amend his particulars of objection, as the lesser of the two evils,
being of opinion that I might do the plaintiffs themselves con-
siderable injury if I were to refuse the application to amend, and
thus occasion the expense and inconvenience of an application for a
new trial. All I can do now is to shut out this evidence, leaving
the defendants to make such application as they may be advised.’

(L.R. 3 Eq. 496.) The report carries on the history of the pro-
ceedings in this suit. |

The patent related, wnter alia, to the formation of a cartridge
having a recess or chamber at the rear end for the reception of a
percussion-cap. The cap was filled up with an anvil, formed of a
short length of grooved wire, and was fired by the blow of a hammer.
The anvil was supported by the base of the recess sufficiently for the
ionition of the detonating charge, and the flame passed along the
erooved sides of the anvil, and entered the body of the cartridge
through an opening in the base of the recess. The drawings annexed
to the specification showed a percussion-cap having an anvil with
four grooves placed inside it, and showed also the construction of a
cartridge with the chamber for the reception of the cap. The
specification stated :—¢ It is not essential that the anvil should be
cylindrical, or that it should have four longitudinal cuts or grooves
formed in it, as shown, as it may be formed of other transverse
sections, so long as it is made to fill as nearly as may be the cap,
and has cuts or grooves formed ia it.” Claim: 1. The manufacture
of cartridges described with reference to figs. 3, 4, &e. (distinguish-
ing the figures).

It appeared that in 1855 a central-fire cartridge was invented by
one Pottet, a Frenchman, but was not patented in this country.
Pottet’s anvil consisted of a thin plate of metal placed inside a per-
cussion-cap received into a recess at the base of the cartridge.

The case came on for hearing in Nov. 1865, when Bacox, V.C.
was of opinion that plaintiff’s patent was not invalidated by reason
of Pottet’s invention, and gave judgment for plaintiff. The decree
for an injunction was drawn up on 27th Jan. 1866.
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About this date proceedings were instituted in France. by
defendants for the purpose of annulling a French patent of Feb.
1858, granted to F. K. Schneider, for central-fire cartridges, and
upon which invention the English patent was founded. In Feb.
1866, Schneider's patent of 1858 was annulled by the tribunals in
Puris, and in June, 1866, an appeal from this decision was dismissed
by the Superior Court.

On 24th March, 1866, a patent for improvements in central-fire
breech-loading ecartridges was granted to W. 7. Eley (No. 880).
The specification stated :—¢ This invention relates to improvements
in central-fire breech-loading cartridges, according to which an
anvil is placed in the percussion-cap of the cartridge in two or more
parts, by means of which the flame from the percussion powder
passes between the several parts of the anvil, as well as round the
sides, before escaping through the hole in the centre of the
chamber.” The drawing showed an anvil formed of two thin strips
of metal with pointed ends, placed in juxtaposition within the cap.
The backs of the strips, which were in contact, were somewhat
rounded, and there was abundant passage for the flame of the
detonating powder.

Plaintiff now moved to commit defendants for a breach of the
injunction of 1866. Defendants put in evidence an official copy of
the judgment of déchéance of the French patent in 1866, and the
judgment of rejection of appeal by the Superior Court. Motion

refused, with costs.
Per Woop, V.C.-—The French patent of Schneider, and all rights

under it, are gone, and if it is identical with the English patent, it
follows, as a necessary result, that the English patent is gone also.
It comes, then, simply to the consideration of the two patents.
Because certain parts of the English patent are identical with the
French patent, it does not follow, as a necessary result, under stat,
15 & 16 Viet. cap. 83, sect. 25, that, wher the French patent is
determined, the rest of the English patent which is not identical is
void also. The effect of that section is to strike out of the English
patent that which, up to a certain time, the foreign patent has
covered, but ceases any longer to cover. Now, upon the question of
identity, I have no doubt. No difference can possibly be drawn
between the two things. That being so, it does appear to me
that the injunction terminates here from the moment that the
French Court decides that the French patent has come to an end.

It is of comparatively little importance for me to comsider
whether or not there has been an actual infringement by the
defendants, As in Seed v. Higgins (8 H.L. Ca. 550), where the

I
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plaintiff was confined very narrowly to his exact specification, iy
consequence of the anterior invention of another ; so here Schneider,
in consequence of Potiet’s previous discovery, must be confined t,
very narrow limits, viz., that of securing the anvil by the particular
mode in which he has described it. The defendants have now taken
Pottet’s anvil and doubled it, and in doing so they have not pursued
the plaintiff’s course of action, but have deliberately rejected it. It
appears to me that they have hit on a process by which they arrive
at the same result without bringing themselves within those narrow
limits to which the plaintiff must be confined. Upon the special
merits, infringement or no infringement, this is not a case in which
I ought to commit, or make an order equivalent to committal, by
making the defendants pay the costs of this motion.

AD. 1857. 7E. & B.738; 3 K. & J. 388.

Evidence of Infringement. Subject-matter of «¢ Patent. Swffictency of Specifi-
cation., Dractice in Patent Suits, Ihscovery.

DeE 1A Rue and oTners against DICKENSON and OTHERS,}

Suit to restrain from infringing certain patents, viz.,, of 17th
March, 1845, No. 10,565, to E. Hill and W. De la Rue, and of 19th
Dec. 1849, No. 12,904, to . De la Rue, for ¢improvements in the
manufacture of envelopes.” Action at law in pursuance of order of
the Court. DPleas: 1. Not guilty. And as to first patent: 4. That
the invention was not the subject-matter of a patent. 5. That the
specification was insufficient. And like pleas as to second patent,
Issue. | |

The specification of the first patent stated the invention to con-
sist :—(1) In improved machinery for cutting paper for the making
of envelopes ; (2) in arranging machinery for folding over the flaps
of envelopes ; and it described the folding machine (about which the
contest arose) by reference to drawings. The envelope, or blank,
was first creased by being pressed by means of a plunger into a holiow
hox, the platform at the bottom of which was lifted or depressed, as
required. The specification stated that thus far the general character
of the machine was not new. On the sides of the box were four folder
flaps, shaped like the flaps of the envelope, but somewhat smaller in
size. The plunger was so arranged that two opposite sides moved
out of the way after the creasing, and allowed the folders to press down
and fold two of the flaps ; the same thing was then done with the two
remaining sides of the plunger and the corresponding flaps, and the
operation was complete. The folders came down in succession, each
being moved somewhat in advance of its neighbour, so as to imitate
the folding of an envelope by hand. Claim: ¢The so arranging
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machinery that the flaps of envelopes may be folded thereby as
described.’ '

The specification of the second patent described one part of the
invention as consisting in apparatus for applying to the flaps of an
envelope the gum or cement necessary for causing three of the four
flaps of the envelope to adhere together. The apparatus consisted of
an endless revolving apron mounted on rollers, and running in one
part of its course below the surface of some liquid gum in a reservoir.
The apron was thus wetted with gum, and an instrument, having
projecting surfaces of the size and shape of the parts of the flaps
requiring to be gummed, dropped upon the apron, took away some
gum, and transferred it to the envelope. Claim: ¢ The application
of gum or cement to the flaps of envelopes by apparatus acting in the
manner of surface printing, in contradistinetion to the application of
gum or cement direct from a fountain.’

At the trial, it appeared that the alleged infringement consisted
in folding and gumming envelopes according to a patent of 28th
Feb. 1849, No. 12,493, to 4. F. Rémond. It appeared that defend-
ants’ plunger was furnished with four inclined planes, placed under-
neath its edges at different angles to the horizon. As soon as the
plunger had creased the envelopes it was raised up, and four jets of
air blew the flaps inward; the plunger now descended, and the
inclined planes acted successively on each flap in the right order, so
as to complete the folding, after which the envelope was discharged
from the bottom of the box instead of from the top, as in plain-
tiffs’ machine. As to the gumming, the case was, that defendants
used an instrument with projecting surfaces, corresponding to the
parts of the envelope requiring to be gummed, but they dipped the
same directly into liquid gum, instead of deriving the supply from
the surface of an apron. Lorp CaMpBELL, C.J. directed the jury :—
That there might be an infringement of the first patent by an appa-
ratus for folding the flaps of envelopes, although the paper was not
held down during the operation. Also,that a mode of applying gum
to the flaps of envelopes after the manner of surface printing might
be an infringement of the second patent, although the printing
instrument took the gum directly from the reservoir. His Lordship
also ruled that the questions of infringement were for the jury; and
that there was sufficient evidence to go to the jury., The jury stated
that, in their opinion, the folding machine and gumming apparatus
of defendants were imitations of plaintiffs’ two inventions. Ver-
dict for plaintiffs. Leave reserved.

Rule nisi for a new trial discharged by the Court of Queen’s
Bench. (Lord Campbell, C.J., Coleridge, Erle, JJ.)

! 2
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Per Lorp CamppELL, C.J.—After ca.refully considering the spec;-
fications, we think that the claim in each is for described means qf
conducting a useful process, resulting in a valuable manufacture ;
and that the specification shows distinetly what portions of those
means are claimed as new, and what portions are allowed to }e
old.

The defendants contend that the judge, at the close of the
plaintiffs’ case, ought to have determined by his own authority tha
there had been no infringement. We consider, however, that the
doctrine contended for is contrary to principle, would render it imp-
possible to administer the law of patents, and is by no means to be
deduced frem Unwin v. Heath (5 H.L. Ca. 505), or any of the
other decisions referred to. There may well be a case where the
judge may and ought to take upon himself to say that the plaintiff
has offered no evidence to be left to the jury to prove infringement,
as if there were a patent for a chemical composition, and the evidence
was that the defendant bad constructed and used a machine for
combing wool. But if the evidence has a tendency to show that the
defendant has used substantially the same means to obtain the same
result as specified by the plaintiff, and scientific witnesses have sworn
that the defendant actually has used such means, the question
becomes one of fact, or of fact mixed with law, which the judge is
bound to submit to the jury. There can be no doubt that such evi-
dence was adduced by the plaintiffs.

The defendants, therefore, are confined to the contention that the
verdict was against the evidence. The plaintiffs fold the flaps in
succession by folding instruments most ingeniously actuated by cams,
The defendants likewise use folding instruments, inserted in the
inverted box of the plunger; and the stroke of the descending
plunger, making these folding instruments, called projections, touch
the different flaps in succession, folds them finally in the same
manner, although not in the same order. Whether the two modes of
folding by the cams and the plunger be essentially different or
substantially the same, we think was a pure question of fact for the
jury, and we cannot say that the jury were wrong in the conclusion
at which they arrived. The folding being a material part of the
plaintiffs’ process of manufacturing envelopes, it is not necessary to
determine whether their claim extended to the rest of the process:
but we would observe that, generally speaking, as the manufacture
which is the result of the process invented and patented is the
ultimate object in view, the purpose of the patent laws is to protect
all that is new in this process, if it be described, although not ex-
pressly claimed.
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With respect to the patent of 1849, for gumming the envelopes,
‘the jury expressed a clear opinion that the defendants’ was a colour-
able imitation of the plaintiffs’, and we think that this conclusion
was fully warranted by the evidence, We are of opinion that the
defendants might be guilty of infringement without using an inter-
mediary surface, and that, without what is strictly called ¢surface
printing, they might apply gum to the flaps of envelopes by opera-
tions acting in the manner of surface printing, in contradistinetion
to the application of gum direct from a fountain containing the
gum.

(3 K.& J. 388.) While the action was pending defendants put in
an answer to plaintiffs’ interrogatories, which sought for an account
of all envelopes and envelope-making machines in defendants’ pos-
session, as well as discovery as to the purchase or hire of such
machines, and as to the stock of envelopes made therewith. Defend-
ants admitted the possession and use of such machines, but denied
infringement, and submitted that they were not bound to answer
further. Exceptions were taken to the answer, but Woopn, V.C.
ordered them to stand over till the hearing, and said :—-¢ The rule on
which the plaintiffs rely, that a defendant electing to answer must
answer fully, is no doubt a rule sufficiently well-established. In a
patent case, if the plaintiff once establishes the fact of an infringe-
ment, his right to a decree involving full discovery of all matters of
the nature of those here inquired after 1s clear; everything therefore
showing, or merely tending to show, the fact of intringement, must,
of course, be set forth in the answer, to the full extent of the interro-
gatories. But here all the discovery required by the interrogatories
in question assumes the fact of infringement, and will be obtained
under the decree at the hearing, as a matter of course, provided the
fact of infringement be then established. While, on the other hand,
if the fact be not established at the hearing, the whole of the discovery
required will be utterly immaterial.’

DerosNE against FAIRIE, A.p. 1835. 5 Tyr. 393;
2 Cr. M. & R. 4763 1 Webs. Pat. Ca. 154.
Sufficiency of Specification. T'itle of Patent.

CASE for the infringement of a patent of 29th Sept. 1830, No.
6,002, to C. Derosne, for ¢improvements in extracting sugar and
syrups from cane juice and other substances containing sugar, and in
refining sugar and syrups.” Pleas: 3. That the specification was
Insufficient. 4. That no specification was enrolled. Issue.

The patent related to a processfor freeing syrup of sugar from
colouring matter by filtration through charcoal. The specification
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stated :~¢ The invention consists in a means of descolouring Syrups
of every description, by means of charcoal produced by the distill,.
tion of bituminous schistus alone, or mixed with animal charcoal, oy
even of animal charcoal alone.” It then described the operation, ang
the precautions to be observed. It further referred to Juices oy
liquids ¢ whick had been baked for extracting the sugar, and con.
cluded by stating :—¢The carbonisation of bifuminous schistus hyg
nothing particular; it is produced in closed vessels, as is done for
producing animal charcoal, only it is convenient before the carboni.
zation to separate from the bituminous schistus the sulphurets of irgp
which are mixed with it.’

At the trial, 1t was admitted that the patentee, who was g
foreigner, had incorrectly used the word ¢baked, when he should
have said ¢ before crystallisation ’—z.e. before the process was com.
pleted. He had also used the word ¢discolour’ in the sense of de-
priving of colour—* decolorer.” But the objections raised on these
grounds were not pressed. It was not, however, made clear upon the
evidence whether bituminous schistus was or was not capable of
being purified from the sulphurets of iron with which it was admixed,
so as not to impart colour to the solution. Lorp Asingkr, C.B.
directed the jury to find for plaintiff or defendant according as they
were of opinion that the description of bituminous schistus was suffi-
cient or insufficient, so that all the world could or could not use it.
Verdict for plaintiff. Leave reserved.

Rule nisi to enter a nonsuit, on the grounds, (1) of a variance be-
tween the title and specification (the title being for extracting and
refining sugar, and the specification referring only to the removal of
the colour); (2) that the specification was insufficient. Rule made
absolute by the Court of Exchequer for a new trial on the second
ground of objection. (Lord Abinger, C.B., Parke, Bolland, Alder-
son, BB.)

Per Lornd ABINGER, C.B.—One objection to the plaintiff’s specifi-
cation is rested on the ground that it does not set forth that double
process which one would expect from the title of the patent. We
do not think that the question necessarily arises at present, or that it
calls for an ultimate decision, because we think, on consideration,
that the double process or both the branches of the invention
mentioned in the patent are sufficiently deseribed in the specifica-
tion. The word ¢ improvements’ was relied on as being in the plural
number, but that 1s of no consequence, because the plaintiff may
mean every part of his process to be treated as an improvement,
forming together a series.

Upon the main point, however, that respecting the bituminous
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schistus, nothing that I have heard has removed my original im-
pression that there was no evidence to show that this process,
carried on with bituminous schistus in combination with any iron
whatsoever, would answer at all. The plaintiff has himself declared
that in that bituminous schistus which he bhimself furnished, the
whole iron was extracted, and it appears that it was admitted by
counsel that the presence of iron would not only be disadvanta-
geous but injurious, I am therefore of opinion that, without con-
sidering whether or not the patent would be avoided by the
patentee’s keeping secret the means requisite to extract the iron
from the bituminous schistus, he has not shown in this case that
what he has deseribed in the patent could be used as so deseribed,
without 1njury to the matter going through the process.

Under all the circumstances we think the plaintiff ought to have
given some evidence to show that bituminous schistus, in the state
in which it is found and known in England, could be used in this
process With advantage; and as he has not done that, the defendant
is entitled to a nonsuit; but at the same time, as it is alleged that
the plaintiff may, on a new trial, supply the defect of proof as to
the schistus by other evidence, we are desirous that the patent, if
a good one, should not be affected by our judgment, and think it
right to direct a new trial.

Per ALDERSON, B. — A specification must state one or more
methods which can be followed, for the purpose of accomplishing and
carrying into effect the invention. One of the methods stated in
this case is the application of a filter, composed of charcoal, formed
by the distillation or caybonisation of bituminous schistus. It must,
therefore, be shown that the purpose will be accomplished by follow-
ing that method. Certainly if any admission was made that the
presence of iron would be a detriment to the operation, without
confining that admission to its being a less perfect mode of exhi-
biting the experiment than would otherwise be the case, that
undoubtedly would be a ground for a nonsuit.

Dixox against Tng LoxpoN SMALL ARrMs COMPANY, A.D. 1875.}

L.R. 10 Q.B. 130.
Infringement by Sale for the Public Service. Rights of the Crown.

CASE for the infringement of several patents relating to the
manufacture of rifled fire-arms. Referred to an arbitrator, who stated
a case for the opinion of the Cowrt of Queen’s Bench. It ap-
peared that plaintiff was managing director of a company engaged in
the manufacture of the Martini~Henry rifle under certain patents.
Defendants were also engaged in manufacturing fire-arms, and they



120 DIXON 2. LONDON SMALL ARMS CO.

tendered for the supply, for the public service, of several thousand
Martini-Henry rifles, upon terms (i¢nter alie) that the contractors
should be protected by the War Department against patentees in
the manufacture of the arms to be contracted fer, This tender wag
accepted by the Secretary of State for War, and the rifles were made
and delivered accordingly. It was conceded that such manufacture
and sale would have infringed the plaintifi’s patent rights had the
rifles been consigned otherwise than for the use of the Crown. The
question raised, was whether plaintiff was entitled to recover against
defendants for the infringement. Judgment for plaintiff by the
Court of Queen’s Bench. (Cockburn, C.J., Mellor, Lush, Archi-
bald, JJ.)

Per Cocknurn, C.J.—The Crown is not before the Court, as was
the case in Feather v. The Queen (6 B. & S. 257). This isa case in
which subject and subject are before the Cowt as litigants. One
subject complains of his right having been invaded, which the other
most undoubtedly has invaded, unless it has been done by a lawful
command of the Crown. It is said that this 1s a matter which the
Crown has power to authorise. That might be the case if the party
manufacturing the article were the servant or the immediate agent
of the Crown, and not an independent contractor; but here the
defendants are independent of the Crown, they are not called upon
to enter into this contract if they do not please, it 1s their own act
and at their own option; and on these grounds I think they ought
to pay the patentee compensation for the use of his invention,

Per MeLLOR, J.—I was party to the judgment in Feather v. The
Queen, and I may say that no member of the Court ever contem-
plated the extension of that doctrine beyond the limit there laid
down,

Per Lusn, J.—The claim set up by the defendants is a right to
infringe a patent and manufacture the patented article for their own
profit, in order to enable them to sell the article when so manu-
factured to the Government. That is, I think, beyond the scope of
the privilege which the Crown enjoys.

Per ArcuiBarp, J.—These are proceedings against a company who
infringe the plaintiff’s patent right, in order te carry out the contract
to supply and deliver these rifles to the Crown. Itissaid that a part
of the contract is, that they are to be supplied on the terms tbat the
defendants are to be protected against the patentee. I do not myself
consider that the indemnity is a part of the contract which is referred
to in the special case; but even if it were, it would make no differ-
ence. No doubt if this contract stipulated that these persons were
to be employed as servants of the Crown at a salary or wages, just as
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if they were in the workshop of the Crown, that would be a different
case. The rifles then would be manufactured by the Crown, and
there would be a substantial difference between such a contract and
the present ; for this contract might have been performed by supply-
ing articles manufactured long before the date of the contract. I

do not think this cuse falls within the principle of Feather v. The
Queen.

Dosss against PENN, A.D. 1849. 3 Ex. R. 427.
Novelty of Invention, Subject-matter of a Patent,

CASE for the infringement of a patent of 30th June, 1838, No.
7,710, to W. Dobbs, for ¢ improvements in the construction of racks
and pulleys for window blinds.” Pleas: 1. That plaintiff was not the
true and first inventor. 2. That the invention was not new. 3. That
it was not the working of any manner of manufacture. Issue.

The patent related to a method of adjusting the tension pulley
of a roller window blind by means of a screw clamp capable of
sliding along a so-called box or cuse, which was, in fact, a slit tube.
The specification described the contrivance by reference to drawings,
and also the method of forming the slit tube by drawing a strip of
thin metal through the hollow frustum of a cone, and afterwards
through a draw-plate. Claim : ¢The making such boxes or cases
by means of drawing strips of thin metal through a cone and
through a draw-plate, and the adaptation of tubes so made as boxes
or cases for the slides of bell-pulls and other useful purposes; and
further, the contrivance for fixing the stud of the pulley by means of
a clamp and screw as above described.’

At the trial, defendant gave in evidence the specification of a patent
of 15th Jan. 1810, No. 3,293, to 7. Bayley, for the application of a
serew (instead of a rack and spring) to the moveable slide in sliding
pulleys for window blinds, closely resembling that of plaintiff, and
consisting of a grooved frame, having a slide inside the groove,
with a small covering plate, called an escufcheon, outside, the two
pieces being clamped to the frame by a screw carrying on its spindle
the tension pulley of the window blind. The specification stated :—-
‘ I sometimes make my sliding pulleys without an escutcheon.’

An objection was raised that the application of drawn metal tubes
to the ¢cases’ of window blinds and other useful purposes was not
subject of & patent. PATTESON, J. left the case to the jury.

Verdict for plaintiff.

Rule nisi for a new .trial made absolute by the Court of
Exchequer.

Per Pargp, B.—Two objections were made by my brother
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Talfourd ; one was, that the mode of making the slides of drawn
metal could ot be the subject of a patent, on which it is unnecessary
for us to say anything; for the other, which was that part of the
alleged invention was not new, is, we think, insuperable.

1f the escutcheon be absent, the invention of Buyley differs from
the plaintiff’s in no one respect, except in the mode of attuching the
screw to the slide by means of a nut, which 1s quite immaterial. We
think there must be a new trial, as the part of the invention which
relates to the serew 1s not new.

DOLLOND against , A.D. 1776. Cited 2 H. Bl. 470, 487 ;}

Parl. Rep. 182; 1 Webs. Pat. Ca. 43.

Fiyst Publisher of an Invention.

CASE for the infringement of a patent of 19th April, 1758, No,
721, to J. Dollond, for ¢a new method of making the object-glasses
of refracting telescopes.” The patent related to the construction of
an achromatic object-glass, formed by the union of lenses of crown
and flint glass respectively; whereof the crown glass lens was convex,
the flint glass lens concave. The refractive power of the crown
lens exceeded that of the flint lens, but its dispersive power (called
refrangibility) was less. The specification stated :—¢ There remains
a difference of refraction by which the image is formed, without any
difference of refrangibility to disturb the vision.

At the trinl, it was proved that one Dr. Hall had made such
glasses in 1720, but had not disclosed the secret. The patent was

supported.
(2 H. Bl 470.) In referring to this case BULLER, J. said :—¢The

objection to Dollond’s patent was that he was mnot the inventor of
the new method of making object-glasses, but that Dr. Hell had
made the same discovery before him.  But it was holden that as Dr.
ITull had confined it to hiscloset, and the public were not acquainted
with it, Dollond was to be considered as the inventor.’

DupGEON ageinst Tuoysoy, A.p. 187+, 30 L.T. N.5. 244.
DPractice in Suits where the Injoyment of Patent hus been undisturbed.

Suit to restrain from infringing a patent of 7th Afarch, 1866,
No. 699, to G. T. Bousfield (a communication from abroad by K.
Dudgeon), for ¢ an apparatus used in expanding boiler tubes.’

It appeared that in 1873 plaintiff obtained the affirmation by
the Court of Session in Scotland of an interdict restraining defendant
(who was proprietor of a like patent of later date) from using the
patented invention. The question of novelty was not raised in these
proceedings. JEssEL, M.R. granted an injunction until the hearing
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of the cause, and said :—* The Court can grant an injunction before
the hearing where the pateut is an old one, and the patentee has been
in long and undisturbed enjoyment of it ; or where its validity has
been established elsewhere, and the Court sees no reason to doubt the
propriety of the result ; or where the conduct of the defendant is
such as to enable the Court to say that, as against the defendant
himself, there is no reason to doubt the validity of the patent. I
shall grant the injunction asked for on all these grounds. The
patent is eight years old, as old as the patent in DBetts v. Menzies
(3 Jur. N.5. 357), where it was said that where the patentee has had
long enjoyment he shall bhave an injunction to protect his rights
until trial, even although his rights under his patent be doubtful. It
has been urged that the question of novelty was not raised in Scoi-
lund, or was not decided, but that must have been because a plea of
want of novelty was not put in; or, if put in, was waived. I cannot
regard the decision of the Court of Session on a patent for the
United Kingdom as the decision of a foreign Cowrt. Besides, the
defendant Zhomson was not in the ordinary position of an infringer
asserting want of novelty, for he was the proprictor of a subsequent,
patent, which bhas been decided to be an infringement of the
plaintift’s patent, and so is in a worse position than an ordinary
defendant who might have acted ignorantly.’

DuxyN1cLIFF and BAGLEY agaviist MALLET, A.D. 1860. 7 C.B. N.S. 209.
Falidity of Assignment of part of a Patent.

CASE for the infringement of a patent of 11th June, 1850, No.
13,122, to J. D. Dunnicliff and J. W. Bagley, for ¢ improvements in
lace and other weavings.” 'The declaration recited the grant of the
patent, and certain indentures of assignment whereby the interest in
ove portion of the patent became wholly vested in plaintiffs, Ples
in abatement : Non-joinder of other parties jointly interested with
plaintiffs in a distinct portion of the patent. Judgment for plaintiffs
by the Court of Comnmon Pleas. (Erle, C.J., Crowder, Byles, JJ.)

Per ErvLg, C.J.—The main question is, whether an assignment of
part of a patent is valid. I inclineto think that it is. It is every day’s
practice for the sake of economy to include in one patent several
things which are in their nature perfectly distinct and severable, It
1s also every day’s practice by disclaimer to get rid of part of a
patent which turns out to be old. DBeing, therefore, inclined to
think that a patent, severable in its nature, may be severed by the
assignment of a part, I see no reason tor holding that the assignee
of a separate part which is the subject of infringement may not
maintain an action.



124 DUNNICLIFF ». MALLET.

Per CROWDER, J.—I see no reason to doubt that an assignment of
a separate and distinct part of a patent is valid. No authority hag
been cited to the contrary, and in practice these assignments are

comimon.

EpGEBERRY against STEPHENS. 2 Salk. 447.
First Importer of an Invention,

¢A grant of a monopoly may be to the first inventor by the
91 Jac. I.; and if the invention be new in England, a patent may
be granted, though the thing was practised beyond the sea before;
for the statute speaks of new manufactures within this realm; so
that if they be new here, it is within the statute; for the Act in-
tended to encourage new devices useful to the kingdom, and whether
learned by travel or study, it is the same thing. Agreed by Holt

and Pollexfen.’

Tue Erectric TELEerArPHE CoOMPANY against NOTT, A.D. 1846-7.
11 Jur. 273 ; 2 Coop. Ch. Ca. 413 4 C.B. 462.}

Practice tn Patent Suits. - Injunction. Considerations which gwide the Court,
Particulars of Infringement.

Suit to restrain from infringing three several patents—viz., of
12th June, 1837, No. 7,390; of 2lst Jan. 1840, No. 8,345, to
W. F. Cooke and C. Wheatstone, each, in substance, for improve-
ments in giving signals at distant places by means of electric cur-
rents ; and of 8th Sept. 1842, No. 9,465, to W. F. Cecle, for a like
invention. Injunction refused, with leave to bring an action at law.
On appeal to the Lord Chancellor, order affirmed.

Per Lorp CorrenmaM, L.C.—I have not departed from the
principles laid down by any of my predecessors, that where the
application to the Court is to protect and assist a legal right, it
becomes the Court to be extremely cautious in administering its
equitable jurisdiction by way of injunction; and that such cantion
is requisite for two reasons; first, because if the legal right ulti-
mately fail, or if the acts complained of turn out to be no violation
of the legal right, the Court then has interfered without any autho-
rity whatever, the authority being merely derivative from the legal
right, and in aid and protection of it; secondly, and principally,
because in this Court there is no comparison between the evil of an
error in refusing an injunction, and the evil of an error in granting
an injunction.

The doctrine as to the Court declining to interfere in general,

until the legal right is established, iz open to one exception. The
exception is this: that where a patent has existed for some time,
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and there has, during this time, been a user under the patent, it
is an assertion of a title against all the world. If, during this time,
the patent has been exclusively enjoyed, it is strong corroborative
evidence of the validity of the patent. The Court has in such case
assumed the validity of the patent. The Court has acted as if the
patent were valid, supposing that there was nothing else in question
but the validity of the patent—no question of infringement. The
Court, has given so much sanction to the right asserted by the patent,
as to aid and protect it, till the patent be proved to be invalid.

Three separate actions at law were then brought, one on each
patent. It appeared that the alleged infringement consisted in the
use of an apparatus combining the several inventions.

Rule nisi for particulars in writing of the alleged infringements
discharged by the Court of Common Pleas. Costs to be costs in the
cause.

Per WiLpg, C.J.—It may be impossible for the plaintiffs to point
out which of the several heads of invention they charge the defend-
ant with having imitated ; it may be that the invention consists in
the combiination only. Seeing, therefore, that that which is re-
quired must necessarily very much embarrass the plaintiffs, and not
being satisfied that there is any probability of surprise on the de-
fendant for want of it, or that they do not possess an adequate
amount of information on the subject, though I entertain no doubt
as to the power of the Court to grant it, I am of opinion that this
is, at all events, not a case for the exercise of that nower.

Tiue Eirectric Trrirgraprii CoMPANY against BReTT and LITTLE,

A.p. 1851. 10 C.B. 838.

Evidence of Infringement. Limitation by Title of DPatent, Construction of Spect-

fieation.  Infringement by miraitng part of an Invention, Subject-matter of
a Patent.

CASE for the infringement of a patent of 12th Jumne, 1837,
No. 7,390, to W. F. Cooke and C. Wheatstone, for ¢improvements in
giving signals and sounding alarums in distant places by means of
electric currents transmitted through metallic circurts.’

The declaration recited the patent, and certain indentures of
assignment of the same to plaintiffs, and alleged that defendants
had used and counterfeited the invention. Pleas: 1. Not guilty.
12. That the invention was not a new manufacture within the statute.
14, That it was not an improvement in giving signals through
metallic circuits. And other pleas putting in issue the title of plain-
tiffs. Issue.

The patent related to the so-called Five-needle Telegraph appa-
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ratus, which was tried on the Great Western Railway, but was
speedily abandoned, and gave place to other systems founded upon
it. 'The specification described the apparatus by reference to draw-
ings, and showed it to consist of five galvanometer needles, mounted
on horizontal axes upon a board, and having twenty letters of the
alphabet arranged thereon in a lozenge-shaped figure. The needleg
were caused to deflect either to the right or left, befween 8tops, by
the agency of electric currents, which were dirccted by suitable keys,
and the convergence of any pair of needles npon a letter indicated
that such letter was being signalled. The method of arranging the
conducting wires, battevies, and recording apparatus was explained,
and was substantially that which has existed ever since. The appa-
ratus required six separate conducting wires, viz., one for each of
the five needles, and a sixth, or refurn wire, to bring the current
back to the primary station. The specification stated :—¢ That, if
required, duplicates of the same apparatus were to be provided at
any intermediate places between the two termini, where simulta-
neous and like signals were required to be given.,” It then described
the arrangement of the conducting wires, and stated that the appa-
ratus before the operator, as well as the duplicates at the distant and
intermediate places, would all exhibit the same signals at the same
time.

Claims: 1. ¢We wish it to be understood that we make no claim
to the application of the multiplying coils of conducting wirces herein
described (meaning thereby the galvanometer coils and magnetic
needles), but the improvement in the adaptation of magnetic needles
for giving signals consists in disposing the needles in vertical planes
with fixed horizontal axes; making them heavier at one end than
the other, so that they hang perpendicularly ; and limiting the an-
gular motion by stops against which the needles may rest in suitable
inclining direction for pointing out on a vertical dial the significa-
tion of the signals.’ 2. (Insubstance.) The combining severai needles
so as to give siguals by determinate angular motions. 5. (In sub-
stance.) The improvement whereby the complete apparatus for
giving signals and sounding alarums, as described, may have dupli-
cates of such apparatus at intermediate places between the two ends,
all such duplicates operating simultaneously with each other.

At the trial, 1t appeared that the alleged infringement consisted
in working under a patent of 11th Feb. 1847, No. 11,576, to A. Brett
and (. Little, for improvements in electric telegraphs. In defend-
ants’ apparatus, a light divided ring magnet was suspended ona fine
centre parallel to a flab reel of coiled conducting wire, and was made
to swing a little either to the right or left by electric currents, pro-
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perly directed, and passing through the coil. In the act of swing-
ing, the ring pushed indicating needles, centred on pivots, also to
the right or left, and produced a result resembling that given by an
ordinary galvanometer coil and ncedie. The signals consisted in
combinations of movements of the indicating needles, to the right or
left, and in this way a telegraphic communication could be kept up
by a single wire, while intermediate stations could both send and
rceeive signals. It having been discovered by Steinheil, subsequently
to the year 1837, that a return wire was unnecessary, and that the
earth would complete the circuit, defendants used no return wire, but
buried the ends of short lengths of wire, at opposite termini, in the
ground, and in this way worked with a circuit, part only of which
was metallie, the remainder being the substance of the earth itself.

WiLne, C.J. left, the case to the jury, who found :—3. That the
maenetic ring and indicator used by defendants was a different in-
strument from plaintiffs’ needles. 4. That the sending of signals
to intermediate stations was plaintiffs’ invention. 5. That the
angular motions of needles 1n vertical planes and on horizontal axes
in combination with stops was the mvention of plaintiffs, Verdict
for plaintiffs. Leave reserved.

Rule nisi for a new trial, or to set aside the verdict on these find-
ings, discharged by the Court of Common Pleas.

Per CressweLL, J.—The first ohjection was, that the patent of
the plaintiffs being described in the title as an ¢ Invention of im-
provements in giving signals and sounding alarums in distant places,
by means of electric currents transmitled through metallic circuits,
no infringement had been made by the defendants, or, indeed, could
be made, as long as the circuit they used was not metallie through-
out, but to a substantial extent non-metallic. Now the patentees,
by their specification, do not make any claim to metallic circuits.
What they claim is improvements in giving signals by means of
clectric currents transmitted through metallie circuits, and the im-
provements, as appears by the specification, consist entirely in the
methods and instruments for using the electric current. The circuit
used by the defendants is metallic in all that part which operates in
giving signals, and it is no condition necessary to the existence of
the improvements that the circuit should be metallic in any other
part than that which contains the coils, and operates on tne needles.
It appears to us reasonable to hold that a claim for a patent for im-
provements in the mode of doing something by a known process, is suf-
ficient to entitle the claimant to a patent for hisimprovements, when
applied either to the process as known at the time of the claim, or
to the same process altered and improved by discoveries not known
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at the time of the claim, so long as it remains identical with regard
to improvements claimed, and their application.

The second objection was, in substance, that the plaintiffs’ patent
was for a system of giving signals by means of several wires and
converging meedles pointing to letters, whereas the defendants had
used one wire, and had made signals by counting the deflection of 3
needle or needles, which was found by the jury to be a different system
from that of the plaintiffs. This objection appears to us to be
founded on a wrong construction of the specification, which, we think,
shows the patent not to be for a system of giving signals, but for
certain distinet and specified improvements comprehending those
now in question, the system being described only for the purpoese of
explaining the improvements claimed.

Another objection was that the breach in the declaration, being
that the defendants had used and counterfeited ¢the wnvention’ of
the patentees, was not supported by evidence of the use or counter-
feiting of part only. But on looking at the specification, which
explains what the invention is, it appears to consist of nine specified
improvements ; and the declaration, in speaking of the said inven-
tion, is to be considered as if it charged the using, &ec., of the said
nine improvements, and is sufficiently proved by showing that one
of them has been used.

With regard to the objection as to the claim to the verdict (on
the issue of not guilty) regarding vertical needles, on considering
the finding of the jury with regard to defendants’ instrument (find-
ing 3), in conjunction with the claim in the specification, 1t may be
doubtful whether the plaintiffs can claim the verdict on this ground,
But it appears to us that the use of duplicate apparatus at interme-
diate stations, which the jury bhave found a new invention, and which
was undoubtedly used by the defendants, entitles the plaintifis to
retain their verdict.

It was insisted also that the giving of duplicate signals at inter-
mediate stations was not the proper subject of a patent, being an
idea or principle only, and not a new manufacture. But we think
that the patentees not only communicated the idea or principle that
duplicate signals might be given, but showed how it might be done,
i.e. by a duplicate apparatus at each station; and that this is a fit
subject of a patent. If, as was mentioned on the argument, the de-
fendants have intermediate stations to send as well as to receive
communications, it is a very important improvement, for which the
inventors may probably be entitled to a patent, though they may not
be entitled to use it, unless by the licence of the patentees of the
less perfect invention on which their own is grounded.
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Evruiorr tgainst TURNER, A.D. 1845. 2 C.B. 446; 462, n.
Masdirection by Judge. Construction of Specification.

COVENANT on an indenture of licence by plaintiff to defendant
for the manufacture of buttons according to a patent of 14th Dec.
1837, No. 7,608, to W. Elliott. The issue was, whether certain
buttons made by defendant were made under the licence.

At the trial, it appeared that the specification stated :—¢The
third part of my invention being the application (to the cover-
ing of buttons) of such fabrics only wherein the ground or face of
the ground thereof is produced by a warp of soft or organzine
gilk, such as is used in weaving satin and the classes of fabrics
produced therefrom. CoLTMAN, J. directed the jury :—That unless
the silk were organzine, it was not within the patent. Verdict for
defendant. |

Error brought on bill of exceptions to this ruling. Judgment of
venire de novo by the Court of Exchequer Chamber. (Parke, Alderson,
Rolfe, Platt, BB., Patteson, Williams, Coleridge, Wightman, JJ.)

Per ParkE, B.—The word o, in its ordinary and proper sense,
is a disjunctive particle, and the meaning of the term ¢soft or or-
ganzine’ is, properly, either one or the other; and so it ought to be
construed, unless there be something in the context to give it a
different meaning, or unless the facts properly in evidence, and with
reference to which the patent must be construed, should show that a
different interpretation ought to be made. The learned judge should
not have told the jury absolutely that soft and organzine silk were
the same; he should have stated that the words were cupable of
being so construed if the jury were satisfied that at the date of the
patent only one desecription of soft silk, and that organzine, was used
In satin weaving ; but otherwise, that the proper and ordinary sense
of the words was to be adopted, and the patent held to apply to
every species of soft silk as well as to organzine silk.

Second trial of the same action, and verdict for plaintiff.

ErLwoop and orners against Cunisry and oTHERS, A.D. 1864-5.
17 C.B. N.S. 754; 18 C.B. N.S. 494. }

Assignment by Lxecutors before Registration of Probate.  Account.

CASE for the infringement of a patent for an improved hat ox
helmet for hot climates. Plaintiffs also prayed a writ of injunction
and account. It appeared that plaintiffs claimed under an assign-
ment by the executors of the patentee under the circumstances fol-
lowing :—On 3rd Dec. 1862, probate of the will was granted; on
oth Feb. 1863, the exceutors assigned the patent to plaintiffs; and

X
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on 10th April, 1863, they registered the probate, but delayed to
register the assignment until 14th April, 1863.
At the trial, it was submitted that the executors had no title to

convey at the time of making the assignment (see stat. 15 & 16
Vict. cap. 83, sect. 35), and that plaintiffs could not maintain the
action. ERrLE, C.J. over-ruled the objection. Verdict for plaintiffs,

Leave reserved.
Rule for a new trial refused by the Court of Common Pleas,

(Erle, C.J., Byles, Keating, JJ.)

Per Erii, C.J.—There is nothing whatever in this point, If the
plaintiffs had commenced their action before they had completed
their title, by registering the probate, the case would probably have
been different.

Motion for a rule, in the terms of that granted in Walton v,
Lavater (8 C.B. N.S. 162), for an account ¢ of all profits of which the
plaintiffs have been deprived by means of the infringement in the
declaration mentioned,” and for payment of the same. Rule made
absolute for an account of profits made by defendants by means of the
infringement, from the date of registration of the assignment,.

Per WiLnians, J.—It does not appear from the report of Walton
v. Lavater that the Court absolutely sanctioned the amended form of
rule. The matter was not contested.

Per WiLLES, J.—We do not decide that the plaintiffs could not
recover in the cause any damages they may have sustained. All we
decide is that such damages can only be recovered at the hands of a
jury, and not by means of an account taken before the master under

stat. 15 & 16 Viet. cap. 83, sect. 42.

ELMSLIE against BOURSIER, A.D. 1869. L.R. 9 Eq. 217.
Infringement by Importation and Sale of Patented Articles.

Suit to restrain from infringing a patent for the manufacture of
sheet tin. It appeared that defendant had consigned to a London
agent several parcels of tinfoil, manufactured in Paris, according to
the patented invention. Decree for injunction, and account as
prayed, with an inquiry as to damages, and the costs of the suit;
following the decree in Betts v. Neilson (L.R. 3 Ch. 429). But see
the judgment of the House of Lords in Betts v. Neulson (L.R.5
H.L. 27), where the decree for an account and inquiry as to damages

was made alternative.

Per Jauss, V.C.—I am of opinion, in this case, that the obtaining
from abroad and selling in this country an article manufactured
according to the specification of a patent, is a violation of the

privileges granted hy the letters patent.
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Rex versus Eisg, A.p, 1785. Bull. N.P, 76 ; Dav. Pat. Ca. 144.
Novelty of Invention.

Seci. fa. to repeal a patent of 29th Oct. 1779, No. 1,235, to
A. Else, for ¢ a certain new manufacture of lace, called French or wire-
ground lace, which is much stronger than any hitherto invented.’
The specification stated the invention to be ¢ mingling a fine thread
of silk or other such material with thread, flax, hemp, cotton, which
has usually been worked in a stocking-frame, which addition gives
strength, firmness, and durability to the work. The manner of work-
ing the same is such as is common in making open work.” There
was no separate claim.

At the trial, it appeared that, prior to the patent, silk and cotton
thread had been used together and mixed upon the same frame for
making lace. Defendant’s counsel admitted this to be the fact, but
said he could show that the mixed thread was inadequate for making
lace.

BUuLLER, J. said :—*¢ It will be to no purpose. The patent claims
the exclusive liberty of making lace composed of silk and cotton
thread mixed, not of any particular mode of mixing it; and there-
fore, as it has been proved that silk and cotton thread were before
mixed on the same frame for lace in some mode or other, the patent
i3 clearly void.’ Verdict for the Crown.

Featuer, suppliant, against THE QUEEN, A.D. 1865. 6 B. & 8. 257,
Right of the Crown to use a Patented Invention.

Petition of right, alleging that suppliant, R. B. Feather, was
grantee of a patent of 26th Nov. 1852, No. 884 (in part disclaimed),
for an invention of improvements in the construction of ships, and
that the commissioners for executing the office of Lord High Admiral
of the United Kingdom had infringed the patent right, by the con-
struction and use of a ship for the service of the Crown called the
Enterprise, to the damage of the suppliant of 10,000/. The Crown,
after setting out the patent, specification, and disclaimer, demurred
to the petitien of right. Judgment for the Crown.

The patent was in the usual form, and contained, nter alia, the
clause that the letters patent should be ¥ taken, construed, and ad-
judged in the most favourable and beneficial sense for the best
advantage of’ the patentee. There was also a proviso, on the part
of the Crown, that ¢if the said R. B. Feather, his executors, adminis-
trators, or assigns, should not supply or cause to be supplied for our
service all such articles of the said invention as he or they shall be
required to supply by the officers or commissioners administering the
department of our service for the use of which <ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>