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PREFACK,

Tur Patents and Designs Act, 1907, mtro-
duced several modifications into the laws ve-
lating to Letters Patent for inventions, wihich
ought to be of considerable benefit both to
hond fide patentees and to the public.

The procedure for amendment of a specifica-
tion by the Court during the progress of an
action for infringement or a petition for revoca-
tion is a distinct improvement upon the old
roundabout process of obtaining a stay of the
proceedings while an application was made at
the Patent Office for leave to amend. The
restoration of a patent that has lapsed by non-
payment of a renewal fee may be a valuable
feature for many a worthy but poor inventor,
and may save him from losing his invention
through his poverty. The submission to the
Court of applications for compulsory licences °
and for extension of the term of a patent which
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has not brought wealth to the patentee are also
important improvements in procedure. The
power over costs given in the former should
make licences more easy to obtain, while the
substitution in the latter of a judge of the High
Court for the Judicial Committee of the Privy
Council affords a useful saving of judicial time,
as well as a lessening of expense to applicants,
who from the very nature of their case are not
likely to be particularly wealthy.

The hardship upon innocent infringers of
being held lable for damages for breach of a
patent of which they have never heard has
been removed, and it has been made incumbent
upon patentees who desire to reap the benefits
of their patents to acquaint the public with the
fact of their existence.

The great feature, however, of the Act, and
that which has produced the greatest popular
effect, 1s the provision for enforcing the work-
ing of Patents for the Umted Kingdom within
the Umted Kingdom under the penalty of
forfeiture. This provision makes statutory what
the anthor has always maintained was a require-
ment of the common law, and thus marks a
return to the principles of that law of common
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sense which, as the sole exception to its pro-
hibition of monopolies in commercial matters,
permitted the introducer of a new industry to
obtain protection from competition for a limited
number of years as a reward for his services to
the public in providing a new industry for the
King’s subjects. The Statute of Monopolies
does not hint at legality for a monopoly of
importation of any commodity; such a monopoly
could, indeed, only be invalid as being necessarily
detrimental to the public by preventing com-
petition between importers, and consequently
increasing prices. L'he Statute of Monopolies was
never intended to protect foreign manutacturers
against the competition of British subjects, and
a grant of monopoly for such an object must be
wholly beyond the limits of the Royal Pre-
rogative, under which every patent 1s granted,
and which can only be exercised for the benefit
of the subjects of the Crown.

In one or two particulars the Act might be
improved. For instance, there does not appear
to be any reason why the right of counter-
claiming for revocation should not be extended
to every defendant in an action for infringe-
ment who is entitled to challenge the validity
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of the patent, nor doos there seem to be any
reason why tho plaintiff in a threats action
should not also be entitled to asik for revocation
m the action.

The limitation on the use of the descriptive
word *patent” might also have been made
more explicit; the Act does not make it quite
clear whether a patentee is entitled to go on
describing his invention as * patent” without
any limitation of time, or whether the descrip-
tion ¢ patent’ is to be confined to things which
are actually subject to patent rights at the time.
The alteration in the phraseology from the
older Act suggests that the latter was intended,
but the fact that the express limitation placed
on the use of the word * registered” was not
extended to ¢ patent” favours the former
reading.

It 18 not the object of this volume to teach
an inventor how to take out a patent without
professional assistance. The admirable book
of Instruction given away by the Patent Office
tells everything about the routine work, while
1t 18 1mpossible-in a book to teach the art of
drafting specifications, which can only be
acquured by practice. The inventor who 1s
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wigse enough to distrust his own unaided genius
in finally settling lhis specification and claims
will find a fow guineas spent on expert assis-
tance a sound investment.

The author’s object has been to present the
legal aspect of patents in a handy form which
will show the patentee and the public what are
their rights and liabilities, and which will give
to the solicitor all the information he requires
about litigation of any kind relating to patents
of which he may have the supervision.

A few conveyancing forms have been added
in the Appendix which will be found useful in
cases of frequent occurrence in practice.

G. F. EMERY.

H, Kina's BENcR WaLk, TemrprLe, E.C.
June, 1909.
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INTRODUCTION.

Tue regular toxt-books on Patent Law, like most
other legal text-books, have a tendency to grow more
and more bulky as successive editions mmake their
appearance. Admirable as these mighty volumes
may be for giving with the utmost minnteness
information upon every detail connected with patent
law and practice, there does seemn to be need for
a small volume that will enable the ordinary solicitor
and his client the patentee or the infringer to
survey their position and to do their work without
spending unlimted hours in the study of ponderous
books. |

Patent Office procedure is one branch of patent
practice, and, though of great interest to patent
agents, it is of very little interest to solicitors.
Patent litigation is another branch of patent practice
which is interesting to solicitors, and comparatively
uninteresting to patent agents. It seems a pity to
combine these two subjects in one volume, of which
half must of necessity be more or less useless to the
one profession or the other. The present volume

1
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does not attempt to deal with the ordinary business
of the patont agent, but confines itself almost entirely
to that part of patent practice which concerns
solicitors and the Courts of Justice. There is not any
attempt to deal minutely with the question of subject
matter or to discuss at any length the effect, if any,
of recorded cases in which something was held to be
or not to be subject matter for the grant of a patent.
This, like most other matters in connection with the
probable result of litigation, must be a matter for
expert consideration in each case, and it is not the
object of this book to provide an ineflicient substitute
for such expert advice. Its object is rather to show
the solicitor what he ought to bear in mind when
charged with the conduct of patent litigation. The
main difficulty in patent practice 18 not to learn the
law, which is exceedingly simple, but to apply that
law to the facts, which is often exceedingly difficult.

The solicitor need not, as a rule, trouble himself
about the application of the law to the facts, but it 1s
very important that he should know enough of the
law to enable him to so marshal the facts as to
enable others to deal with them in a satisfactory
manner.



CHAPTER 1.

NATURE OF A PATENT AND ITS SUBJECT
MATTER.

Lerrers Patent for an invention are a monopoly
which, by the common law and by section 6 of the
Statute of Monopolies, the Crown is permitted to
grant for a term of fourteen years to the true and
first inventor or inventors of any inanner of new
manufactures within this realm, which others at the
time of granting such monopoly shall not use, so as
they shall not be contrary to law nor mischievous to
the State by raising prices of commodities at home or
hurt of trade or generally inconvenient.

The Patents and Designs Acts, 1907 and 1908, and
the rules made by the Board of Trade thereunder,
regulate the procedure for granting such Letters
Patent for monopolies and for their revocation. The
rules of the Supreme Court, especially Order LIIIa,
made under the Act of 1907, regulate the methods of
enforcing rights under such Letters Patent, and the
methods by which members of the public can obtain
redress from the Court in case such Letters Patent
have been improperly granted, or are being im-
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properly used by the monopolists—the patonteos.
The right of the Crown to grant Letters Patent for &
monopoly to a true and first inventor has been
extended to include the personal representatives of
the true and first inventor, and to n joint grant to
him or them with other persons (see sections 1 and
43). Where a grant is made to two or more persons
jointly, unless the patent otherwise specifies, they
will be joint tenants for the purpose of the devolution
of the legal interest—i.e. the legal mterest will pass
to the survivor—and, subject to any contract to the
contrary, each such person will be entitled to use the
invention for his own profit without accounting to
the others, but will not be entitled to grant a licence
without their consent, and if any such person dies,
his beneficial interest in the patent will devolve on
his personal representatives as part of his personal
estate (section 37), the survivor thus becoming &
trustee of his share for them.

The Statute of Monopolies mentions only the true
and first inventor, but the Courts soon decided that
the true and first importer of an invention was for the
purposes of the Statute an inveutor. As was declared
in the case of Fidgeberry v. Stephens, 2 Salk. 447, in
1691, ©“ A grant of a monopoly may be to the true and
first inventor by 21 Jac. 1., and if the inventiion be
new in England, a patent may be granted, though the
thing was practised beyond the seas before, for the
statute speaks of new manufactures within this realm,
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so that if they be new here it is within the statute,
for the Act was intended to encourage now devices
useful to the Kingdom, and whether learned by travel
or by study it is the same thing.”

The personal representatives of an importer are of
course in exactly the smme position as those of an
actuel inventor in the ordinary sense.

In order to protect foreign inventors from having
their inventions stolen and made the subject of patent
grants to those persons who have stolen them, a
foreign patentee is permitted, subject to the pro-
visions of section 91, to have his patent i this country
antedated to the date of his first foreign patent. A
foreign inventor must, however, take advantage ot
this provision when he applies for his patent; he
cannot apply in the ordinary way and then afterwards
ask to have the patent antedated so as to affect a
prior importer (dcetylene Illuminating Co. v. United
Alkele Co., 1902, 19 R.P.C. 213, C.A. 20 R.P.C. 161;
The British Tanning Co. v. Groth, 1891, 8 R.P.C. 121;
see also Shallenberger’s Application, 1889, 6 R.P.C.
550).

The mere fact that an importer has stolen the
invention abroad does not affect his right to a patent,
but if there be any confidence between the importer
and the inventor which would make it fraudulent on
the part of the importer to apply for a patent in this
country, it is possible that the inventor could apply
to have a patent which had been granted to the
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importer revoked on the ground that it was obtained
in fraud of his rights, and in such case the patent
could be re-granted to the inventor (see sections 190
and 25). The point has been raised but has not been
determined (see re Avery’s Patent, 1887, 36 C.D. 307,
re Maris’ Patent, 1908, 25 R.P.C. 553).

The most ordinary case of a patent being granted
to an importer is that in which a patent is granted
to a patent agent. in this country on an application
expressed to be made npon a communication from
abroad from a named party. Insuch casesthe patent
agent who makes the application becomes the actual
legal patentee, but he is merely a trustee of the
patent for his foreign principal. The position of such
u patentee as trustee is not affected by reason of his
having made some improvement upon the invention
as originally communicated to him (Moser v. Marsden,
1893, C.A. 10 R.P.C. 350).

This trust exists only when the invention has been
communicated with the object of enabling the com-
municatee to obtain a patent. If a person in this
country without being under any obligation to his
correspondent has obtained from some person abroad
the details of an invention, he is entitled to apply for
a patent for it and to describe himself as the true
and first inventor (Steedman v. Marsh, 1856, 2 Jur.
N.S. 301). Similarly a person abroad obtaining the
details of an invention abroad is entitled to apply by
letter for a patent and to describe himself as the true
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and first inventor (ro Wirth's Patent, 1879, 12 C.D.
303 ; see also section 1).

Where there are rivai inventors the first who
applies for a patent is the true and first inventor
(Cornish v. Keene, 1835, 1 W.P.C. 508).

Except in the case of an importer the true and
first inventor must himself have taken some part 1n
the process of invention, but he may have had con-
sidevable assistance from servants and others without
being thereby disentitied to call himself the inventor.
Thus a master who has given his servants directions
upon which tn work is entitled to the result of such
work, but if . servant by his own ingenuity and
without any assistance or directions from his master
has made an invention, even in his master’s time, he
alone is the true and first inventor (see Von Heyden
v. Neustadt, 1880, 50 L.J.Ch. 128, Allen v. Rawsou,
1845, 1 C.B. 566, Heald’s Application, 1891, 8 R.P.C.
429, Marshall and Naylo’s Patent in re 1900, 17
R.P.C.553) Although the master cannot as the true
and first inventor apply for a patent for an invention
made by his servant, there may of course be an
arrangement between them that if the servant sheuld
make an invention and take out a patent, he should
become a trustee thereof for his master, and the
master will then be entitled to a declaration to that
efftect ( Worthington Pump v. Moors, 1903, 20 R.P.C.
41). The question who is the true and first inventor
in any case 1s one purely of fact, which must be
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determined upon the ovidence. It is therefore im-
portant, whenever there is nny doubt as to whether
n patentee was the true and first mventor or not, to
obtain the clearest possible information of the facts
upon which his claim is founded or disputed.

It need hardly be said that where the person
described in a patent as the true and first inventor is
not such in fact, tho patent is wholly bad, and it can
by the appropriate proceedings be revoked at the
instance of any member of the publie.

SUBJECT MATTER OF A PATENT.

The next point for consideration is the subject-
matter of a grant of Letters Patent for a monopoly.
This in law may be dismnissed in a very few words.
In the language of the statute of monopolies i putent
must be for the working or making of some manner
of new manufacture within this realm, which others
than the mmventor at the time of making such Letters
Patent shall not use, and which is not contrary tolaw.
Leaving out of consideration the case of a thing, the
use of which is contrary to law, such as a burglar’s
tool or a machine for picking pockets, there are only
two requisites for subject-matter. There must be

some manner of manufacture, and it must be new
within this realm.

WHAT 18 A NEw MANUFACTURE ?
Manufacture not only comprehends productions, but
1t also comprehends the means of producing them.
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Thorefore, in addition to the thing produced it will
comprehend a new machine or a new combination of
machinery, & new process or an lmprovement of un
old process (Ralston v. Smith, 1865, 11 H.L.C. 223).

Manufacture involves the production of something,
and unless the production of something be an object,
there cannot be subject-matter for a patent. Thus
investion, in the language of patent practice, must be
discriminated from discovery which need not involve
the production of anything. The discovery of the
fact that a magnetic needle will point to the north
would not be a manufacture, but a novel application
of that fact to the manufacture of a compass would be
good subject-matter for a patent. So the discovery
that one of two known methods produced a better
result than the other is not invention. ‘I'he discovery
of & new e¢lement would not, but a new method ot
extracting an element, new or old, from its ore would
be a new manufacture.

When the manufacture is the thing produced, it
must differ from other things of the like nature by
more than mere form. Some new art must have been
imvolved in its production, there must have been
something that can be regarded as inventive gkill,
as distinguished from mere adaptive skill and sound
Judgment in the exercise of known arts (Beavis v.
Bylands Glass & Engineering Co., 1899, 17 R.P.C. 93).

T'he question whether a novel production is the
result of invention or of adaptive skill is often one of
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considerable difficulty, and its determination requires
o careful consideration of all the circumstances
surrounding the production of the new article.

Closely connected with the question whether whut
is claimed as the subject-matter of a patent is a
manufacture is the question whether it is new within
this realm,

ANTICIPATION.

Subject to the exceptions hereafter noticed, a thing
claimod as the subject of a patent will not be new
within this realm, if it can be proved that any person
within the realm, other than the alleged inventor, had
before the date of the application made or used within
the realm the thing claimed, or if anyone had
published or acquired within the realm a full descrip-
tion of how to make or use it without being under any
obligation to the alleged inventor not to make use of
the knowledge so attained.

In order to enable an opinion to be given as to
whether there is or is not good subject-matter in a
patent, it is necessary to have full information of
everything that has been done on similar lines prior
to the date of the patent, and also to examine care-
fully all prior publications dealing with similar
matters. Proof of a single user of the thing claimed,
other than such user as 1s involved in experimental
work, or of a single publication, that is publication to
a single individual not under pledge of secrecy, or by



NATURE OF A PATENYT AND SUBJEOT MATTER, 1l

depositing & singlo copy of a descriptive publication
in & place where the public would have access to it,
is sufficient to invalidate a patent. The Crown has
not any right by the grant of a monopoly to deprive
any subject of the right to continue to do that which
he had previously done, or which he previously knew
how to do, or had the means of knowing how to do.

EXCEPTIONS TO ANTICIPATION.

Kxceptious to the rule as to prior publication de-
feating a patent have been mentioned; they are the

following :

By section 15:
A patent granted to the true and first in-

ventor shall not be invalidated by an application
in fraud of bim, or by provisional protection
obtained thereon, or by any use or publication
of the invention subsequent to that fraudulent
application during the period of provisional pro-
tection, 1. e, between the acceptance of the appli-
cation and the sealing of the patent (section 4).

By section 41:

(1) An 1nvention covered by any patent
applied for on or after the first day of January,
1905, shall not be deemed to have been antici-
pated by reason only of its publication in a
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specification left pursuant to an application
made in the United Kingdom not less than
fifty years before the date of the application
for the patent, or of its publication in a pro-
visional specification of any date not followed
by a complete specification.

(Provisional spoecifications have not been published
since 1885 unless followed by o complete specification).

(2) A patent shall not be held to be invald
by reason omly of the invention in respect of
which the patent was granted, or any part
thereof having been published prior to the date
of the patent, if the patentee proves to the
satisfaction of the Court that the publication
was made without his knowledge and consent,
and that the matter published was derived or
obtained from hun; and, if he learnt of the
publication before the date of his application
for the patent, that he applied for and obtained
protection for his invention with all reasonable
diligence after learning of the publication.

It will be noticed that under section 15 if the
true and first inventor lodges an application for a
patent before the patent has Leen actually sealed on
the fraudulent application, a patent granted on his
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application will not be affected (a) by any publication
or user consequent on the fraudulent appliontion ;
nor (b) by any publication or user, independently of
that application, if it have not commmencod before tho
accoptanco of the fraudulent application. There does
not appear to be any obligation upon the true and
first inventor to take any steps for the revocation of
the patent obtained in fraud of his rights; ho can
simply disvegard it, unless it be set nup by way of
defence to an action for infringement brought by
him.

Section 41 (1) covers only the mere paper anticipi:-
tion by the specification; it does not cover any con-
current publication taken from or having reference
to such specification or its subject matter, or to any
prior user in which the directions of such specification
have been carried into practice. For example, a
foreign specification deposited in the Patent Office
more than fifty years ago would be an anticipation,
though a British specification of the same date would
be excluded.

Section 41 (2) is of far wider application, and is
intended to provide for the case in which persons to
whom the inventor has communicated his invention
have published it before the date of his application.
The inventor who communicates his invention to any-
one before applying for a patent may now in theory
secure himself by telling those to whom he 1s about
to communicate it that the communication 1s made in
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confidence. Such n communication never was of it-
self a publication that would invalidate a subsequent
patent, but if the person to whom it was made broke
faith and published it to a third person without
making such subsequent publication confidential the
inventor might have lost his rights. It will be suffi-
cient now to apply for a patent with reasonable
expedition after hearing of unauthorised publication,
even though the publication may have been of a
goneral character. 'These two sections ought to safe-
guard an inventor from having his invention stolen
or given away to the public.

There is one other case in which prior publication
does not anticipate a patent. By section 45—

The exhibition of an invention at an in-
dustrial or international exhibition certified as
such by the Board of Trade, or the publication
of any description of the invention during the
period of the holding of the exhibition, or the
use of the invention for the purpose of the ex-
hibition in the place where the exhibition is
held, or the use of the invention during the
period of the exhibition by any person else-
where without the privity or consent of the
inventor shall not prejudice the right of the
inventor to apply for and obtain a patent in
respect of the invention or the validity of any
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patent granted on the application; provided
that—

(@) The exhibitor before exhibiting the in-
vention gives the Comptroller the
prescribed notice of his intention to
do so; and

(b) The application for a patent 1s made
hefore or within six months from the
date of the opening of the exhibition.

2. His Majesty may by Order in Council

apply this section to any exhibition mentioned
in the Order 1 like manner as if it were an
industrial or international exhibition certified
as such by the Board of Trade, and any such
order may provide that the exhibitor shall be
relieved from the condition of giving notice to
the Comptroller of his intention to exhibit, and
shall be so relieved either absolutely or upon

such terms and conditions as may be stated in
the Order.

NATURE OF ANTICIPATION REQUISITE TO DEFEAT
A PATENT.

For either a prior user or a prior publication the
exact thing claimed must have been used or published,
and a paper anticipation must be as full in its descrip-
tion as a complete specification is required to be—that
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18, it must parvticularly describe and ascertain tho
nataro of tho invention and the manner in which the
same 14 to be porformoed. The information in the prior
publication must be oqual to that given by the subse-
quent specification (Moseloy v. Victoria Rubber Co.
1887, 4 R.P.C. 252; Hills v. Hvans, 1861, 31 IL.J.
Ch. 463)—that 1s, it must bo sufficient to enablo
any competent porson to carry out the invention—
(Ehrlich v. Ihlee, C.A., 1887, H R.P.C., 457; Otto v.
Linford, C.A., 1881, 46 L.'1. 85 ; Betts v. Menzies, 1865,
10 H.L.C. 117 ; Gadd v. Manchester, Mayor of, 1892,
C.A. 9 R.P.C. 532; Pneumatic Tyre v. Leicester
Pneumatic Tyre, 1899, C.A. 16 R.P.C. 50 ; Shrewsbury
v. Sterck, 1896, C.A. 13 R.P.C. 53).

It should be borne in mind that although it may
be possible by comparing and studying a number of
documents to obtain sufficient information to enable
one to carry out the invention claimed in a subsequent
patent, it does not follow that any one, or all of those
documents i1s an anticipation, for an anticipation must
be complete in itself (von Heyden v. Neustadt, 1880,
50 L.J. Ch. 128).

PRIOR PuBLIC KNOWLEDCE.

Careful iInquiry into the previous history of a sub-
Ject and of analogous subjects may fail to disclose any
exact anticipation of the thing claimed by a patent,
but it may show that what is claimed is merely the
result of adaptive skill or is something in the nature
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of an ordinary workshop expedient rather than an
imvention. Where the subject-matter is8 of a me-
chanical nature the investigation must be extended
to allied or analogous work. 'T'ho mere application to
motal of a device previonsly used for wood is not in-
vontion (Harwood v. G.N.R., 1863, 11 H.L.C. 654
cf, Rickmann v. Thierry, 1897, H.L. 14 R.P.C. 105).
Similarly the use of what is known to be a chemical or
mechanical equivalent for something that had been
used before is not invention, though the discovery
that two things ave equivalents and the substitution
of one for the other may be made the subject of a
valid patent (Horton v. Mabon, 1862, 16 C.B.N.S.
141). 'The question of subject watter is often one of
areat difficulty, and the information as to public know-
ledge and prior usage cannot be too full.

Such information is not only important from the
point of view of validity but also for the purpose of
construction. A person who applies for a patent is
entitled to assume that the public are acquainted with
all that 1s generally known about the subject. In
order to enable the Court to say what the patentce
has claimed 1t 1s usually necessary to put the Court
into the position of those engaged in or acquainted
with the industry to which the patent relates at the
date of the application. A claim which at first sight
night appear toone unacquainted with the subject very
general, may, atter a careful consideration of the state
of public knowledge at the date of the application, be

2
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found to be obviously intended to have a far narrower
meaning. The Court will not, if it can avoid it, make
a patentee claim as new something so well known that
overy one to whom the specification would appeal
must have known it to be old, so that if it be possible
a narrow reading that will make a patent good will
be preferred to a wide reading that will make it in-
valid. This question of wide or narrow construction
is often of very great importance, because a person
charged with infringement may be able to show that
if the narrow reading be adopted he has not infringed,
while if & wide construction be adopted the patent is
invalid. There may be some third intermediate con-
struction on which the patent may still be good and
yet be wide enough to catch the defendant, and to
establish or disallow this construction may be the
chief aim of the respective parties.

THE SPECIFICATION.

The actual Letters Patent, though valuable as a
document of title, are comparatively unimportant in
patent practice apart from conveyancing. In every
case of patent litigation the most important docu-
ment i1s the complete specification. Every applicant
for a patent must, before his patent can be sealed,
file at the Patent Office a complete specification, in
which he must particularly describe and ascertain the
nature of the invention and the manner in which the
same is to be performed. Where the applicant ov
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tho Comptroller consider it desirable, drawings
illnstrating the invention must be supplied by the
applicant, and those form part of the specification.
The specification must commence with the title,
which must sufficiently indicate the subject matter,
and must end with a distinct statement of the
invention claimed (section 2.3).

In the case of a chemical invention the Comptroller
may require the applicant to furnish samples of the
substances before the specification is accepted
(section 2.9).

The specification must be sufficiently clear to
enable a person conversant with the subject tc carry
out the invention without exercising more than the
ordinary skill of a good workman, though not
necessarily without any trals or experiments, which
muy be necessary however clear the description may
be (Hdison and Swan Electric Light v. Holland, 1889,
C.A. 6 R.P.C. 243). One unportant object and
purpose of a specification is to enable a reasonably
well-informed workman at the end of the term of
protection to carry out the invention (Lord Halsbury
L.C. in Tubes v. Perfecta Seamless Steel Tube Co.,
1903, H.L.. 20 R.P.C. 77). Another and perhaps an
even more important object of the specification, and
particularly of the claims with which it must
conclude, 1s to warn the public what they must avoid
if they wisa to escape the penalties of infringe:nent.

The claims are the most vital part of a specifica-
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tion; each is independent of tho others, and in order
to succeod in an action for infringement the patentec
must show that there has been an adoption by tho
defendant of some new invention adequately de-
scribed in a claim according to its fair construction.
The claim must state by express words or by plan
reference to the rest of the specification what is the
invention for which protection is demanded (Ingersoll
Sergeant Co. v. Consolidated Puneumatic Tools Co.,
H.L. 1907, 25 R.P.C. 61, p. 82). There is no such
thing as infringing the equity of a patent (Dudgeon
v. Thomson, 1877, 3 A.C. 34, quoted Harrison v.
Nicholson, C.A. 1908, 25 R.P.C. 393).

A single bad claim will invalidate 2 patent (Brittsh
Horse Shoe v. Claughton, C.A. 1906, 24 R.P.C. 33).

DISCONFORMITY.

The specification above mentioned is the complete
specification, but theve is another kind of specification
called a provisional specification, which may have
some importance. A provisional specification may be,
and usually is, left instead of a complete specification
when first making application for a patent,and need
only describe the nature of the invention. I‘ormerly,
if a provisicnal specification had been first lodged
and the complete specification lodged subsequently
had comprised an invention which was not included
in the provisional specification, and which could not
be regarded as a fair development of anything so in-
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cluded, the patent was invalid, this ground of invalidity
being known as disconformity. Section 42 of the
Act now provides that “ A patent shall not be held to
bo invalid on the ground that the complete specificu-
tion claims o further or different invention to that
contained in the provisional, if the invention therein
clatmed, so far as it 18 not contained in the provisional,
was novel at the date when the complete specification
was put in, and the applicant was the first and truc
inveutor thereof.”” 'I'hus, where there is disconformity
the patentee must be prepared to prove that the
added invention was new at the date of the complete
specification and that he was the inventer of it. The
burden of proving that a case comes within the ex-
ception would appear to rest with the patentee, and
in pleading would be alleged in the reply in answer
to a defence that the patent was invalid on the
ground of disconformity. It would require to be
specially pleaded in this way, and the patentee would
of course have to be prepared with evidence in sup-
port of his plea.

‘““ Novel ” would seem to mean that it must at the
date of the complete specification have been such that
an application for a patent for it conld have been pro-
perly made on that date. Thus prior publication by
the mventor,or with his knowledge and consent, would
be sufficient to invalidate the patent.

Where a person attacking a patent on the ground
of disconformity knows of any publication between
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the dates of the specifications this should be pleaded
when setting up the disconformity, and if he has also
evidence that the paientee was not the true and first
inventor of the added invention this should also be
pleaded at the same time.

WHAT 18 GRANTED BY A PATENT.

According to the Statute of Monopolies that which
the Crown may grant is the sole working or making
of the invention, as we may now designate the
subject of the gront (see section 93). In the words
of the actual grant it is ‘‘ that the patentee by Ihm-
self, his agents or licensees, and no others, may at all
times during the term of the patent, make, use, exer-
cise, and vend the said invention 1 such manner as
to im or them may seem meet, and that the patentee
shall have and enjoy the whole profit and advantage
from time to time accruing by reason of the imven-
tion.”

Since the Letters Patent are necessarily subject to
the Statute, which does not refer to using or vending.
it would seem to follow that the sole right to use and
vend wasintended to bemerely supplemental to,and for
the protection of the right to work and make. There
conld not very well be any advantage to the public in
a mere monopoly of selling, which would simply
enable the monopolist to charge his own price with-
out conferring any corresponding benefit on the
public. The working and making of a new manufac-
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ture within the realm is, on the contrary, a public
benefit, since it ineans the mtroduction of a new
industry. This common-sense view of tho statute
was for some timo previously to the year 1807 lost
sight of, with the result that foreign manufacturers,
instend of using their patents to introduce new
industries into the United Kingdom, used them to
exclude such industries by themselves manufacturing
ubroad and preventing anyone else from doing so in
the United Kingdom.

The legislature has now made it clear that the sole
right of vending is subsidiary to that of working and
muking, and also that a person who obtains from the
Crown the sole right to work and make an invention
within the realm is expected to make an active use of
that right. It 1s, in fact, made clear that there are
duties imposed upon a patentee correlative with his
rights, and that failure in the duty forfeits the right.

The method of enforcing the performance of a
patentee’s duty is dealt with later (see Chap. VIII),

Although the rights granted to a patentee are very
wide, the legislature has now 1mposed restrictions for
securing the public from oppression by such monopo-
lists. 'The effect of these provisions, which will be
dealt with fully hereaiter, are that a patentee is
bound to work, or permit others to work his patent so
as to satisfy the reasonable requirements of the
public, and this will not be the case if, among other
things, any irade or industry in the United Kingdom
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18 unfairly prejudiced by the conditions attached by
the patentee to the purchase, hire, or nse of tho
patented article, or to the using or working of tho
patentod process.

The Act also forbids, save under certain conditions,
a patentee from bargaining for indirect benefits with
n purchaser, lessee, or licensee as by restricting him
from purchasing or acquiring articles that are not
patented, excebt from himself or his nominees, or
from using any article made by som»s other manufac-
turer. These matters will be dealt with later.

INFRINGEMENT.

Whenever any person without the licence of the
patentee does anything which can fairly be termed a
” ¢ exercising,” or “vending ” of
the invention claimed in the patent, such person is
said to have infringed the patent, and is liable to be
proceeded against by the patentee for such infringe-
ment.

Subject to the statutory restrictions, which will
shortly be considered, the patentee has a right to
prevent any person from making, using, exercising, or
vending his invention within the United Kingdom
and the Isle of Man during the term of the patert,
save on such conditions as ke may think fit to impose.
Thus he may permit one person to make and another
to use, and may limit such user to use in a particular
manner or in a particular place. For instance, the

“making,” ¢ using,
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patentee of & machine may license n machine to bo
made in accordance with his invention for use for o
particular purpose or in a particular place only, and
in connection with some special attachment by which
the extent of the user can be ascertained. The person
in whose possession the machine remains may or may
not be the owner of the machine, and thus may or
may not be entitled to sell it, while the machine itself
may be liable to be soized and sold under a distress
for rent. In case of such & sale the purchaser would
become the owner of the machine, but would not by
reason of such ownership be entitled to make any use
of it during the term of the patent without the express
licence of the patentee. The mere possession of the
machine would, however, be free from any objection
so far as the patentee was concerned (British Muto-
scope v. Homer, 1901, 18 R.P.C. 177; British United
Shoe v. Collier, C.A., 1909, 26 R.P.C. 21). 'The
restriction on user would be a condition attached
to the machine, and the possibility of such a condition
being attached is a distinctive feature of any patented
machine, distinguishing it from any ordinary machine,
of which the owner may make any use that he pleases
(3cGruther v. Pitcher, 1904, 2 Ch. 306 ; cf. Badische
Anilin v, Isler, 1906, 23 R.P.C. 173, p. 180).

When a patentee sells a patented article to a
purchaser without any conditions as to user, the law
presumes that the purchaser has an implied licence
to him or any assignee from nim vo use, or sell,
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or othorwise deal therewith as he or they way
please.

1f the patentee wishes in any way to restrict this
licence he must do 8o at or before the time of purchase,
and must make such restriction fully known to the
purchaser before the purchase is completed.

The requirement as to notice of restriction does not
apply to a purchaser from any person other than the
patentee, for every person who purchases from a
person other than the patentee must make sure that
the sale to him is duly licensed, and, if it be not so
licensed, the purchaser will be an infringer if he
makes any use of what he has purchased (1omas v.
Hunt, 1864, 17 C.B.N.S. 183 ; Betts v. Wilmut, 1871,
L.R. 6 Ch. 239; Incandescent Gas v. Cantelo, 1895, 12
R.P.C. 262; Incandescent Gas v. Broydem, 1899, 16
R.P.C. 179; McGruther v. Putcher, 1904, 2 Ch. 306;
Badische Anilin v. Isler, 1906, 23 R.P.C. 173). Where
the sale 1s by a person who is,in fact, an agent of the
patentee, the result is the same as though the sale
were by the patentee himself (Badische Awnilin v.
Isler). When user alone is restricted, the vestriction
comes to an end when the patent expires, but where
the first possession of an article made in accordance
with a patent is an infringement, the expiration of the
patent does not necessarily free the article from
illegality. Thus it 1s an infringement of the patentee’s
rights to manufacture or to import into the United
Kingdom during the term of a patent articles made in
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accordunce with the invention patented, even though
such articles may be made or imported with the
intention of keeping them until the patent has expired.
An unlicensed person has not any right to manuinc-
ture during the term of a patent with the view of
flooding the market immediately upon the expiration
of the patent, and should he do so he will, at the
instance of the patentee, be restrained from selling
the articles so made even after the expiration of the
patent (Crossley v. Deverley, 1829, 1 R. & M. 166n).

The repair of a patented article may practically
amount to the making of a new article containing
some old parts, and this may be an infringement
(Dunlop Pueumatic Tyre v. Eacelsior 1'yre, 1901,
18 R.P.C. 209 ; Dunlop Pneumatic Tyre v. Neal, 1899,
16 R.P.C. 247).

The manufacture and sale of part of a patented
combination, even though its user is likely to be an
infringement of the patent for the combination, s not
of itself an infringement of the patent (Dunlvp Pneu~
matic Tyre v. Moseley, 1904, 21 R.P.C, 53 C.A. 274).

It has been held to be aw infringement to sell all
the parts of a patented machine ready to be put
together (United Telephone v. Dale, 1884, 25 Ch. D.
718).

Importation of an infringing article is intringement
(Von Heyden v, Neustadt, 1880, 14 Ch.D. 230 ; Walton
v. Lavater, 1860, 8 C.B.N.8. 162 ; Wright v. Hitchcock,
1870, L.R. 5 Ex. 37), even though such importa-
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tion be immedintely followed by exportation (British
Motor Syndicate v. John Taylor & Suns, Lid., 1000, 17
R.P.C. 189, C.A. 728), and even though the article be
one manufactured by the pateutec, if it has been sold
by him with a restriction agninst user in the United
Kingdorn.

The importation of an article made abroad in tho
production of which a patented process has been used
8 an infringement (Saccharine Corporation v. Anglo-
Continental Chemical Works, 1900, 17 R.P.C. 307).

Exhibition in the United Kingdom of a patented
invention, even though the article be not offered for
sale, is un infringement (Dunlop Pueumatic Tyre v.
British and Colonial Motor Car, 1901, 18 R.P.C. 313).

A person who merely licenses another person to do
something that infringes a patent is not an infringer
(Moutgomerie v. Paterson, 1894, Ct. Sess. 11 R.P.C.
221), but the receipt of commission from an infringer
upon orders for infringing articles forwarded to and
executed by the infringer is an infringement 1n the
recipient (Incandescent Gas v. Broyden, 1899, 16
R.P.C. 179).

A patentee must not lay a trap so as to entice an
innocent person into infringement and consequent
litigation (Kelly v. Batchelar, 1893, 19 R.P.C. 289),
but it is very usual where infringement is suspected
to send an agent to purchase an infringing article

and to found an action upon the infringement thus
committed.
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A patent for a machino may bo infringed by tho
use of such a machine for a purpose other than that
apparently intended by the inventor (Puewmatic Tyre
v. Bast London Rubber, 1897, 14 R.P.C. 103, quoting
Cannington v. Nuttall, 1870, L.R. 5 H.I.. 230).

TERRITORIAL LIMITATION ON PATENT RIGHTS.

A patent is limited to the territory of the United
Kingdom and the Isle of Man, and in order to con-
stitute an infringement there must be something done
with the invention within those territories. An act
done abroad caunot constitnte an infringement even
though the result of such act may be an infringement.
Thus the mere despatching from abroad to the United
Kingdom of infringing articles is not an infringement
by the person who despatches them. There canuot
be any infringement until their arrival in the United
Kinedom (Badische Anilin v. Johnson, H.L., 1897, 14
R.P.C. 405, 919). Similarly a dealing in the United
Kingdom with goods which are abroad i1s not an
infringement, so that it 1s allowable to make a con-
tract for the delivery abroad of goods which could

not be delivered in the United Kingdom (Saccharine
Corporation v. Reit Meyer, 1900, 17 R.P.C. 606).

TEST OF INFRINCEMENT.

So far it has been assumed that some use has been
made of the invention patented by the person alleged
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to bo an infringer. Whether this be the oase or not
depends upon two things. First, upon the meaning
of the claims in the specification, and the construction
of a specification like that of any other document is a
matter of law., Secondly, when the meaning of the
specification has been ascertained, whether what has
been done involves the use of the invention claimed.

CONSTRUCTION OF SPECIFICATION.

A specification being a technical document, ad-
dressed primarily to persons engaged in some
industry who are expected to be acquainted with the
language peculiar to that industry, ought to be
construed as it would naturally be read by such a
person at the time at which it was written. The
meaning which onght to be attached to any technical
word or expression is & matter upon which the
evidence of experts is admissible, as i1s the state of
general or public knowledge among persons engaged
in that industry at the date of the patent, for it is
only with such knowledge that a specification can be
fairly construed (Badische Anilin v. Levinstein, 1885,
24 Ch. D. 156). It is therefore always allowable to
adduce evidence with the object of informing the
Court as to the state of public knowledge at the date
of the patent, and as to the trade meaning of
technical terms. When this has been done the
meaning depends upon the specification and not upon
the opinions of experts (Brooks v. Steel, C.A., 1897,
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14 R.P.C. 48; Pneumatic Tyre v. Tubeless Pneumatic
Tyre, H.L., 1809, 16 R.P.C. 77),

Having ascertained tho meaning of the specification
the question whother what has been done involves
tho use of the invention claimed is one of fact to bhe
ascertained by evidence. The question is whether
the alleged infringer has stolen the pith and marrow
of the invention as claimed in the specification and as
ascertained from the specification (Pnewmatic Tyre v.
Tubeless Pneumatic Tyre, H.L., 1899, 16 R.P.C. 77).
An infringement may be, and often is, coloured and
disguised by additions and subtractions and by the use
of things which, though not mentioned in the specifi-
cation,were at the date thereof known to be mechanican
or chemical equivalents for the things there mentioned.
The use of such an equivalent is an infringement, but
the use of something not known at the date of the
specification to be an equivalent may be a new
invention, and is in no sense an infringement ( Heath
v. Onwin, H.LL., 1855, 2 W.P.C. 314).

The question of infringement depends entirely
upon the particular circumstances of each case.

PATENT OF ADDITION.

A patent of addition by section 19 may be granted
for any improvement or modification in a patented
invention, and 1its grant is conclusive evidence that
the same is good subject matter for a patent of
addition.



CHAPTER Il.

VARIETIES OF PATENT LITIGATION.

Patent litigation may be divided into four divisions,
each of which will be considered separately.

The first division comprises litigation on behalf of
the patentee for enforcing his monopolist rights, and
this may be divided into actions for infringement
founded upon tort, and dctions for royalties founded
upon contract and brought against a licensee.

The second division comprises proceedings by some
member of the public for destroying the monopoly
itself throngh the revocation of the patentee’s grant.
Such proceedings may be by petition for revocation
to the Court, or in some cases, by petition to the
Comptroller, with a right of appeal to the Court, the
latter proceeding giving as an alternative to revoca-
tion the grant of a licence to the petitioner upon
reasonable terms,

A claim for revocation may now, in some cases, be
set up as a counter-claim in an action by the patentee
for preventing infringement of his monopoly.

The third division comprises actions to prevent a
patentee, or any person who poses as a patentee, from
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threntening members of the public with actions in
case thoy infringo any rights which he may claim.
To such an action the patontee may counter-claim for
infringoment of his patent, and the plaintiff in reply
may set up the mvalidity of the patent, but cannot
obtain its revocation.

The fourth division comprises proceedings by the
patenteo for cxtending the term of his monopoly
npon the ground that his invention is one of pecular
merit, and that through no fault of his own he has
heen unuble to obtain proper remuneration for his
tronble.

There is also another class of proceeding which is not
of very much importance, namely, proceedings by any
person who is aggrieved by what he regards as an
error, omission, or improper insertion in the Register
of Patents for the rectification of that Register.
Such rectification may be obtained on an Originating
Motion to the Chancery Division of the High Court.

ACTION FOR INFRINGEMENT.

The method of enforcing monopolist rights under »
patent is by an action for restraining the future
infringement of those rights, and for damages n
respect of past infringement. An action for infringe
ment of a patent may be brought by any patentee,
that is, by any person whose name appears upon the

Register of Patents as the legal owner (Bowden’s
Patents v. Smath, 1904, 2 Ch. 86), or as one of several

3
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legal ownory (Anderson v. Patent Ouonite Co., 1880, 3
IR.P.C. 279) of the patent.

A mortgagor in possession of a patent can sue for
infringement withont joining the mortgagee, but if it
appear to the Judge desirable that the mortgages
should be u party, he ought to join him (Van Gelder
v. Sowerby DBridge Flour Cou., 1890, C.A. 44 Ch. D.
374. 7 R.P.C, 41, 208).

[f one of several patentees commences an action for
infringement, the defendant may apply to join the
other owners as parties, so as to avoid the possibility
of having several actions brought against him in
respect of the same infringement (Sheehan v. G. E.
Rail., 1880, 16 Ch. D. 59). The assignee of a patent
cannot sue until his assignment has been registered
(Chollet v. Hoffman, 1857, 7 E. & B. 686), but when
the aseignment has been registered his right relates
back to the date of the assignment so far as damages
are concerned (Hassall v. Wiight, 1870, L.R. 10 Eq.
709). In one case an equitable owner was permitted
to sue (Speckhart v. Campbell C. A. Times, 18th
March, 1884), but it 1s safer to have the legal owner
ns a plaintiff, even though he be only a trustee.
Should a trustee patentee refuse to be a plaintiff, it
might be sufficient to join him as a defendant.

A heensee, even when his licence is an exclusive
one, cannot sue in his own name without joining the
patentee (Heap v. Hartley, 1889, C.A. 42 Ch. D. 461, 6
R.P.C. 495). Such a licence is not a conveyance
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within the meaning of section 7 of the Conveyancing
Act, 1881 (Guyot v. Thomson, 1804, 11 R.P.C. 554).

TIME FOR COMMENCING ACTION.

An action for infringement of a patent cannot be
commenced before the patent has been granted—. e.
notually sealed—buab it may relate to any infringe-
mont committed after the publication of the complete
specification (sections 10 and 13).

A patentee need not wait for an actual infringe-
ment of his patent before comnmencing an action; he
18 entitled to bring an action to restrain a threatened
infringement (Frearson v. Loe, 1878, 9 Ch. I). 65;
Incandescent Gas Lnght Co. v. De Mare, 1896, 13
R.P.C. 301).

A patent may be assigned for a part only of the
United Kingdom, and the assignee will, when
registered, become the patentee for that part, so that
in case of an infringement which is confined to that
part he alone will be the proper plaintiff (see

section 14).

WHEN ACTION LIES.

Where a person after knowledge of the existence
of a patent shows an intention to infringe, an action
may be sately brought against him, and he will not
have any technical defence.

Where a person has infringed a patent, and upon
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ity oxistence being brought to his notice has shown
that he has not any intention to continue tho
infringement, an injunction will not be granted
against him (Proctor v. Buwley, 1889, C.A. 6 R.P.C.
538), while in the case of a patent granted after
January lst, 1908, if an infringer can prove that at
the date of the infringement he was not aware, nor
had reasonable means of making himself aware, of
the existence of the patent, the patentee cannot
recover any damages against him. The marking of
an article with the word * patent,” ‘‘patented,” or
any word or words expressing or implying that o
patent has been obtained for the article stamped,
engraved, impressed on, or otherwise applied to the
article, 18 not deemed to constitute notice of the
existence of the patent unless the word or words are
accompanied by the year and number of the patent
(section 33). 'l'hus, in the case of a patent granted—
and this probably means sealed—after Janunary 1st,
1908, if the infringer has undertaken not to infringe
any more, and states that he was not at the date of
the alleged infringement aware of the existence of
the patent, 1t 1s useless commencing an action against
him unless the patentee has clear evidence that he
was in fact aware or had reasonable means of making
himgelf aware of the existence of a patent at or
before that date.

In the case of a patent sealed prior to January lst,
1908, ignorance on the part of the defendant is not
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any defence to u claim for danmages in respect of
infringement.

Subject to tho above, any party who has infringed
or who is threateninyg to intringe directly or indirectly
muy be made & defendant. It has been held right to
commence an action against carriers who have
infringing articles in their possession, and on
discovery to add the owners of those articles (Wash-
burn v. Q., 1889, 6 R.P.C.398). Custom house agents
for foreign importers of infringing articles are, as
such, not lable to be sued for infringement (Nobels
Laplosives v. Jones, 1882, 8 A.C. 1), Where a
company 18 Infringing a patent its directors may be
made defendants with 1t and will be liable jointly
und severally for the damages and costs in case the
action be successtul (Betts v. De Vitre, 1864, 3 Ch. 149,
il Jur. N.5. 9).

T'he secretary of an mfringing company, on the
other hand, being merely a servant of the company,
15 not a proper defendant to an action in respect of
infringement by the company, and as against him
such action will be dismissed with costs (Bowden’s
Putents v. Smath, 1904, 21 R.P.C, 433; British
Vacuum Cleaner v. Suction Cleaner, 1904, 21 R.P.C.
303).

Where before the trial of an action aguinst a
company and its directors the company has trauns-
ferred 1ts business to a new company with the same
directors, an injunction will not be granted against
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the directors so as to affect them in their manage-
ment of the new company. 'I'he now company ought
to be added as a defendant to the action (Welsback

Incandescent (fas v. New Incandescent Sunlight Patent
(fas, 1000, 17 R.P.C. 237).

FOREIGN INFRINGERS.

Where the infringer is abroad and there 13 a cuse
for an injunction, leave can be obtained to serve u
writ out of the jurisdiction, but should this, owing to
the expiration or approaching expiration of the patent
or for any other cause, not be practicable, or should
such service not result in bringing the infringer
before the Court, the patentee can only proceed for
infringement by user against those who have received
the infringing articles in this country. In the cuse
of a foreign company carrying on business in the
United Kingdom, service at its registered address in
the United Kingdom is of course sufficient, but if
there be not any such registered address it may be
possible to find some temporary place of business at
which service can be effected upon the officer in
charge (R.S.C,, O. IX, R. 8). Thus, a foreign company
occupying a stand at an exhibition may be served by
leaving the writ with the person in charge of such
stand (Dunlop Preumatic Tyre v. Actien Gesellschayt
frir Motor, C.A., 1902, 1 K.B. 342). So long as there
is some definite place at which a foreign company can
be regarded as carrying on business for the time
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Lbeing, the company 18 regarded us residing aut that
pluce for the purpose of being served with o writ,

I'he more use without licence of a patented article
iy un infringement of the patentee’s rights, and he may
bring au action for such infringement agninst a pur-
chaser, and if he likes may join a manufacturer and
purchaser from him as defendants in one uction
(Proctor v. Bennis, 1887, 36 Ch. D, 740). Should »
patontee prefer to sue a purchaser alone, the manu-
tacturer of the infringing article cannot claim to be
added as & defendant (Moser v. Marsden, C.A., 1892,
9 R.P.C. 214 ; Edison v. Holland, 1886, 3 R.P.C. 395),
but, if he has given the purchaser an indemnity
against the article being an infringement, he may be
brought iz to defend as a third party, and if un-
successful will then be liable for the plaintiff’s costs
(Edison v. Holland, 1889, C.A., 6 R.P.C. 287).

The failure of a patentee to prove infringement
against one defendant doves not prevent him from
bringing an action against another defendant for an
exactly similar infringement, and such action will not

be stayed unless it be clearly proved that the second
defendant would be bound by the result of the first

action (Dunlop Pnewmatie Tyre v, Rimington, C.A.,
1900, 17 R.P.C. 665).

Claims under several patents may be made in a
single action, and such claims may be concurrent or
in the alternative, the latter being the procedure
where a patentee has several process patents for pro-
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ducing & certain result and is uncertain which process
the defendant has infringed. An action alleging in-
fringement of one or more of a group of putents,
covering every known commercinl method of pro-
ducing a substance, has been permitted against u
purchaser who did not kuow how the particular con-
sighment had been made (Saccharime Curporation v.
Annand, 1900, 17 R.P.C. 1). In such a caso the
plaintiff may be ordered to limit his claim to a defi-
nite number of patents, and any injunction granted
will be limited to the term of the first patent under
which the substance can be made (Saccharine Corpo-
ration v. Wild, C.A., 1903, 20 R.P.C, 243; Ditto v.
Quincy, 1900, 17 R.P.C. 337 ; Ditto v. Dawson, 1902,
19 R.P.C. 169 ; Ditto v.Juckson, 1903, 20 R.P.C. 611),
Where infringement of several patents is alleged it
1S often necessaiy or convenient te try each patent
separately as though there were two or more distinct
actions (DPneumatic TLyre v, Caswell, 1896, 14 R.P.C.
164). 1f an action under several patents be tried as
one and the cases are distinguishable, the costs will be
taxed as though there were a scparate action on each
patent (Brooks v. Lamplough, C.A., 1898, 15 R.P.C.
33). The act relied nupon as aun infringement in an
action must have been committed hefore the issue of
the writ (Morrison v. Asplen, 1904, 21 R.P.C. 557).
The limitation upon recovery of damages under
section 33, by whichdamages cannot be recovered from
an innocent infringer, is very important, and makes it
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incumbent upon evory patentee to advortise the exts-
touco of his patent so thoroughly that it will be
difficult for any infringer to prove that he had not at
lonst had a reasonable opportunity of becoming aware
of the existence of the patent. It is advisable when-
over possible to mark every patented article with the
word “patont” and the year and numbor of cuch
putent iuvolved in its construction.

THE COURT.

An action for infringement of a patent, however
small may be the damages claimed, caunot be brought
in a county court (Reyistrar v. Judge of County Court
of Halifar, 1891, C.A. 8 R.P.C. 338). 'The writ may
be issued in either the Chancery or King’s 3ench
Division of the High Court.

The writ usually claims ;—

(1) An injunction to restrain the defendant, s
servants and agents from infringing the plaintiff’s
letters patent, iving date and number and usuaily
the title of the patent.

(2) Damages, or at the option of the plaintiff an
account of profits. The plaintiff is entitled, if success-
ful 1 this claim, to select either compensation in
damages, in which case he must prove that he has in
fact sustained damage and the amount thereof, or as
an alternative he may treat what was in fact an
infringement by the defendant as the act of his agent,
and make the defendant, as such agent, account for all
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the profit he has mande by tho transaction, This
choice of remedics iy w vory valuable one, as 1t may
happen that the damages would be trifling in a case
where the profits of the defendunt are comnsiderable,
while on the other hand where the infringement has
injured the plaintif’s market tho damages may be
far in excess of any profits the infringer has made.
I'he choice of remedy depends euticely on the facts
of each particular caso; it i3 upen till judgment.

(3) Delivery ap to the plaintiff or the dostruction
of all articles in the possession of the defendaut
made tn infringement of the patent.

The directions given under this claim vary accord-
ing to the nature of tho patent and the infringement.

(-4) Costs as between solicitor and client.

This is & proper claim to make on the writ if the
patent has been previously litigated, and a certificate
that 1ts validity has come in question has been
obtuined from the Court under section 35. The
existence of such a certificate entitles the patentee to
have his full costs as between solicitor and client
unless the Court otherwise directs. 'The existence of
sitch a certificate 18 often a powerful inducement fora
defendant to submit to the ciaim of a patentee, so that
1t <hould be mentioned at the earhest opportunity.

INTERIM INJUNCTION.

I1f a plaintiff intends to apply for an interim injunc-
tion to prevent infringement pending the trial of the
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action he should do su without delny. 'Tho applica-
tion is made by motion or summons accovding to
whethier the action i8 in the Chauncery or the King's
Beneh Division,  In the latter caso the summons is
divoct to tho judge in Chambers.

Upon the henring of the application the plaintiff
must be prepured with aftidavit ovidence of the
mfringoment and of the intention to continune to
infringe, of the validity of the patout, and of his title.

An affidavit made on information and belief ought
to show whut are the sources of information (Saccha-
rine Corporation v. Chemical & Druys Co., 1898, 15
R.P.C. 33). It is sufficient to file an affidavit based
upon the result of inguiries oven though its contents
would not be admissible as viva-voce evidence (Badische
dwlin Fabrik v. Thompson, 1902, 19 R.P.C. 502).

The best proof of validity is the fact that a certifi-
cate of validity has been obtained In a previous
action, and where infringement is clear the existence
of such a certificate is prami fucie ground for granting
an interim injunction (Welsbach Incandescent Gas v.
Vulcan Incandescent Laght, 1901, 18 R.P.C. 279).

Even where there is a certificate of validity an
injunction may be refused if the defendant sets up
against the patent a prior user or other good ground
for invalidity which was not set up in the action in
which the certificate was granted, but whether this
will be the case or not will depend upon the facts of
the case (Welshach Incandescent (fas v. General Incan-
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descent Gus, 1001, C.A. 18 RI.C. 588; cf. Heine
Solly v. Julive Norden, 1904, 21 R, 1,C. 518).

Where a certificate is put in evidence the aftlidavit
should stato that the validity of tho patent had come
in question in the action reterred to, aud that i that
action the patent had been upheld.,

If the defendant does not oppose the application,
un injunction will be granted upon the plaintiff filing
wn affidavit stating that the patent is good and valid
and has not heen anticipated, and that the defendant
i8 infringing (Clarke v. Nichols, 1805, 12 R.P.C. 310).

It the defendant appears to the application and
does not dispute the validity of the patent, and if
there be satisfactory evidence of infringement, an in-
junction will be granted (Howes v. Webber, 1894, 11
R.P.C. 586).

The same result will follow if the defendant is a
licencee who cannot dispute the validity of the patent,
if what he 1s doing is clearly ouatside the terms of his
licence. 1f, however, the plaintiff denies the licence,
or any right in the defendant to work under the
patent at all, the defendant will, for the purpose of
the application, be treated as a stranger, and an
injunction will not be granted (1Wupshare Tube Co. v.
Hyde Imperial Rubber, 1901, C.A. 18 R.P.C. 374).

Unless there be a certificate of validity, an injunc-
tion will not be granted against a defendant who
appears and disputes the validity of the patent,
though he may be ordered to keep an account of his
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dealings in connection with what is alleged to be an
infringement, and the application will be ordered to
atand over to the trial. If the defendant undertakes
not to infringe pending the trial, the application will
nsnally be ordered to stand over to the trial. If the
defendant has undertaken not to continue the infringe-
ment before the application 18 made, it will probably
be dismissed with costs (Lyon v. Newcastle, Mayor of,
1894, 11 R.P.C. 218).

Where an injunction has been refused upon terms
anganinst the vendor of an infringing article, an appli-
cution against the purchaser will be dismissed with
costs (Pneumatic Tyre v. Goodman, 1896, 13 R.P.C.
723).

Even where a patent has been previously upheld,
an injunction may be refused against a defendant who
offers to pay a reasonable sum of money into Court
and to keep an account (North British Rubber v.
Gormully and Jeffry Manufacturing, 1895, 12 R.P.C.
17).

Where an interim injunction is granted the plaintiff
must, of course, give the defendant an undertaking in
danages in case the injunction turns out to have been
wrongly granted, either because the patent is invalid,
or because the defendant has not infringed.

DIRECTIONS.

Where there is an application for an interim injunc-
tion, the Judge may give directions as on a summons
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for diroctions, and if thoe aflidavits filed on the appli-
cation show tho cases for the plaintiff and the defendant,
there does not seem any reason why the action shonld
not be tried without pleadings. 'The absence of a
formal statement” of claim would not under ruch cir-
cumstances make very much difference, and in the
majority of cases the absence of a formal defence
would not matter provided particulars of objections
to the validity of the patont be given. WKven these
might very often be dispensed with after filing

affidavits, and then the action could be brought on for
trial without delay. |

STATEMENT OF CLAIM AND PARTICULARS OF
BREACHES.

It is customary in an infringement action to have
pleadings., The statement of claim is usually a formal
document stating that the plantiif 1s the registered
proprietor of the Letters Patent, that the same are
good and valid, and that the defendant has infringed.
By O. LIIla, R. 13, the plaintiff must deliver, with

his statement of claim, particulars of the breaches
relied upon. By rule 16—

“ Particulars of breaches shall specify which of
the claims 1 the specification of the patent sued upon
are alleged to be infringed, and shall give at least

one stance of each type of infringement of which
complaint isTinade.”



ACTION 1OR INFRINGEMENT. 47

A gonoral paragraph is usually added stating that
tho plaintiff is unable to give full particulars of the
infringements, but that he clvims in respect of them
nll,

Both statoment of claim and particulars of breaches
are usually settled by counsel.

If a certificate of walidity has beon obtuined
previously to the issue of the writ, particulars of it
shonld be givenin the statement of claim.

Further and better particulars of the statement of
claim, and of the breaches may be ordered if necessary
(0. LIIIA, R, 19 and R. 20).

'he particulars of breaches should show in what
way the defendant is alleged to have infringed or
threatened to infringe, whether by manufacture, sale,
or user (Henser v. Hardie, 1894, 11 R.P.C. 421),

[f a plaintiff be unable to give particulars as to
what claims of his patent have been infringed he
should apply for an order to inspect the defendant’s
alleged infringement before delivering his statement
of claim (Drake v. Muntz’ Metal, 1886, 3 R.P.C. 43,
see section 34). Where this is required, application
for it should be made on the summons for directions.
The particulars should be such as not to leave the
defendant in any reasonable doubt about the case
which he has to meet, but while alleging infringe-
ment of a claim in his patent the plaintiff is not under

any obligation to say what he considers is the meaning
of that claim ( Wenham v. Champon, 1891, 8 R.P.C. 22).
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Where the action is for infringement and not
merely to restrain a throatened infringement, the
plaintiff cannot give evidence of acts by tho defen-
dant after tho date of the writ, so that the particulars
should be confined to infringements before that
date (Welshach Incandescent (fas v. Dowle, 1809, 16
R.P.C. 391; Shoe: Machinery v. Cutlan, 1895, 12
R.P.C. 342). If such prior breach be proved, the
plaintiff can recover in respect of all breaches prior
to judgment.

The plaintiff’s costs of the particulars of breaches
when the action goes to trial will be allowed only if
the Court certifies that they have been proven or that
they were reasonable and proper, so that the plaintift
if successful must always ask for such certificate to

be given (0. LIITa, R. 22).

DEFENDANT A LICENSEE.

A licensee may be sued for infringement in case he
goes beyond the conditions of his licence, and in such
case he is in regard to validity of the patent in much
the same position as is a tenant with regard to the
title of his landlord. He cannot dispute the validity
of the patent, but he may ask the Court to construe 1t
in such a way as to take what he has done outside its
claims (Sociéte Anonyme v. Midland Lighting, 1897,
14 R.P.C. 419; Incandescent (zas Light v. Brogden,
1899, 16 R.P.C. 179; Jandus Arc Lamp v. Johnson,
1900, 17 R.P.C. 361). A licensee, ike a tenant, may
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show that his licensor’s title has oxpired by tho
rovocation or lapse of the patent (Muirhead v. Com-
mercial Cable, C.A., 1895, 12 R.P.C. 30; but see
African Gold Recovery v. Sheba Gold Mining, 1897, 14
R.P.C. 660, where the revocation of a patent was hold
not to be u defence to an action for royalties).

Where there is any dcabt as to whether what the
licensee has done i8 within or outside his licence, the
action can be brought in the alternative for infringe-
ment or for royalties.

ACTION FOR ROYALTIES.

An action for royalties is merely an action of
account, and need not be specially considered in
connection with patent practice.

DEFENCE.

The defence to an infringement action is usually as
formal as is the statement of claim. Apart from
special defences upon the title of the plaintiff to sue
upon the patent or a hcence under which the defen-
dant may seek to justify his actions, there are only
two defences to an action for infringement. The
defendant inay deny that he has infringed, or he may
deny the validity of the patent either ab ¢nitio or by
reason of the behaviour of the patentee. He may,
and usually does, plead both of these defences.
Whenever he pleads that the patent is invalid he
must deliver with his defence particulars of the

s}



50 THE SOLIOITORS' PATENT PRAUTIOR.

objections on which he relies in support of such
ivalidity (R.S.C. O. LIIIa, R. 14), and these must
state every ground upon which the validity of the
patent 18 disputed, and must give such particulars as
will clearly define every issue which it is intended to

raise (R.17). Particulars of objections are dealt with
in a separate chapter.

WHEN CONTRACT CONNECTED WITH PATENT I8
NuUuLL AND VoIiD UNDER SECTION 38.

Under the provisions of section 38 of the Act “ the
insertion by the patentee in a contract made after
August 28th, 1907, of any condition which by that
section would be null and void in such contract” is
made available as a defence to an action for infringe-
ment of the patent to which the contract relates,
brought while that contract is in force.

The material part of the section is subsection 1,
which 18 as follows:

It shall not be lawful in any contract made
after the passing of this Act in relation to the
sale or lease of, or licence to use or work any

article or process protected by a patent to
insert a condition the effect of which will be—

() To prohibit or restrict the purchaser,
lessee, or licensee from wusing any
article or class of articles, whether
patented or not, or any patented
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process supplied or owned by any
person other than the seller, lessor,
or licensor or his nominees; or

(b) To require the purchaser, lessee, or
licensee to acquire from the seller,
lessor, or licensor or his nominees
any article or class of articles not
protected by the patent:

and any such condition shall be null and void
as being in restraint of trade and contrary to
public poliey:

Provided that this subsection shall not

apply ift—

(1) The seller, lessor, or licensor proves that
at the time the contract was entered
imto the purchaser, lessee, or licensee
had the option of purchasing the
article or obtaining a lease or licence
on reasonable terms without such con-
ditions as aforesaid, and

(1) The contract entitled the purchaser, .
lessee, or licensee to relieve himself
of his lability to observe any such
condition on giving the other party
three months’ notice in writing, and
on payment in compensation for such
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relief in the case of a purchase of
such sum, or 1n case of a lease or
licence of such rent or royalty for
the residue of the term of the contract

as may be fixed by an arbitrator
appointed by the Board of T'rade.

Subsection & provides that nothing in the

section shall affect any condition in a contract

whereby a person is prohibited from selling
any goods other than those of a particular
person, or any condition in a contract for a
lease of or licence to use a patented article,
whereby the lessor or licensor reserves to him-
self or his nominee the right to supply such
new parts of the patented article as may be
required to put or keep it m repair.

. It wall be noticed that the existence of any contract
such as 1s referred to in the section is available as «
defence to any defendaunt, although he may not be in
any way affected by such contract. As between the
~ patentee and his contractee, such clause is void, and
the remainder of the contract is good, but so long as
the contract is in force, any other member of the
public appears to be at liberty to infringe the patent

as much as he likes, and to plead the existence of
such contract as a defence.
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Whero such & contract has been entered into, tho
condition being null and void, the contracteo will
probably not have any veason for desiring to bring tho
contract to an end, so that a’ patenteo may find it
difficult to get rid of this practical nullification of his
putent rights.

Every patentee should therefore be extremely
careful to keep within tho letter of the section so as
to prevent his patent rights becoming dependent upon
the goodwill of a third party.

It the contract be one of sale and the sale has been
completed, it is not easy to say whether the contract
can ever cease to be in force, unless its execution by

completion has brought it to an end, which can
hardly have been mtended.

Hy R.S.C., O. LIII, R. 10:

“ It any defendant in an action for infringement of
a1 patent mtends to vely as a defence to such action
on the nsertion by the patentee in any contract or
contracts of any condition which by virtue of section
38 of the Act is null and void, he shall deliver with
s defence full particulars of the dates of and parties
to all contracts on which he intends to rely as con-
taming any such condition, and of the particular
conditions in any such contracts on which he intends
to rely as being by virtue of thauv section null and
void, and save as appears from such particulars no
defence shall be available to him in such action
under subsection 4 of that section. Provided that
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particulars delivered under this rule may be from
time to time amended by leave of the Court.”

The particulars required by this rule may be made
part of particulars of objection delivered with the
defence, and the plea in such a case will be “That
the plaintitff is not entitled to sue upon the smid
Letters Patent 