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the guidance of those principles which determine what con-
stitutes idenlity and diversity, in the sense of the Patent
Law, yet it 1s for the jury to determine, as matter of fact,
under proper instructions, whether the two things are the
same or different.! -

— ol P i
— —

1 Boulton ». Bull, 2 H. Bl. 4; Whittemore v. Cutter, 1 Gallis. 478 ; Pen-

nock v. Dialogue, 4 Wash. 538 ; Lowell ». Lewis, 1 Mason, 191 ; Phillips on
Patents, 481, -



CHAPTER VI.

JURISDICTION OF CONGRESS AND THE FEDERAL COURTS.

§ 403. The Constitution of the United States confers upon
Congress power, “tc promote the progress of science and
uceful arts, by securing, for limited times, to authors and
inventors, the exclusive right o their respective writings and
discoveries.,”” This power is general; there is no distinction
which limits it to cases where the invention has not been
known or used by the public. Accordingly, it 1s well settled,
that Congress may pass general or special laws, in favor of
inventors; and they may leave a particular inventor to the
protection afforded by a general law, or they may specially
exempt his case from the operation of a general law, by
extending his exclusive right beyond the term iixed by such
general Jaw. This may be done after the invention has been
in the possession of the public, as well as before ; for,.when
the exclusive privilege has once been secured, the grant does
not imply an irrevocable contract with the public, that, at
the expiration of the period, the invention shall become pub-
lic property.!

§ 404. Congress, therefore, has power to pass an act, which
will operate retrospectively, to give a patent for an invention
which is already in public use; but no act, it has been said,

? Evans v. Eaton, 3 Wheaton, 545 ; S. C. Peters's Cire. C. R. 832 ; Evans
v. Hettich, 7 Wheat. 453 ; Blanchard v. Sprague, 2 Story’s R. 164; S. C.
3 Sumner, 5385 ; Woodworth ¢. Hall, 1 Woodb. & M. 248.
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ought to be construed to operate retrospectively, unless such
a construction is unavoidable.l

e A

1 Blanchard ». Sprague, uf supra. Letters-patent were granted to the
plaintiff, Thomas Blanchard, on the 6th of September, 1819; and, being
decmed inoperative, by reason of defects in the specification, new letters.
patent were granted, on the 20th of January, 1820, for the space of fourteen
years, Afterward, by Act of Congress, passed the 3Gth of June, 1834, the
sole right was granted to the plaintiff; to make, use, and vend his invention,
for the term of fourtecen years from the 12th of January, 1834. This act
not being thought to deseribe, with sufficient accuracy, the letters-patent to
whith it wa¥ intended to refer, an additional act was passed, on the 6th of
I'ebruary, 1839, renewing the Act of the 30th of June, 1834, and correciing
the date of the 12th of January, 1834, to the 20th of January, 1834. This
last act was as follows : — ¢ An Act to amend and carry into effect the inten-
tion of an Act, entitled an Act to renew the Palent of Thomas Blanchard,
approved June 30th, 1834. Scc. 1. Be it enacted, &ec., That the nghts
sccured to Thomas Blanchard, a citizen of the United Stzates, by letters-
patent granted on the sixth of September, eighteen hundred and nineteen,
and afterwards, on a corrected specification, on the twentieth day of Janu-
ary, Anno Domini eighteen hundred and twenty, be granted to the said
Blanchard, his heirs and assigns, for the further term of fourteen years from
the twentieth of January, eighteen hundred and thirty-four, said invention,
so secured, being described, in said last-mentioned letters, as an engine for
turning or cutting irregular forms out of wood, iron, brass, or other material
which can be cut by ordinary tools. Provided, that all rights or privileges,
heretofore sold or granted by said patentee, to make, construct, use, or vend
the satd invention, and not forfeited by the purchasers or grantees, shall
enure to and be enjoyed by such purchasers or grantees, respectively, as
fully, and upon the same conditions, during the period hereby granted, as
for the term that did exist when sach sale or grant was made. See. 2. And
be it further enacted, that any person who had, bond fide, erected or con-
structed any manufacture or machine, for the purpose of putting said inven-
tion into use, in any of its modifications, or was so erecting or constructing
any manufacture or machine, for the purpose aforesaid, between the period
of the expiration of the patent heretofore granted, on the thirtieth day of
June, one thousand eight hundred and thirty-four, shall have and enjoy the
right of using said invention, in any such manufacture or machine, erected
or erccting as aforesaid, in all respects, as though this act had rot passed.
Provided, that no person shall be entitled to the right and privilege by this
section granted, who has infringed the patent-right and privilege heretofore
granted, by actually using or vending said machine, before the expiration of
said patent, without grant or license, from said patentee or his assignees, to
use or vend the same.”
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§ 405. The Aect of Congress of July 4, 1836, § 17, declares,
« that all actions, suits, controversies, and cases, arising under

any law of the United States, granting or confirming to in-

L - bl

———

—

Upon this Act, Mr. Justice Story said : — ¢ Then 1t is suggested, that the
grant of the patent, by the Act of Congress of 1839, ch. 14, is not comnatitu-
tional ; for it operates retrospectively to give a patent for an invention,
which, though made by the patentee, was in public use, and enjoyed by the
community, at the time of the paszage of the act. But this objection 13
fairly put at rest by the decision of the Supreme Court, in the case of the
Pateunt of Oliver Evans. Evans v, Eaton, 3 Wheat. 454. For myself, I
never have entertained any doubt of the Constitutional authority of Con-
gress to make such a grant. The power is general, to grant to inventors ;
and it rests in the sound discretion of Congress to say, when and for Wwhat
length of time, and under what circumstances, the patent for an invention
shall be granted. There is no restriction which limits the power of Con-
oress to cases where the invention has not been known or used by the
public. All that is required is, that the patentee should be the inventor.
The only remaining objection is, that the act 1s unconstitutional, because 1t
makes the use of a machine, constructed and used before the time of the
passage of the Act of 1834, ch. 213, and the grant of the patent under the
Act of 1839, ch. 14, unlawful, although it has been formerly decided, that,
under the Act of 1834, the plaintiff had no valid patent; and so the delend-
ant, if be counstructed and used the machine during that period, did lawful
acts, and cannot now be retrospectively made a wrongdoer. If this were
the true result of the language of the act, it might requirc a good deal of
consideration. DBut I do not understand that the act gives the patentee any
damages, for the construction or use of the machine, except after the grant
of patent under the Act of 1839, ch. 14, If the language of the act were
ambiguous, the Court would give it this construction, so that it might not be
deemed to create rights retrospectively, or to make men liable for damages,
for acts lawful at the time when they were done. The Act of Congress,
passed in general terms, ought to be so construed, if it may, as to be decmed
a just exercise of constitutional authority ; and not only so, but it ought to’
be construed not to operate retrospectively, or ex post faclo, unless that con-~
struction i3 unavoidable ; for, even if a retrospective act is or may be consti-
tutional, I think I may say, that, according to the theory of our jurspru-
dence, such an interpretation is never adopted without absolute necessity;
and courts of justice always lean to a more bemign construction. Bat, in
the present case, thera is no claim for any damages but such as have accrued

to the patentee from a use of his machine, since the grant of the patent under
the Act of 1839, ch. 14.”
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ventors the exclusive right to their inventions or discoveries,
shall be originally cognizable, as well in equity as at law,
by the Circuit Courts of the United States, or any District
Court having the powers and jurisdiction of a Circuit Court,
which courts shall have power, upon bill in equity filed by
any party aggrieved, in any such case, to grant injunctions,
according to the course and principles of Courts of Equity,
to prevent the violation of the rights of any inventor, as
secured to. him by any law of the United States, or such
terms and conditions as said courts may deem reasonable:
Provided, however, that, from all judgments and decrees,
from any such court rendered in the premises, a writ of error
or appeal, as the case may require, shall lie to the Supreme
Court of the United States, in the same manner, and under
the same circumstances, as is now provided by law in other
judgments and decrees of Circuit Courts, and in all other
cases 1n which the Court shall deem it reasonable to allow

the same.”’ 1

§ 406. The jurisdiction of the Circuit Courts of the United
States embraces, therefore, all cases, both at law and in
equity, arising under the Patent Laws, without regard to the
citizenship of the parties, or the amount in controversy ; and
it seems to be the better opinion, that this jurisdiction is
exclusive, and that the state courts cannot entertain a suit
for the infringement of a patent, or to declare a patent

vold.2

§ 407. When a case is sent to the Supreme Court of the
United States, under the discretion conferred upon the court
below, by the seventeenth section of the Act of 1836, the

whole case is to go up. The word *“reasonable,” in the sta- -

——

Pl — T E S — o e

1 See, also, the Act, I'eb. 15, 1819, c. xix.

2 8 Kent’s Com. 368; Story’s Com. on the Constitution. The course of
legislation on the subject of patents, may be seen in the Appendix of this
work.
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tute, applies to the ¢ cases,” rather than to the points of the
cases.

§ 407 a. A bill filed on the equity side, to set aside an
assignment, 1s not one of the “cases” contemplated by the
act; since the dispute does not arise under any act of Con-
gress, nor does the decision depend upon the construction of
any law in relation to patents.?

! Hogo v. Emerson, 6 Howard, 439, 478.

The Court there said : — ¢ It may be very proper for the court below to
examine those points separately, and with care, and, if most of them present
questions of common law only, and not of the construction of the Patent
Acts, and others present questions under those acts, which scem very
clearly settled or trifling in their character, not to grant the writ of error
at all. It might, then, well be regarded as not ¢ reasonable’ for such ques-
tions, in a controversy too small in amount to make the writ a matter of
right to persons, if standing on an equal footing with other suitors. But, we
think, from the particular words used rather than otherwise, that the act
intended, if the Court allowed the writ as ¢ reasonable’ at all, 1t must be
for the whole case, or, in other words, must bring up the whole for consider-
ation.”

2 Wilson v. Sandford, 10 Howard, 99, 101. In this case, the Court said :
“ The object of the bill was to set aside a contract, made by the appellant
with the appellees, by whichk he had granted them permission to use, or
vend to others to be used, one of Woodworth’s planing-machines, in the
cities of New Orleans and Lafayette; and also to obtain an Injunction
against the further use of the machine, upon the ground that it was an
infringement of his patent-rights. The appellant states, that he was the
assignee of the monopoly in that district of country, and that the contract
which he had made with the appellees had been forfeited, by their refusal to
comply with its conditions. The license in question was sold for fourteen
hundred dollars, a part of which, the bill admits, had been paid. The con-
tract is exhibited with the bill, but it is pot necessary, in this opinion, to set
out more particularly its provisions.

The appellees demurred to th® bill,and, at the final hearing, the demurrer
was sustained, and the bill dismissed. And the case is brought here by an
appeal from that decree.

The matter in controversy between the parties arises upon this contract,
and it does not appear that the sum in dispute exceeds two thousand dollars.
On the contrary, tke bill and contract exhibited with it show that it is below
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that sum.. An appeal, therefore, cannot be taken from the decree of the
Circuit Court, unlessit is authorized by the last clause in the seventeenth sec-
tion of the Act of 1836. |

The section referred to, after giving the right to a writ of error or appea,
in cases arising under that law, in the same manner, and under the same
circumstances, ag provided by law In other cases, adds the following provi-
gior : — ¢ And ig all other cases in which the Court shall deem it reasonable
to allow the same.” ‘The words, ¢‘in all other cases,” evidently refer to the
description of cases provided for in that section, and where the matter in
dispute. is below two thousand dollars. In such suits, no appeal could be
allowed, but for this provision.

The cases specified, in the section in question, are, ¢ all actions, suits, con-
troversiey, on cases arising under any law of the United States, granting or
confirming to inventors the exclusive right to their inventions or discove-
ries”” The right of appeal to this Court is confined to cases of this descrip-
tion, when the sum in dispute is below two thousand dollars. And the pecu-
liar privilege given to this class of cases was intended to sccure uniformity
of decision, In the construction o\ the Act of Congress in relation to
patents.

Now, the dispute, in this case does not arise under any act of Congress;
nor docs the decision depend upon the construction of any Jaw in relation
to patents. It arises out of the contract stated in the bill, and there is no act
of Congress providing for or regulating contracts of this kind. The rights
of the parties depend altogether upon common law and equity principles.
The object of the bill is, to have this contract set aside and declared to be
forfeited ; and the prayer is, ¢ that the appellant’s reinvestiture of title to

/7 the license granted to the appellees, by reason of the forfeiture of the con-

tract, may be sanctioned by the Court, and for an injunction. But the
injunction he asks for is to be the consequence of the decree of the Court,
sanctioning the forfeiture. He alleges no ground for an injunction, unless
the contract is set aside. And if the case made in the bill was a fit one for
relief in cquity, it is very clear that, whether the contract ought to be
declared forfeited or not, in a Court of Chancery, depended altogether upon
the rules and principles of equity, and in no degree whatever upon any act
of Congress concerning patent-rights. And, whenever a contract is made
in relation to them, which is not provided for and regulated by Congress, the
parties, if any dispute arises, stand upon the same ground with other liti-
gants, as to the right of appeal; and the decree of the Circuit Court cannot
be reversed here, unless the matter in dispute exceeds two thousand dol-
lars.”
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APPENDIX.

ON THE SUBJECT-MATTER

OF

LETTERS-PATENT FOR INVENTIONS.

BY THOMAS WEBSTER, M. A, F. R. S.
BARRISTER AT LAW.

In defining, arranging, and classifying the subject-matters
of Letters-Patent for inventions, different terms have been
employed in the laws of different countries,® and various
arrangements and classifications adopted, according to the
particular views and objects of their authors.”

1 Tn the United States, ¥ Any new and useful art, machine, manu-
facture, composition of matter, or any new and useful improvement on
any art, machine, manufacture, or composition of matter.” Act of
Congress, A, D. 1836.

In France, ¢ Every discovery or new invention in all kinds of indus-
try i9 the property of the inventor.”

In the Netherlands, “ An invention or egsential improvement in any
hranch of arts or manufactures.”

In Spain, * Whosoever invents, improves, or imports & new branch
of industry, has a right of property thereto.”

In Austria, * All new discoveries, inventions, and improvements, in
every branch of industry.”

See Parl. Rep. 12th June, A.D. 1829. Papers by Jolin Farey.

2 *Mr. Godson adopts the following terms and classification:—1. A
substance or thing made. 2. A machine or instrument. 3. An im-

66
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But the subject-matter of inventions having at all times
and in all countries one general characteristic, namely, the
adaptation of things that exist to the wants and conveniences
of man, it wili be found that the laws of different countries,
notwithstanding the diversity of terms employed, have all the
same object, and all express substantially the same thing.!

The same uniformity of character ought also to exist in
the arrangements and classifications of these adaptations or
subject-matters of invention; and such will be the case, if
they are founded on distinctions having a real substantive
existence in the invention itself, and are not made to depend

.on certain preconceived views respecting the meaning of

words and the propriety of the terms employed.®

provement or addition. 4. A combination or arrangement of things
already known. 5. A principle, method, or process, carried into prac-
tice by tangible means. 6. A chemical discovery.

Mr. Rankin:—1. A thing manufactured. 2. A manufacturing
process.

Mr. Holroyd : = 1. Things made. 2. Practice of making.

Mr. Carpmacl: —1. ¢ A new combination of mechanical parts or
instruments, whereby a new machine is produced, though cach of the
parts be separately old and well known.”

2. “ An improvement on any known machine, whereby such ma.
chine is rendered capable of performing move beneficially.”

3. “ Where the vendible substance is the thing produced, whetherby
chemical or mechanical process, such as a new deseription of fabric,”

4. “ Where an old substance is improved by some new working -
the means of producing the immprovement, in most instanecs, i8 patent-
able, whether chemical or mechanical.”

5. “ The application of a known substance or material to a new par-
posc, when thiere requires art to adapt it, is the subject of a patent.”

The latter classifieation secms unobjectionable, and cxpresses, in a
practical manner, the various kinds of inventions, and the means by
which they are to be carried into practice.

1 See Law & Practice, 8, n. 2.

2 The meaning of words, their propriety, and applicability, have
been o fruitful source of diseussion in Patent Law.

Watt's case presents an instance of a most claborato discussion on
the word * principle.’ The specification stated the invention to « con
sist in the following principles,” and then proceeded to describe the
nature of the invention, and the particular manner in which it was to
be carried into practico. {Law & Pr. 46.)

That description was held sufficient, after the verdict of the jury; also
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Letters-Patent are granted for inventions. The form of
the legal instrument by which certain privileges are granted
to the true and first inventor, or the manner in which this
character may be acquired,! does not form any part of the
present inquiry, which is directly simply to the question,
on what kind of inventions these privileges can by law be
conferred.

Invention, in its most extended sense, may be defined to Invention
be the embodying in words, figures, or some material form, defined.
the conceptions and creations of the mind. Such an ex-
tended application, however, of the term, including the prac-
tical exercise of mind in whatever sensible or material form
exhibited, is not the subject of the prescnt inquiry, which is
confined to the class of inventions which may become the
subject of Letters-Patent, and which is, defined in the statute, ﬁ?@;ﬁ?ﬂff
by the words “the working or making of any manner of tent.
new manufactures.”? But there are inventions to which

i T e e el ey S —

the term principle was explained by what followed, though * particu-
culars* or “rules of practice™ might have been more correct; and, had
those been used, much of the lengthened disquisition and apparent
conrusion in this case would probably have been spared. Boulton and
Watt ». Bull, 2 H. Bl. 463.

The irrclevancy of this kind of discussion seemns to have strucl: some
of the judges in the subsequent case of Hornblower and Maberly
v, Boulton and Waft. |

Lord Kenyon, C. J.: ** No technical words are necessary to explain
the subject of a patent; as Lord IHardwicke said upon another acea-
sion, there is no magic in words.”

Lawrence, J.: ¥ Principle may mean a mere elementary truth, but it
may also menn constituent parts, and, in effect, the specification is this:
¢ The contrivance by which I lessen the consumption of steam consists
in the following principles’® (that is, constituent or clementary parts);
‘A steam-vessel, in which the powers of steam are to operate, to be
kept as hot as the steam by a case; a distinct vessel to condense the
steam, and pumps to draw off such vapor as is likely to impede the
motion of the fire-engine,’ &e.  That is the description of the thing.”
8 T.R.92. See, as to this term, post, 43.

1 As to these, see Law & Pr. 49, n. ¢.

2 Sce Law & Pr. 45, n. e,

Heath, J,: I approve of the term manufactures in the statute,
because it precindes all nice refinements; it gives us to understand

the reason of the proviso, that it was introduced for the benefit of
trade.” 2 H. Bl. 482,
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these terms would appear to be applicable, which, neverthe.
less, are not the subject of letters-patent; such, fir instance,

Swhoots of as those which are the subject of registration, under the re.

ﬂ:!gls o~
tion.

Character
of the in-
vention.

Axiom

cent statutes® giving cc)pyrlght in designs for articles of
manufacture.

The invention will have a peculiar character, according
to the department of knowledge from which it is derived ;
and, since the adaptation of the truths of exact science, or
of the laws of physical science, or the application of the
gencral properties of matter, may furnish, either alone or in
combination with each other, practical results, the terms
usually employed therein will be the most convenient terms
to employ, in treating of the invenfions derived from these
respective sources.

Thus, should the invention consist in the practical applis
cation of some simple proposition in geometry, the term
¢ axiom 2 would appropriately be introduced in the de-
scription of the invention, and, inasmuch as the same term is
frequently employed to express, though, perhaps, with less
propriety, the more simple truths or propositions of other
departments of knowledge, and, also, any acknowledged
truth, this term may be appropriately introduced in the de-
scription of any invention founded thercon.

]

Ashurst, J.: * Every new invention is of importance to the wealth
and convenience of the public; and, when they are enjoying the fruits
of a useful discovery, it would be hard on the inventor to deprive him
of his reward.” 8 T. R. 98.

Eyre, C. J.: ©“ The advantages to the public from improvements of
this kind are, beyond all ealculation, important to a commercial country,
and the ingenuity of artists who turn their thoughts towards such im-
provements, is, in itself, deserving of encourngement; and,in my appre-
hension, it is strictly agreeable to the spirit and meaning of the statate
21 Jac. L, that it should be encouraged. 2 H. Bl. 494,

1 Consolidated and amended by 5 & 6 Vict. ¢. 100; as to which,
post. ' '

2 The term “axiom” is used to express the simplest order of propo-
gsitions, or a proposition of so simple a nature that no reasoning can
add to its Yorce; or, which may be said to be the necessary and self-
cvident consequence of the definitions, and not susceptible of any
formal demonstration. It is also applied to all kinds of admitted
truths, and all domonstrations; that is, all reasoning founded on defi-
nitions may bo said te terminate in axioms.



 THE SUBJECT-MATTER. 920

Should the invention consist in the practlcal application of Law an 1
some of the truths or facts of physical science, the term law, princip e
or principle, may most appropriately be employed in explain-
ing the nature of the invention and the manncr in which it
is to be performed. :

Should the invention consist in the application of some of Method,
the properties of maltter, or in the simple arrangement and D mode.
combination of particles, without reference to any theoreti-
cal analysis respecting the laws or principles of action of
that matter, the general words, ¢ method, process, or mode,’
will .suggest themselves as the most convenient and appro-
priate words for describing that invention.!

In the great majority of cases, several of these terms may
be applied with perfect indifference ; the peculiar habits
and occupation, or the peculiar theoretical and philosophical
views, of the person describing the nature of the invention,
and the manner in which it is to be performed, will lead him,
unconsciously, to select some in preference to the others,
and to use several in the same description ; and the terms,
consequently, will not unfrequently be either misapplied, or
used in senses somewhat inconsistent with their strict and
proper application,

But such misapplication of terms cannot affect the sub-
stantial and distinctive features of the invention, and, unless
the terms are empleyed in a manner so perverse and contrary
to their ordinary acceptance that the crown may have been
deceived in granting the letters-patent, or the public may
be unable to understand the invention as described by them,
the validity of the grant will not be affected by the particu-

lar terms employed.? Such, then, being the various terms

e —

e ik ™ e -

1 Thus, Buller, J.: “ The method and the mode of doing a thing
arc the same, and I think it is impossible to support a patent for a
method only, without having carried it into effect, and produced some
new substance. But here it is necessary to inquire, what is meant
by a principle reduced into practice? It can only mean & practice
founded on principle, and that practice is the thing done or made, or,
in other words, the manufacture which is invented.” 2 H. Bl 486.

Lawrence, J. : ¢ Method, properly speaking, is only placing several
things and performing several operations in the most convenient order;
butit may signify a contrivance or device; so may an engine, and,
therefore, I think it may answer the word method.” 8 T. R. 64.

¢ A brush being thought improperly described as a *f tapering
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Extension
of the pre-
ceding
terms,
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which may be made use of, according to the department of
knowledge from which the invention is derived, it becomes
necessary to consider certain other applications, which may,
with equal propriety, be made of them. These terms having,
originally, reference to those truths and facts with the origin
of which man had nothing to do, are, by a very natural and
common transition, transferred to the arrangements of mat-
ter due to man’s inventive skill, and the particular modes
which he has devised for operating and producing eflects,
are expressed by the terms ¢ laws and principles.?

Thus, matter and things are said to be arranged according
{9 a certain law, that is, according to a certain rule or order
which man has devised, and machines are said to act accord-
ing to certain principles, that is, in ccrtain manners. All
these cases, however, are referable to the ulterior laws or
principles of the particular department of knowledge from

~ which the invention may be considered as derived.

Instances.

In mecha-
nics.

Many instances occur, in which it is said that the one
arrangement is a mechanical equivalent for another, because,
according to the truths or propositions of mechanics, the re-
lations between forces and motions may be varied indefinitely,
the same effects still being produced. Hence it follows,
that the same effects may be produced by two machines
apparently extremely dissimilar in construction, but of which
the principles are essentially the same.

Thus, under certain circumstances, a wheel and axle are
the same as a lever, and an inclined plane the same as a
screw, and the invention will be the same, whether the one
or the other be used.!

il - = T F R e R BRI T S ikl Ny S S — "

brush,” it was held that the difficulty arising from the grammatical
construction could not be removed, unless the term had, by the usage
of the trade, acquired a perverted sense.  Per Lord Ellenborough, C.J.
R. v. Metealf, 2 Stark. 249, But sce Reports on Patents, 141.

But the use of French terms will not vitiate. PYer Abbott, C. J.
Bloxam v. Elsee, 1 Car. and I2. 558.

Nor the use of words in a purely technical, or in & new sense, if ex-
plained by the contest. Derosne v. Fairie, Pat, Rep. 157.

Clear inconsistency is a fatal defeet. Sece Law & Practice, 88, n, b.

1 In a theoretical point of view, or according to the laws of mecha-
nics, & simple lever is the same machine as a wheel ard axle; but, in
respect of their practical applications, they are very different. The
game is the case with the inclined planc and screw. From these may
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The principle of all steam-engines, in re8pect of their The steam-
being applications of the elastic force of steam, is the same, °°51°
but in respect of the mechanical arrangements by which
that law of nature may be made available, so as to constitute
an invention, an unlimited variety may exist. Indeed, it is
not possible that one piece of matter, arranged by the hands
of man, should resemble, In every respect, any other arrange-
ment of maiter, but, the same principies -or rules for our
guidance being observed in each arrangement, the results
are substantially the same.

In every other department of science, in chemistry or Chemistry
electricity, for instance, there exist various substances by %mecm-
which the same result or effect may be produced ; it may
be a matter of perfect indifference which substance is em-
ployed ; but one invention may possess the same distinctive
character as another, though the particular means by which
certain results and effects are produced, are not precisely
the same. The question to be determined in these cases
1s, whether the particular means constitute the substance of
the invention.l

All results are brought about, or effects produced, by the
intervention of certain agents ; as, though agents are sub-
stantially the same or different, the inventions are similar
or dissimilar accordingly.

The above general review of the various objects of in-
vention will point out certain consequences and distinctive
features, or characteristics, in inventions, of great importance
hereafter.

First, it may be of importance to remark, that the dis- diccoe
covery and announcement of any axiom or proposition of vry of o
abstract science, of any law of nature or principle of physi- iﬁeéﬁﬁn‘.‘ |

cal science, of any property of matter, is not an invention

—m—-—____—_—__—__—_____.________________

be drawn important illustrations of the subject-matter of patents. Sup-
pose & simple lever or the inclined plane to have been known and in
use; the inventor of tho wheel and axle, or of the serew, would have
been entitled to a patent, but he would have had some difficulty in
deseribing it, except as a new application of the principle of the lever,
or of theinclined planc. Thus in Morgan v. Scaward, an eccentric disk

and s cravk were held to be mechanical equivalents.  Pat. Rep. 168
and 171.

1 Seo post 528, note 1.
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in the sense in which the term is here used, or such a dis.
covery as can be the subject-matter of letters-patent. Such
an invention or discovery is an addition to our knowledge
only ; 1t must be applied so that some results or effects may
be produced, whereby the arts and manufactures, or trade
and commerce of the country may be benefited.

Secondly, an invention may consist in the application of
an axiom or proposition of abstract science, of a law or .
principle of physical scicnce, to a special purpose, or in
some peculiar arrangement of matter whereby those axioms
or laws are in a condition to act. And it will be material
to -inquire, whether the application of the axiom and prinei. .
ple to a specified purpose, and with an assigned object, or
the particular arrangement whereby it is applied, is the sub-
stantial and essential part of the invention.

An illustration of the preceding may be derived from the
celebrated case of Watt’s patent. The object of this In-
vention was to lessen the consumption of steam and fuel in
fire-engines ; and this was to be effected by various means
among others, by casing the steam cylinder, so that the ex.
terior might be kept as hot as the interior. This end might
be attained In many ways, which would readily suggest
themselves to the parties.

The characteristic, then, of this part of the invention was,
the keeping in the heat of the steam by the application of
some casing — the mode in which it was to be performed
would be subsidiary to the main idea. This, whether cffect.
ed by a jacket kept full of steam, or by a wooden case con-
taining sawdust, or any other non-conductor of heat, would
still, substantially, be the same invention.

A similar observation may be made with respect to the
rest of his invention, which furnishes an instructive example
of an invention, in which the particular arrangementby
which the principles were to be carried out is not of the sub-
stance of the invention, but incidental to the main idea.?

\

1 Phe doctrine here insisted on seems fully recognized by Eyre, C. J.
' The substance of the invention is a discovery, that the conducting
the steam out of the cylinder, and protecting the cylinder from the
external air, and keeping it hot to the degree of steam heat, wiil les-
sen the consumption of steam. This is no abstract principle; it is in
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But, in the case of Arkwright’s machinery for spinning Jrk®ight'a
cotton, the particular arrangement of the parts was the aub-
stance of the invention ; and the same is the case whenever
the invention consists in the making or producing some par-
ticular thing or substance, as a machine, a paint, or a medi-
cine.}

It would follow, from the above considerations, that in- Trxqaclassus
ventions may be viewed in one of two classes, the one, where tiom,
the particular arrangement of matter is the substance of
the invention, so that the result, or effect produced is the
real subject-matter; the other, where the particular mode of
attaining the arrangement or result is the substance of the
invention, so that the real subject-matter is the mode of pro-
duction. ‘Thus, the first stocking made by hand was a new
invention or manufacture, belonging to the former class, and
the first stocking made by machinery was also a new inven-

tion, belonging more properly to the latter class. Under one

- R —
o

its very statement clothed with practical application ; it points out
what is to be done in order to lessen the consumption of steam. Now
the specification of such a discovery scems to consist in nothing more
than saying to the constructor of a firc-engine, *for the future, con-
densc your stcam out of the body of the cylinder, instead of condensing
it within it — put something round the cylinder, to protect it from the
external air, and to preserve the heat within it, and keep your piston
air-tight without water.,! Any particular manner of doing this, one
should think, would hardly need to be pointed out, for it ¢can scarcely
be supposed that a workman, capable of cofistructing a fire-engine,
would not be capable of making such additions to it as should be
necessary to enable him to execute that which the specification re-
quires him to do. But if & very stupid workman should want to
know how to go about this improvement, and, in answer to his ques-
tion, was directed to conduct the steam, which was to be condensed,
from the cylinder into a close vessel, by means of a pipe and a valve
communicating with the cylinder and the close vessel, to keep the close
vessel in a state of coldness sufficient to produce condensation, and to
extract from it any part of the steam which might not be condensed
by the pump — and was also told to inclose the cylinder in a wooden
case, and to use a resinous substance, instead of water, to keep the pis-
ton air-tight — can it be imagined that he would be so stupid as not

to be able to execute this improvement, with the assistance of these
plain directions 77 2 H. Bl. 497,

See Law & Practice, 46,
1 Seo R. v. Arkwright, printed case; and Pat. Rep. 56.

67
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of these two classes —the thing produced, or mode of pro-
duction — inventions may be classified.

It will follow also from the preceding, that all invention,
wh: “aver its object, will congist in new applications or adap-
tations. Matter is endowed with certain properties, and
subject to certain laws; man cannot alter these properties
or impose other laws, but he has the power of applying
those properties and of giving occasion for the exercise of
those laws, according to his will, and the result of the exer-
cise of that will is exhibited in manufactured, asdistinguished
from elementary matter.?

o

Subject-matler, by Statule. ’

Such then being the general nature of that invention by
which the arts and manufactures of a country may be ad-
vanced, it is necessary to compare the preceding with the
words of the statute, and to show the various ways in which
the letter and spirit of the statutes of the common law may
be complied with.

According to the words of the statute, letters-patent are
to be for the ¢ working or making of any manner of new
manufactures within this realm, which others, at the time
of making such letters-patent, shall not use ;2 and the
letters-patent are granted for the particular new Invention
stated in them. The terms ¢ new invention ** must be con-
sidered as defined and interpreted by the words of the sta-
tute ; or such new inventions only will be the subject-matter
of letters-patent as the spirit and letter of the statute will
fairly comprehend. The express words of the statute will
include all the objects of the adaptations and arrangements

1 The phrase “manufactured matter” seems to express,in a pe-
culiar and distinet manner, all those particular arrangements which are
duc to the exercise of the inventive faculty of man. Matter exisis in
its clementary state in the iron-stone, limestone, and fuel ; but when
these materials have been subjocted to certain processes dovised by the
ingenuity of man, the result is that particular species of manufactured
matter which we call iron.

= Sco 21 dac. L. ¢. 3, 5. 6; Law & Practice, 44; and Pat. Rep. 31.
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of matter to which attention has already been directed, and
may be considered as pointing out generally, first, the class
or kind of objects, and secondly, the character of the sub-
ject-matter in respect of which the proviso was introduced.
The arts and manufactures of the country constitute the
class of objects ; the character of the subject-matter, or the
nature of the invention as defined by these words, remains
to be considered.

The generality of the expression ¢ any manner of new Meaning of
manufacture > removes all difhiculty which might be felt, in fﬁaﬁg}m_
the present advanced state of the arts, respecting the strict or ture”’
literal meaning and import of the word * manufacture.” That
word, In its etymological sense, would refer to some object
of skill or industry executed by the hands of man, and the
manufactures of a country are all those objects viewed col-
lectively ; but, inasmuch as the perfection of manufacture
consists in the substituting other agents for human labor, this
term * manufacture > now includes every object upon which
art or skill can be exercised, so as to afford products fabri-
cated by the hand of man, or by the labor which he directs.

Nor must the import of the words ¢ any manner? be
passed over without notice, since cases may occur 1n which,
by virtue of the generality of the expression ¢ any manner
of new manufactures,” inventions, respecting which some
doubts might otherwise be entertained, will at once be re-
cognized as comprehended within both the letter and spirit
of the statute.

Now all manufacture consists in a series of processes,
and the particular character of each manufacture depends on
the particuiar series of processes pursued. And this series
of processes may consist in executing & certain number of
things in a certain definite order, or in the application of
known things in a particular manner, and for particular pur-
poses, or In some particular arrangements and combinations.

And any change in the series of processes pursued will con-
stitute a new manufacture.l

Rl — _——

1 Eyre, C. J.: “Probably I do not overrate it when Istate thattwo
thirds, I believe I might say three fourths, of all patents granted since
the statute passed, are for methods of operating and of manufacturing,

producing no new substance, and employing no new machinery.” 2 H.
Bl. 494.



7

032 LETTERS-PATENT FOR INVENTIONS.

The conducting or executing the series of processes,
upon which the character of the manufacture depends, is
expressed in the statute by the words, ¢ working or mak-
ing,” either of which is equally applicable, though some
cases will occcur in which one term may appear prefer-
able to the other; and it is unnecessary to attempt dis-
tinctions, when the general import of the words is clearly
expressed.

Any im- The definition of a manufacture, as consisting in the parti-
E‘;?;’E?"‘n‘;"ﬁf cular series of processes, and the consideration of the con-
nufacture. gequences of any change in such series, leads at once to
the important practical conclusion, that any improvement in
the mode of obtaining a known product is a manner of new
manufacture. Hence, both the words and spirit of the sta.
tute are satisficd, either by the invention of a product not
before known, or by an improvement in the mode of pro-
duction ; that is, by a new article, or by an article made in
a new manner.
Manufac- The clause of the statute has hitherto been considered
:g‘:“}u‘l‘li‘g' with reference to those inventions, in which some distinct
?iﬂ?xgcu- product-or substance is produced. It must, al'so, be.consp
' dered with reference to a class of inventions, in which no
single product or distinct substance, but a general effect or
result, 1s obtained. In the infancy of the arts or manufac-
tures of a country, the objects of invention will be almost
exclusively new products, or new methods of obtaining
those products.l But, as the arts and manufactures ad-
vance, that ingenuity which was at first exercised in obtain-
ing new products, by the arrangéments of matter 1n 1ts ele-

. mentary state, that is, in the production of manufactured
matter, will be principall r directed to the application of
those products, or to new arrangements of that manufac-
tured maltter.

1 Some of the new manufactures, before the statute, (21 Jac. 1, ¢. 3,)
were frisadocs, (Hastings’s casc); something concerning lead ore,
(Bircot’s) casc; a new knife, (Matthey’s case); ar instrument for
meltinyr lead, {(Humphrey’s case); those mentioned in the statute
relate to glass, alum, smalt, and making iron by mecans of pit coal,
(Lord Dudley’s.) See these in my Reports of Patents.
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The latter class of inventions is commonly doscribed as New appli-

the new apphcatlon of known substances in known man- ﬁ%ﬂi‘;b.
ners, and objections have been made to such subject-matters, ftances in
but, it is conceived, without good reason. For, whether the mannors.
invention consist in the production of some new thing, or in
some new mode of producing that thing, it really consists
in the application or adaptation of matter to the paghicular
purpose, or in the particular manner ; this, as has already
been observed, being one -characteristic of all invention
whatsocver.!  The first production of iron, for instance,
was a new application of known substances; and the first
production of a knife, a stocking, or of any other article, is
an application of some known substance or thing. The
substance or thing having been once produced, attention
will be directed to improvements in the mode of production.
An invention, having this object, may consist either in the
new application of some known substance, as of lime to
iron, or in the parlicular order or series of the processes
pursued ; any change in that order or series constituting, as
we have seen, a new manufacture2 A partiéular mode of
production consists only in arranging, according to some
definite rule or law, existing maitter, so as to bring about a
known result in that particular manner ; and such an inven-
tion may also be described as a new application.

Hence, whether the thing produced or the mode of pro-
duction be the subject-matter of the invention, the result
obtained is manufactured matter.

On the same priaciple that the application and adaptation gyetension
of elementary, as exhibited in manufactured matter, are of preced-

ing to ma-~
included under the letter and spirit of the statute, the appli- chines and

cation and adaptation of manufactured matter, that is, of fﬂﬂ;’ Ig";;,.
existing substances and things, are also included. From ™y
these result the various combinations of parts and elements,
whéreby machines, compound substances, and constructions

are produced, and the application of such machines, sub-
stances, and constructions, to produce results in a more
beneficial and economical manner. For no distinction can

be drawn betwixt the application and adaptation of matter

1 See ante, p. 530. 3 See ante, p. 531.



004 LETTERS-PATENT FOR INVENTIONS.

in its elementary state, and the application and adaptation
of matter in a state next to the elementary, that iIs, in a
manufactured state, and the statute will consequently include

the new applications and adaptations of such existing sub-
stances and things.

Distinction  In the preceding, the terms application and adaptation
‘;;Eﬂﬁi?m have been used in connection with each other, and they are
;‘l‘;‘;adapm‘ generally of the same import; but cases will occur, in
which it will be necessary to distinguish between them, and
to point out instances of applications which are not adapta-
tions, in that sense of the term in which either is the subject-
matter of letters-patent.l
It may, also, be convenient to distinguish between the
cases in which the thing produced, or final result, presents
no traces of the particular application or adaptation wherein
the inventicn consists, and the cases in which the thing
produced, or final result obtaincd, exhibits the particular
application or adaptation. Iron, and similar manufactures,
present, in the final result, no traces of the particular ele-
mentary matter which has been applied and adapted, or of
the particular process pursued ; but a steam-engine, and
other constructions, present the particular applications and
adaptations by and for which they exist,

Classification of Cases.

It will be convenient to show the classifications which
may be made of inventions, which have formed the sub-
ject-matter of letiers-patent, more especially such of them
as have given rise to legal and other proceedings. The

following classifications are suggested, as distinct and com-
prehensive.?

1 A mere apphcatmn may be somehmes described ns a double usc.
Sce post, 24, 26

2 Most clasmﬁcatmns, if ngldly examined, fail ; but still, for prac-
tical purposes, they may be extremely usceful. Tl is is peculiarly the
case with all classifications of the subjcct-matters of letters-patent.
Under one point of view, all inventions have the same character,
ante, 529 ; and, of the classes here given, the first may be considered as
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I. An arrangement, combination, or composition of mat-
ter ; the particular arrangement, combination, or composi-
tion being of the essence and substance of the mnvention.
II. An arrangement, combination, or composition of mat-
ter, with the view of carrying out into practice certain truths,
laws, or principles; the particular arrangement, combina-
tion, or composition not being of the essence or substance
of the invention, except as in connection with, and subsi-
diary to the truths, laws, or principles, which are to be so
carried out into practice.
III. An application and adaptation of natural or known
agents, and of known substances or things.
Under one of the preceding classes, the subject-matter of
letters-patent may be readily and conveniently arranged.
I. An arrangement, combination, or composition of mat- First class.
ter; the particular arrangement, combination, or composi-
tion being of the essence and substance of the invention.
The earlier cases, as the letters-patent granted to Iast. Hastings’s.
ings, (9 Eliz.) in consideration that he brought in the skill
of making frisadoes from abroad ; to Matthey, for a knife ;
and to Humphrey, for a sieve or instrument for melting
lead,! present instances under this class. In these and The mode
similar cases, either the thing produced, or the mode of &f Produe:
production, may be considered as the subject-matter of the 3‘52: fl:l;;cr_
invention ; but, when a thing has been produced before, the
subject-mafter of the invention will have reference to the
mode of production ; and it is sometimes convenient to con-
sider the essence and substance of every invention, in which
some particular thing is produced, as consisting in the mode
of production, that is, in the mode of applying and adapting
the matter which already exists.

[ T el . eessslelle—" ol L ST

— — ekl

including the second ; also several of the cases citeil in illustration of the
third, may be referred to the first class. But the several inventions,
if their natnre be considered in a practical, rather than in a theoretical
point of view, will be found conveniently to group themselves in tho
classes here suggested ; and a classification of this kind contributcs
very much to a clear exposition of what is a manufacture, within the
meaning of the statute, and to a distinct conception of the points to be
attended to, in the structurc of the specification,
1 Seco Pat. Rep. 6 & 7.



036

Lord Dud-
ley’'s.

Ark-
wright’s.

Morris’s.

LETTERS-PATENT FOR INVENTIONS.

Lord Dudley’s patent, (19 Jac. 1,) for melting of iron
ewer, and making the same into cast-works, or bars, with
sea coals, or pit coals, may also be referred to this class;
for the iron so made would be a different composttion of
matter from that made with charcoal ; but, inasmuch as that
particular combination or composition could not be d:s.
tinctiy defined, or distinguished from those arrangements,
combinations, or compositions of the similar elements which
constituted iron as before known, it seems better to refer this
invention to the third class. The invention, in this case,
could only relate to the mode of production ; since the iron
would have apparently the same physical properties, and,
for all practical purposes, would be the same substance as
had been produced by the use of charcoal.!

In Arkwright’s patent, (A. D. 1773,) for certain machines
for preparing silk, cotton, flax, and wool, for spinning, the
invention consisted in the combination of known elements
of machinery, that is, in a particular arrangement of manu-
factured matter.
® In Morris’s patent, (A. D. 1764,) for a machine with a
set of working needles, to be applied to a stocking-frame
for making oilet-holes, or net-work, in silk, thread, or cot- |
ton, the invention consisted in the addition to an existing
thing, the old stocking-frame, of this particular combination
of known things. In an action for the infringement of this
patent, it was objected, that there could be no patent for an
addition, but the objection was overruled by Lord Mans-
ficld. The plaintiff had a verdict, with 500/. damages.”

g nl il — kel

1 The samc observations will apply to many subsequent patents, as,
for instance, to Hill's, for cinder iron, and curing the defect of cold
short by the addition of lime, Pat. Rep. 2255 and to Crane’s, for the
anthracite iron. The substances so produced would be new composi-
tions of matter, but are more conveniently described as new appliea-
tions of known things; also, having the same apparent qualities as
the substances known before, they may be spoken of as improvements
in the mode of production. Thus, Crane’s invention may be described
as the mode of procuring iron, by combining the hot-blast and anthra-
cite. See post.

2 See Pat. Rep. 51; Bull. N, P. 76, c.

Lord Mansfield, C. J.: —* If the general question of law, namely,
that there can he no patent for an addition, be with the defendant, that
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Since the preceaizg rase. i addition or an improvement Anaddition
generally has been held a subject.matter for letters-patent ;lgfelz?ggrsogg:
and a ‘examination of the list of patents will show by farject-matter.
the greater number of patents to have been granted for im-
provements. This old objection was subsequently raised, on
a caveat at the Great Seal, in the particular case in which
the letters-patent solicited were for an 1mprovement on an
existing patent, but the objection was -overruled by Lord
Eldon, L. C., who said, that a party having. invented im-
provements on any patent, could not use that patent before
the expiration of its term ; and the solicited letters-patent
were granted.?

The addition or improvement, supposing it a separate and
independent instrument or thing, may be a new arrangement
of matter, but the real subject-matter of the invention will, in
general, be the old and new instrument or thing 12 combina-
tion, and such combination will be a new arrangement of

matter, by virtue of that very addition® And in the same

is open upon the record, he may move in arrest of judgment; but
that objection would go to repeal almost every patent that was
granted.”

1 Sce Boulton & Watt ». Buil, 2 L. BI. 489.

Buller, J.: “In later times, whenever the point has arisen, the incli-
nation of the Court has been in favor of the patent for the improve-
ment, and the partics have acquicseed where the objection might have
been brought directly before the Court.”

Also Hornblower & Maberly v. Boulton & Watt, 8 T. RR. 104.

Grose J.: “If indced a patent could not be granted for an addition,
it would be depriving the public of onc of the best benefits of the
statute of James.”

2 ¥ox, ex parte, 1 Ves. & B. 67.

This objection was not raised in the case of Harmer’s patent, {Har-
mer v. Plane, 14 Ves. Jr. 130; 11 East, 101,) nor Lewis'’s, (3 Car.
& P. 502,) which were expressly for improvements on existing patents;
and several other important cases, as Huddart’s and Russcll’s, were, In
fact, improvements on existing patents.

It was urged, as an objection to Crane’s patent, that the invention
required the use of a subsisting patent, but the Court of Common
Pleas decided such subsequent patent to be valid, though it could only
be worked by license under the former patent. Crane v. Price and
others, Pat. Rep.

3 Tn cases of this kind, the specification must clearly distinguish in
what the improvement consists. See Harmer v. Plane: Dav. Pat,
Cas. 311. Macfarland v, Price, 1 Stark. 199; Pat. Rep. 74.

68
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manner that an addition to an existing thing constitutes a
new arrangement of matter, an omission of an existing thing
also constitutes a new arrangement of matter, which may be
the subject-matter of Jetters-patent. In Whitehouse’s patent
(A.D. 1825, assigned to Russell,) for improvements in manu-
facturing tubes for gas and other purposes, the substance of
the invention consisted in omitting an instrument called a
maundril, which was used in the manufacture of these tubes
under a previous patent, (James & Jones,) and upon which
the subsequent patent was an improvement. ‘The tubes so
manufactured, (by the omission of the maundril,) were a
particular arrangement or composition of matter, but the
invention in this case is more properly described as the
mode of producing such tubes or arrangements of matter.!

In Else’s patent for a new manufacture of lace, called -

French, otherwise ground lace, the substance »f the inven-
tion consisted in a particular arrangement of matter, or in
the mode of mixing silk and cctton thread vpon the frame.?

In Brunton’s improvements in chain cables, the invention
consisted in substituting a cast-iron stay with a brond end,
so as to clasp the sides of the link for a wrought-iron stay,
which pierced the links of the cable as made on Brown’s
method. 'This, as well as the other improvements included
in the same patent, was a new combination or arrangement
of matter. ’

In Galloway’s improvements in paddle wheels, the inven-
tion consisted in the particular arrangement according to an
assigned law of the float-boards, previously used for the
same purposes, but arranged in a different manner ; in this

invention, the particular arrangement was the essence of the
invention.*

1 Sce Russell v. Cowley, 1 Cr. M. & R, 864, and 1 Rep. Arts, N. S.

* See R. v, Else, Pat. Rep. 76.

Buller, J.: “The patent claims the exclusive liberty of making lace
composed of silk and cotton thread mixed, nof of any particular mode
of mixing it; and, therefore, asit has been clearly proved and admitted,
that silk and cotton thread were before mixed on the same frame for
lace, in some mode or other, the patent is clearly void.” Ibid.

$ Sec Brunton v. Hawkes, 4 B. & A. 541 ; and post.

* Bee Galloway v. Bleaden, 15 Rep. Arts, N. S.; and Pat. Rep.
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Many instances in illustration of this class may be de- Chemical
rived from the numerous patents in which the mode of pro- P2e:
duction will have reference to the laws of chemical combi-
nation, as well as of mere mechanical admixture, as in the
manufacture of iron, the crnmposition of poaints, stuccos,
medicines, and similar substances. In Zinck’s patent for Zinck's.
making verdigris, the invention consisted in certain propor-
tions of granulated copper, oil of vitriol, and agqua fortis,
boiled for a certain time in a copper of a particular con-
struction, and afterwards strained off and mixed with a solu-
tion of potash and soda. The particular composition of
matter so produced, was the essence and substance of this
invention.!

Many instances, in illustration of the above class, may be Dew fa-
derived from the patents granted for new fabrics, though it
may be convenient to arrange some of these under the third
class.

In Sievier’s patent for improvements in the manufacture
of elastic goods, by combining in the warp covered threads
of caoutchouc with non-elastic threads, and thereby forming
a cloth, in which the non-elastic threads are the limit to
which the elastic threads can be stretched — the essence of
the invention was the particular arrangement and combina-
tion of matter. The subject-matter of this invention ‘may
also be considered as the application of a known substance,
in a known manner, to a purpose known before.?

The cases already mentioned will sufficiently illustrate
that class of inventions in whicl. the result attained, or manu-
facture produced, consists simply in some specified arrange-

1 Sec Wood & others v. Zimmer, 1 Holt, N. P. C. 58 ; Pat. Rep. 82.

Tho following well-known cases possess many points in common
with the preceding :

Tennant’s, for a bleaching liquid. Pat. Rep. 125.

Turner's, for o yellow color, Turner v. Winter, 1 T. R. 602 ; Pat.
Rep. 77. )

Liardet’s, for a composition or stucco. Pat. Rep. 52.

Wheeler's patent, in which the invention was of a new coloring mat-
ter produced from malt. R.v. Wheeler, 2 B. & Ald, 349.

Savory’s, for a geidlitz powder. Savory v. Price, Pat. Rep. 83.

2 See per Tindal, C.J., in Cornish v. Keene, Pat. Rep.; 3 Bing.
N. C., 570.
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ment, combination, or composition of matter, frequently
without regard to any very precise proportions of the cen-
stituent parts or elements, though, in such cases, the inven-
tions will generally, with more propriety, be referred ‘to
the third class. When the invention is to be classified and
distinguished, according to the mode of production, the par-
ticular means pursued will point out the appropriate class.
Second II. An arrangement, combination, or composition of mat-
class. ter, with a view of carrying out into practice certain truths,
laws, or principles, the particular arrangement, combination,
or composition not being of the substance and essence of
the invention, except as in connection with, or subsidiary to,
the truths, laws, and principles, which are to be so carried
out into practice.
Gamble's  The paper machine, which was the subject of letters-
patent-  satent to Gamble, in 1801 and 1808, will furnish an instruc-
tive illustration of this class of cases. ‘The subject-matter
of the invention was the making paper into sheets of great
length, by means of machinery. This was effected by re-
ceiving the pulp on an endless web of wove wire, or other
suilable material, passing round two eylinders, made to re-
volve with uniform velocity. The carrying out into prac-
tice this general idea or principle of the invention, would
require arrangements and combinations of a very complex
nature, and arrangements or combinations in themselves
extremely different, would, when adopted in connection
with, and as subsidiary or incidental to, this main idea,
still be, substantially, the same invention. ‘The invention did
not consist in some particular means of applying an endless
web to make sheets of paper of an indefinite length, but in
the application of such endless web. The substance and
essence, then, of this invention was an arrangement, combi-
nation, or composition of parts, that is, manufactured matter,
whereby paper might be made by means of an endless web,
in sheets of an indefinite length,
Dollond’s,  In Dollond’s patent (A. D. 1758,) for a new method of
making the object glass of telescopes, the invention con-
sisted in combining a convex lens of crown glass and a
concave lens of flint glass, so that certain known laws of
light in respect of refraction and achromatization, and the -
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production of an image, might be carried out into practice:
The invention did not consist in any mode of making the
glass, or of grinding the lenses, or in assigning any parti-
cular degrees of sphericity to their surfaces— these being
known from the ordinary propositions of optics -~ but simply
in combining two lenses of the kind described, so as to
obtain a correction of color, and leave some amount of
refraction.! '

In Bainbridge’s patent, (A. D. 180%,) for improvements on py;p,.

M,

the flageolet, or English flute, the invention consisted in bridge’s.

constructing a flute so that the physical law of the vibration
of a column of air, upon which the production of a particus-
lar note depends, might be carried out in practice, in the
improved instrument.

In Cochrane and Galloway’s patent, for removing the Cochrane

inconvenience of smoke and gas generated in stoves, the
invention consisted in the retention of a volume of atmos.
pheric air, in a condensed state, within a close furnace, in
order to =ffect perfect combustion. The particular means
by which the inventors proposed to carry out into practice
the principles or laws of combustion, were described in the
specification, which contained the following passage : —
‘¢ These objects may also be effected and produced by other
abstract parts and combinations of machinery, not explained
or described ; but yet such alterations may be made, em-
bracing the principle of our invention, that may be a differ-
ent modification of them, and yet bg, substantially, in their
effect and principles, our invention.””?

1 See specification of Dollond’s patent ; Pat. Rep. 42, It may be
said that Dollond's object glass was simply a combination of matter
under the first class, but the lenses were to bo combined according to
known theoretical laws. Ibid. 45, n,

2 Tn an action for an infringement of this patent, (Cochrane & Gal-
loway v. Braithwaite & Ericsson, 3 Lond. J. 42,) by an invention in
which the same principles of combustion were cairied out in a different
manner, and, among other-things, by producing the condensed state of
the air by means of a contracted orifice, instead of a weighted valve —

Sir Thomas Denman, C.J., said : — ¢ All that seemed indispensablo
was, that the required resistance, the necessary degree of compression,
~ should be produced ; and, if that could be obtained by narrowing the

and Gallo-
way’s.
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In Minter’s patent for an improved chair, the invention
was described as consisting in the application of a self-
adjusting leverage to the back and seat of a chair, whereby
the weight on the seat acts as a counterbalance to the pres.
sure against the back of the chair, The application of self-
adjusting leverage to this purpose might be effected by many
different arrangements and combinations, so that the sub-
stance of this invention was not any one particular arrange-
ment or combination of matter, but such an arrangement as
was subsidiary to the carrying out into practice the principles
described in the specification, that is, the well-known laws

~of a-particular kind of compound lever.1

In Jupe’s patent, for an improved expanding table, the
invention consisted in making a table in sections, which
might diverge from a common centre, so that the table
would be enlarged or expanded, on inserting leaves or
pieces in the openings or spaces caused by such diver-
gence. 'The validity of this patent was contested, on the
ground that a table, divided as described, did not constitute
a manufacture, without reference to the mechanical means
by which the divergence was effectea® If it be a manu-
facture, the subject-matter of these letters-patent is a parti-
cular arrangement of parts, for the purpose of eflecting a
certain object ; but the particular arrangement described is
not of the essence and substance of the invention, except as

outlet, as well as by a weighted valve, such a mode of effecting the
object must be held as being eovered by the words fany other known
menns of producing required resistance.’” Sec Law & Practice, 79.

1 See the specification, and Minter v, Wells, Pat. Rep. 126.

2 See Jupe v. Pratt, Pat. Rep. 151, and the specification, Iiid.

Alderson, Baron: — ¢ You cannot take out a patent for a prineiple,
but you may take out a patent for a principle coupled with the mode
of carrying the principle into effect, provided you have not only disco-
vered the principle, but invented some mode of ecarrying it into cffecs;
but then you must start with having invented some mode of carrying
the principle into effect ; if you have donc that, then you are entitled
to protect yourself from all other modes of carrying the same principle
into effect, that being treated by a jury as piracy.” Ibid. 146.

This same important doctrine was laid down by Lord Tenterden,
C. J,, in Lewis and another . Davis, 3 Car. & P. 502,
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in connection with, and subsidiary to the expansion of the
table, and the divergence of the parts from a centre.

Wait’s patent, though this may be more conveniently Watt's.
referred to the third class, will also furnish an important
illustration of the preceding. The letters-patent were for
an improved method of lessening the consumption of steam
and fuel in fire-engines, and the specification stated the
improved method to consist in the following, among other
principles, namely, in keeping the cylinder hot, in condeps-
ing the steam In a separate vessel, in withdrawing from
that vessel the elastic vapor which was not condensed, so
as to have as perfect a vacuum as possible ; the specifica-
tion also pointed out the means by which these principles
were to be carried out ;! and the directions and description
given therein were, according to the finding of the jury,
sufficient to enable a mechanic, acquainted with fire-
engines previously in use, to construct fire-cngines so as
to lessen the consumption of stecam, and, consequently, of
fuel ; that is, to realize and put in practice the mvention of
Watt. The subject-matter of this patent, if referred to this
class, must be considered as a particular arrangement and
composition of manufactured matter, in connection with and
furtherance of the principles or rules of management pointed
out in the specification.”

The preceding are some of the principal cases, in which Inventions
. ‘ : . may have &
the most important part or the merit of the invention con- gygracter

sists in the conception of the original 1dea, rather than 1n 1’;‘3‘2}"?&
the manner in which it is to be carried out or applied in means.
practice. Many other cases might be mentioned, but the
preceding, it is conceived, will be sufficient to illustrate this

class, and to show that inventions may have a character

which is totally independent of the particular means by

which they are applied, so that the imitating that character

may be a piracy of that invention, although the means may

. nl—

— A

1 Sec Law & Practice, 46, and ante, 528, note.

2 The distinction here contended for is recognized in scveral of the
judgments delivered in this case. Thus —

Eyre, C. J.:~* Some machinery, it is true, must be employed, but
the machinery is not of the essence of the invention, but incidental to
it.” Boulton & Wati ». Bull, 2 H. Bl. 496. See, also, ante, 528, note.
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ve very different, and such as, in themselves, might consti-
tute a distinct substantive invention.l
It will frequently be a question of some difficulty, whe-
ther the particular arrangement or composition of matter is of
the essence and substance of the invention; on the deter.
mination of this will frequently depend the question, whe-
ther an invention has or has not been infringed by another
invention, having the same or similar objects, and producing
the same or similar results. The determination of the
particular character of the invention will depend simply on
the specification, that is, on the obvious and reasonable
" construction which can be put on the words by which
the patentee describes and ascertains the nature of his
invention.?
Thirdclass. 111, An application and adaptation of natural or known
agents, and of known substances or things.
116;1;181 Dud-  Letters-patent were granted (19 Jac., A. D. 1620,) to
' Lord Dudley, for his ¢ mystery, arts, way, and means of
melting iron ewre, (ore,) and of making the same into
cast-works or bars of iron, with sea-coals or pit-coals, in
furnaces with bellows; ” they recite, that the invention
consisted in the use of sea or pit-coal, instead of charcoal.
From the brief description contained in the letters-patent, 1t
appears that the invention was simply the substitution of pit
or sea-coal for charcoal ; that is, the application of the kind
of coal to the manufacture of iron.3
Neilson’s.  In Neilson’s patent, for the improved application of air to
produce heat in fires, forges, and furnaces, where bellows

1 In the recent case of Neilson v. arford, it was admitted that the
apparatus employed was incomparably superior in its cffects to that
described in the plaintiff’s specification, and such an improvement as
would have supported a patent ; but, as it involved the principle of the
plaintiff’ s invention, it was held an infringement. Pat. Rep. 295, and
post.

2 Sce important insta:-ees of this in the case of Forsyth’s patent, for
the application of detonating powder to the discharge of fire-arms,
(post) ; and of Hall's patent, for the application of the flame of gas
to improve lace, by singing off the superfluous fibres, (post. )

3 Seo this patent, and as to its exception, in the Statute of Monopo-
lies. Pat. Rep. 14 - 16.
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or other blowing apparatus are required, the invention con-
sisted in the application of hot-air instead of cold, the air
being heated in a closed vessel, and in its passage from the
blast to the furnace.?

In Crane’s patent, for an improvement in the manufac- Crane's.
ture of iron, the inventien consisted in substituting anthra-
cite in the blast-furnace, in the ordinary manufacture of iron
by the hot-blast, for coke or bituminous coal.2

In Derosne’s patent, for improvements in extracting and Derosne's.
refining sugar and syrups, the most valuable part of the
invention consisted simply in the application of animal and
other charcoal, as the medium of filter. The specification
described the 1nvention in the following manner : — “What-
ever sort of charcoal it may be, it must be disposed on beds
very thick, on a filter of any suitable form ; the filter, of
itself, has nothing particular, and does not form the object
of the patent, because it is already known and used for
other purposes, but until now it has not been used for dis-
coloring” syrups.” In this, as in many cases, the patents
for improvements in the manufacture of iron, the invention
13 simply the application of a known substance; if the sub-
stance produced, rather than the mode of production, be
regarded, these cases would belong to the first class, since
the particular composition of matter so produced would be
different from that previously obtained ; but such a classifi-
cation is not of a practical or useful character.

In Hartley’s patent, (A. D. 1773,) extended by act of Hartley’s.
parliament, (17 G. IIl. c. 6,) for the method of securing
bulidings from fire, the invention consisted in the applica-
tion of plates of metal and wire to the parts of buildings

vl e il -

1 Sce specification and report of proceedings on the patent. Pat.
Rep. 273,

2 The subject-matter of this invention may be referred to the first
class, for the anthracite iron is a new nrticle, or & new composition of
matter; if it be considered as an old article, then the mode of produc-
tion, by the combination of hot-blast and anthracite, or by the use of
anthracite, is new. See ante, 12, and specification and report of pro-
ccedings on the patent. Crane v. Price, Pat. Rep. 375.

3 This term is used in the sense of the French word decolorer, or of
discharging the color.  See Pat. Rep. 152 - 165.

69
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and ships, so as to prevent the access of fire, the plates
being laid over cach other st the joints, and fastened in any
known manner.! The essence and substance of the inven-
tion, in this case, was, the application of a known thing in a
known manner, by simple contact, to obtain a known effect
— protection from fire.® This case might have been ar-
ranged under the second class, as a particular arrangement
or composition of malter, for the purpose of obtaining a cer-
tain resuit, namely, security from fire, but it seems to belong
more properly to this class.

In Watt’s patent, for his improved method of lessening
the consumption of steam and fuel in fire-engines, the
invention consisted, among other things, in the application
of a system of external casing and clothing to the cylinder,
in the adaptation to the cylinder of a separate vessel, in
which the steam was to be condensed, and of the air-pump,
to draw off the elastic fluid from that separate vessel. The
invention included other things, and might be considered, as
has been already mentioned, under the second class, as a
particular composition of matter, for the purpose of carry-
ing out certain principles, but each of those sepurate appli-
cations contributed essentinlly to the practical result, namely,
the diminution of the consumption of steam, and, conse-
quentiy, of fuel, ahd, as such, might have been the subject-
matter of letters-patent.®

I The specification of this patent was as follows : — * My invention
of a particular method of sccuring buildings and ships against the
calamity of firg, is described in the manncr following, that is to say,
by the application of plates of metal and wire, varnished or unvar
nished, to the several parts of buildings and ships, so as to prevent the
access of fire and the current of air, securing the several joints by
doubling, overlapping, soldering, rivetting, or in any other manner
closing them up, nailing, screwing, scwing, or in any other manner
fastening the said plates of metal into and about the several parts of
the buildings and ships, as the case may require.” See 17 G. Il ¢, 6;
Pat. Rep. 54.

< The validity of this patent, in respect of the subject-matter, was
fully discussed by Eyre, C. J., in delivering judgment in Watt’s case,
and placed on the same grounds as the patents for methods of operat-
ing and manufacturing, producing no new substance, and employing
no new machinery. DBoulton & Watt ». Bull, 2 H, Bl 493 - 4,

8 As to the subject-matter of Watt’s patent, sce Law & Practice, 46,
n. e Sceante, p. 528, n.
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In Forsyth’s patent, for a ** method of discharging or Forsyth's.
giving fire to artillery, and all other fire-arms, mines, cham-
bers, cavities, and places in which gunpowder, or other
combustible matter, i1s or may be put for the purpose of
explosion,” the essence of the invention was the application
of detonating powder, a known substance, to produce a
known effect. The specification described a mode of dis-
charging the powder, or producing the explosion, but this
was not the substance of the invention, as claimed, and the
patentee succeeded In an action against a party who had
adopted a different mode of effecting the discharge, from
any described in the specification.!

In Hall’s case, for a method of improving every kind of Halrs.
lace or net, or any description of manufactured goods where
fabric is composed of holes or interstices made from thread

A substantial part of the invention, in Huddart’s patent, was the
substitution of a tube, through which all the yarns were brought for a
new circle, which had been used before. On this we have the follow-
ing important judgment: —

Lord Ellenborough, C. J.: —*“ Now the tube does seem to me an
important difference from the mere circle, because it keeps the yarns
in & degree of confinement for a greater time, and more certainly
obtains the end pointed out in Mr. Balfour's specification ; the same
end is to be attained, and, had the patent been taken out for that to be
done by a tube, which was before done by a ring or circle, I should
have thcught the patent good, for that is o distinet substantive inven-
tion” Iluddart v. Grimshaw, Pat. Rep. 95.

1 Sce Forsyth v. Riviere, Pat. Rep, 97.

The specification of Forsyth's patent states : — First, the chemical
plan and principles of the invention, describing generally the manner
in which the known chemical compound was to be applied and dis-
charged, but disclaiming the invention of the compound itself, in the
following words : — “ But it is to be observed, that I do not lay claim
to the invention of any of the said compounds or matters to be used
for priming; my invention, in regard thereto, being confined to the
use and application therecof to the purposes of artillery and fire-arms,
as aforesaid.” It then proceeds, as follows : — ¢ And, secondly, I do
her by frrther declare, for the better illustration of my said invention,
and as auxiliary to the use thereof, in relation to the mechaniecal parts
thereof, that I have hereunto annexed drawings or sketches, exhibiting
several constructions which may be made and adopted, in conformity
to the foregoing plan and principles, out of an endless variety whicl
the subject admits of.” 11 Rep. Arts, 2d Ser. 401, and Pat. Rop. 96.
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. or yarn, as usually manufactured, of every description,

whether fabricated from flax, cotton, wool, silk, or any other
vegetable, animal, or other substances whatsoever,” the sub-
stance of the invention was the application of the flame of
gas, to singe off the superfluous fibres about the meshes of
goods of the above description. This case furnishes a good
illustration of those in which the question may be raised,
whether the substance of the invention as deseribed in and
claimed by the specification, was, generally, the application
of the flame of gas, or some particular mode of applying it ;
in the latter case, it would belong to the second class. The
patentee succeeded in an action for infringement, on the
evidence that the defendants, having recently started in the
same line of business as the plaintiff; (clear-starching lace,)
had the gas laid on to the premises in a peculiar manner,
of which no explapation was furnished, and used a much
larger quantity of gas than could have been required for
the oruinary purposes of lighting.?

Letters-patent were granted (A. D. 1818,) to Lewis and
another, for improvements on a machine for shearing cloth,

e Sl——

SRR T PR

1 Sec Hall ». Jarvis & Francis Boot. Printed case; and Pat. Rep.
100.

The specification of this patent was as follows : — “ My method of
improving lace or net, or such other goods as aforesaid, is by passing
them throngh, or at a very small distance over, a body of flame or fire,
produced by the combustion of inflammable gas, while the said flame,
or the intense heat thercof, is urged upwards, so as to pass through the
holes or meshes of the lace or net, &c., by means of a current of air,
which is produced by a chimney fixed over a flame, immediately above
the lace or net, & The action of the flame is to burn, singe, and
destroy as much of the said superfluous fibres, or fur, as may be re-
moved without injury to the lace or net, or such other goods as afore-
said.,” The specification then gave certain directions for the trade,
proceeding as follows : — The drawing hereunto annexed, represents o
system of rollers, to operate upon lace or net, or such other goods as
aforesaid, by the flame of inflammable gas (describing the drawing, &c.)
The above apparatus or combination of machinery is conveniently
adapted for the purpose of the said invention, but I do not claim the
exclusive use of any apparatus or combination of machinery, except
in connection with and in aid of the application of the flame of inflam-
mable gas to the purposes above described in this specification,” Pat.
Rep. 93.
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for which machine Lewis had a previous patent (A. D.
1815.) The specification described various things, but the
most important part of the invention was the application of
a rotary cutter, to shear the cloth from list to list. In an
action for the infringement of this patent, it was objected,
on the part of the defendant, that, the rotary cutier being
old, and having been used to shear cloth from end to end,
and cloth having been sheared from list to list by shears,
the application of a rotary cutter to shear from list to list,
was not a subject-matter for letters-patent, But this ob-
jection was overruled by Lord Tenterden, C. J., who said :
““ The case stands thus; it appears that a rotary cutter to
shear from end to end was known, and that cutting from
list to list by means of shears was alse known ; however,
if, before the plaintiffs’ patent, the cutting from list to list,
and the doing that by means of rotary cutters, were not
combined, [ am of opinion that this is such an invention by
the plaintiffs as will entitle them to maintain the present
action.” !

In this case, then, the substance of the Invention was the
application of a known instrument, a rotary cutter, in a
known manner — viz., to shear cloth from list to list.

In most of the cases which have hitherto been given, the Cases of
means or machinery employed, if not of the substance or ;‘1‘;;3{?0?}{;;
essence of the invention, has been of some importance ; but
there are a great number of cases in which the substance
and essence of the invention consist in an application, re-
quiring no composition of matter to put 1t into practice.

Thus, in Daniell’s patent, (A. D. 1819,) for improvements Daniell’s.

Sl el T T Ml

il

1 See Lewis & another v. Davis. 3 Car. & P. 502,

The patenteces had a verdiet, which was not disturbed ; they also had
a verdict in o subsequent action. (Lewis & another v. Marling.)

The decision in these cases fully established the important doctrine,
that an invention may be infringed by adopting the same general idea,
but carrying it out by totally different means. In this ease, it was ad-
mitted that the machinery of the defendant was totally different from
that of the plaintiffs, and the infringement consisted in the fact of thic
shearing from list to list, by a rotary cutter, without any referenco to
the machinery by which such shearing was produced. Sco 2 Lond.
Jour. 2d Ser. 256.
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in dressing woollen cloth, the invention consisted in immers-

Fusseil's. ing a roll of cloth, manufactured in the usual manner, in hot
water ; and, in Fussell’s patent, the cloth was subjected to a
steam bath, with the same object.!

Hadden's.  In Hadden’s patent, (A. D. 1818) for an improvement in
preparing wool, the invention consisted in the application of
heat to wool, by means of iron heaters within "the rollers

Lister's.  through which the slivers of wool passed ; and, in Lister’s
patent (A. D. 1823,) the rollers were heated by steam.?

Crompton's  [n Crompton’s patent, for an improved method of drying
and finishing paper, the substance of the invention was the

| use of a heated cylinder, against which the paper was con-

L ducted.

Christ's. In Christ’s patent, for “ improvements in copper and other
plate printing,” the substance of the invention was in the
preparation of the paper,and the particular means by which
this was effected, as the damping the paper, is an application
which would have been an invention sufficient to support
the patent.®

In these, and many other cases, the substance and essence
of the invention were the application and adaptation of a
known agent, as heat, water, &c., for effecting great im-
provements in manufactures.

Omissionof The omission of any mgredlent previously used in an‘d

wsubstance o nsidercd essential to any particular manufacture, would

el il e R L T I

1 The latter patent was held an infringement on the former, and
both were repealed by scire facias for want of novelty.

2 'The invention was held substantially the same in both these cases,
and Doth patents were repealed for want of novelty.

8 Sturtz v. De la Rue, 5 Russ. 322.

Lord Lyndhurst, L. C.: *The title in this case is for certain im-
provements in copper and other plate printing. Copperplate printing
consists of processes involving a great varicty of circumstances. The
paper must be of a particular deseription ; before it is used it must be
damped; it must remain damp a certain time, and must be placed in
a certain temperature ; the plate must be duly prepared and duly ap-
plicd; and various processes must be gone through, before the im-
pression is drawn off’ and brought to a finished state. An improve-
ment in any one of these circumstances, in tho preparation of the pa-
per, for instance, as in the damping it, &c., may be truly called an im-
provement in copperplate printing.” Ibz'd.
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constitute a change in the series of processes pursued, and,
consequently, a new manufacture ; and the subject-matter
of letters-patent for such an invention wouid properly be-
long to this class, as Campion’s patent for ¢ a new and
improved method of making and manufacturing double can-
vas and sail cloth with hemp and flax, or either of them,
without any starch whatever;® ! or a use of the same
thing, for the same object, but according to a different order
of processes, as in dying patents.®

The class of cases which has just been illustrated, will be Two cras of
the most numerous class in an advanced state of the arts "Verons:
and manufactures of a country. When the manufactures
are In their infancy, products which never before existed,
results never before obtained, and effects never before pro-
duced, wiil be the subject-matter of letters-patent: this will
constitute, as it were, the first era of invention ; but inge-
nuity will then be directed to improvements in the wode of
producing ; to the obtaining the same products or results,
and to the producing the same cffects, in 2 more economical
and beneficial manner: this will constitute the next or more
advanced era of invention; and it is obvious that new ap-
plications of knowr agents and things must lead to such a
change in the series of processes as will constitute a new
manufacture.’

But although, in a large and continually inereasing pro- Every ap-
portion of the patents, the substance of the, invention will be Plication

.. . o not a sub-
an application of known agents or things, it is not every ap- ject-matter.

! In this (as in several other of the preceding eases) the patentee
fatled, but it was, as in this case, in respect of want of novelty, or some
defect in the specification, and not in respect of the alleged invention
not being a proper subject-matter, if new and properly described in the
specification.  See remarks of the judges on this patent. Campion v.
Benyon, 4 B, Moore, 71.

= In Helliwell’s patent for water-proofing, the same substances were
used, but in a different order. Helliwell ». Dearman, Pat. Rep. 401.

8 See ante, 531.

The application, within the last few years, of electricity, for the
transmission of signals, and copying seals and impressions, and gild-

Ing, and of light, for the purposes of photography, illustrate and con-
firm these remarks.
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plication or every novelty which can constitute a new manu.
facture, and, as such, be a subject-matter of letters-patent,
Many cases to which the term new applications may be ap-
plied, but which are not the subject-matter of letters-patent,
have been designated by the terms double or new use ; and,
In gencral, wherever the ‘ .rm adaptation cannot be em.
ployed in connecfion witi the term application, that is,
wherever the only change is of so simple a nature, or so
obvious, as to exclude all idea of skill, thought, or design;
always supposing no new manufacture, as above described,
to be the result — the application is not such as can be the
subject-matter of letters-patent. It will, however, be neces-
sary 1o consider this, or the more general question, what
amount of invention is stifficient to support a patent, some-
what more in detail.

Amount of Invention.

lvery The subject-matter of letters-patent must possess the inci..
32‘}3%311‘.‘““ dent of novelty, or the principles of the common law and
tion. the words of the statute will not be complied with; and,
further, the result to which it leads must be a new manu.
facture. DBut every novelty is not an invention which may
be the subject-matter of letters-patent ; the change must be
such as may have resulted from the exercise of or given
scope for thought, design, or skilful ingenuity. It is not
necessary that either thought, design, skill, or ingenuity
should have been exercised: the invention or discovery

may have resulted from guess or accident ;! and,in a great

\

i - APl e A il Mgy —— .

1 This has been fully recognized.

Thus, Lord Mansfield, C. J.: “ Inventions are of various kinds;
some depend on the result of figuring, others on mechanism, others
depend on no reason, no theory, but a lucky discovery. Watcer tabbies
were discovered by a man spitting on a floor-clotk, which changed its
colors, whence he reasoned on the effect of mixing water with oil and
colors.” Bull. N. P. 76; Pat. Rep. 54.

Buller, J.: ¢ The true foundation of all patents must be the manu-
facture itsclf, and so says the statute, (21 Jac. I, ¢. 3,) and whether the
manufacture be with or without principle, produced by accident or art,
it is immaterial” 2 II, Bl 486.
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number of cases the whole invention is but the conception
of the idea ; and, whatever may have been the thought or
Jabor before the idea was conceived, or the result attained
in practice, yet, inasmuch as the result itself gives no evi-
dence of thought or labor, neither may have been exercised.
This is peculiarly the case with many of the inventions
which are applications of known agents and things, and
described above, under the third class. In most of these
cases, the practical application of the idca is easy and sim-
ple, and will suggest itself as soon as the idea ; in fact, the
whole invention is realized as soon as the idea is conceived.
In these cases, then, it is only necessary that the possibility
of thought, design, and skilful ingenuity having been exer-
cised, should not be excluded. ‘i%:2 simple substitution of
one material for another, as brass for copper, in any con-
struction, may or may not be an invention or discovery which

could be the subject-matter of letters-patent.! The peculiar

o i T T il

J. Bell, K. C.: “ It was not necessary to show that an invention was
the result of long application or deep skill. He remembered that,
many ycars ago, ladies wore flowered tabbies. The method of work-
ing the flower was discovered by mere accident; & man having spit
upoen the floor, placed his hot iron on it. and observed that 1t spread out
into a kind of flower. He afterwards tried the experiment upon linen,
and found it produced the same effcet.  He then obtained a patent, and
lived to make n considerable fortune.” 29 Rep. Arts, 2d Ser. 311.

Sir N, Tindal, C. J.: ¢ In point of law, the labor of thought or ex-
periments, and the expenditure of money, are not the essential groands
of consideration, on which the question, whether the invention is or is
not the subject-matter of a patent, ought to depend. Xor, if the inven-
tion be new, and useful to the publie, it is not material whether it be
the result of long experiments and profound research, or whether by
some sudden and lucky thought, or mere accidental discovery.” Crane
v. Price, Pat. RRep. 411.

1 The following argument and illustration were used by an eminent
counsel, (Mr. Leach, afterwards Sir John Leach, V. C.) in a case'of an
alleged improvement in the constraction of barrels for containing gun-
powder. “ The making of an old machine with new mater  could
not be a discovery, and the plaintiff couid claim no protectiv. for an
invention, the only merit of which consisted in being made of brass,
instecad of wood. When tea was first introduced into this country,
carthen tea-pots were used, but could a person who made the first one
of silver be entitled to a patent 2"  Walker ». Congreve, 29 Rep. Arts.
2d ser. 311. '
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circumstanc‘es of each case must be carefully exammEd for”
% tha purpose of determmlng this question. : The utility of the - -
the'chidngé, and the conseqhiences resulting therefrom; will
afford the réquisite tests.l - | . o

- Mahy of the supposed cases of insufficiency of invention
have been cases of colorable variation from, and consequent
infringeiment on, existing patents; this-is:& very different
ground, and such changes might, under other circumstances,
have been 'sufficient to support a patént. ‘Thus, the immer-
sion of cudt*h in a steam bath, with a view of damping-it,

‘was-held- an infringement on a previous patent for an im- -
provement in the manufacture of cloth, by immersing ‘it in

hot water ; that is, the substitution of sieam for hot water
was not, under ‘the circumstances, a sufficient change .or
Invention to support a patent:  Also, the substitution of steam;
as the means of heating: hollow rollers through which the
slivers of wool passed, was held an infringement on ths
practice of heating the hollow rollers by iron heaters® If

\

o — e —

il

If the composition of matter now called a silver tea-pot had existed

before the introduction of tes, and been used for meking similar infa. L

sions from other ingredients, i*s appropriation or appiication to making
tea could not have been the su\;ect-matter of 'a patent, this being the

double use of a known thmg, as ot‘ a medicine celebrated for one dis-
ease to another; but, if such o ca*pposnmn of matter were not known, |

there might have been patents for a silver pot, as well ag for the firit . L

carthen tea-pot. No onc can say that a silver and an carthen pot are -
the 3ame manufacture. See per Loxd Abinger, C. B., Pat. Rep. 208 .

1 It was objected to Crane’s patent. that the substitution ¢f anthras -\
cite for coke or other- coal, or the combination of anthracite and -hot "
blast, was not a sufficient invention. But the Court of Common Pleas
said: “ We are of opinion. that, if the result produced by such & com-
bination be either.a new article, or a better article, or a cheaper axticle
to the public than that produced before by the old method, that yuch
combination is’ an invention or manufacture intended by the statute,
and may well become the subject of a patent.” Crane v, Price, Pas,
Rep. 409.

2 In R. v. Fussell, and R. . Lister. See Law & Practice, 47,

Tho immerzion of cloth in hot water, according to Danieli’s patent,

is said'to have improved its value one guinea per yard ; had theimmer ..

sion in stcam, according to Russell’s patent, been attended with 2 still
further improvement, it mey be presumed that such a change, by virtue
of the great utility thereof, would have been held a sufficient mventmn.
See post, p. 559.
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8 pamcular arrangement, :eombination, or. eomposnmn of .
matter,.some inderendent..instrument or machine, as: de-

scribed under the first class, or in connection with- the cary

rying out into practice certain laws or prmmples, as under

the second class, is-the substance.and essence of the inven- -
tion, the mere.substitution of one material for another will

seldom be ) change in the character of the invention. It is

still a particular composition of matter, and any change in

the kind or spscies of:manufaciured matter produces no

change in the character of - the invention.

Also, if the change be immaterial or useless, that is, if the What
machine will do as weil without it, or if some. process, or ﬁ&‘ﬁﬁn?"t
series of processes, be not substantially affected thereby, so
that neither a different result is obtained, nor the same result
n a more economicai or beneficial manner, that change will
not be sufficient to support a patent. .

In- Arkwright’s patent, one article,.the ﬁlleted cylinder,
was proved to have been used, both.in the manner the
defendant used it, and likewise when covered with card,
and Buller, J., said: * If it were in. use hoth ways, that
alone is an answer to it. If not, there is another question,
whether the stripe in it makes any material alteration ? .- For,
if it appears, as some of the witnesses say, to do.as well
without stripes, and to answer the same purpose, if you
suppose the stripes never to have been used before, that is
not such an invention as will support the patent.” Ang,
again, with.respect to another article, the can, * if 1t be so,
it brings the case to a short point indeed, for, if nothing else
is new, the-question is, whether it is material or useful.
The witnesses on the part of the prosecution say ‘it is of no
use at all. In the first place, they had that before which
answered the same purpose, though not made exactly, in
the same form — it was open at the top, it twisted round
and laid the thread precisely in the same form; and.haa the
same eflect this had — so, if it was hew,ri; w2s of no use ; |
but they say it is not new, for, though it was not precisely
the same shape, in substance it was -the same. thing 3 that s
not contradicted.” ! . The preceding remarks of the learned

Tl —

1 R. v, Arkwright. Yrinted case, 185; Dav. Pat. Cas. 137; and
Pat. Rep. 73. |
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" judge point out very distinetly what changes will not be suffi-
cient to constitute such an invention as will support a patent ;

and" furnish ‘tests - readily applicable to cases of thatclass.
The following words of the same learned judge contain a

better, because more general test: *If there be any thing

material and new, which is an improvement in the trade,
that will support a patent.””! The words, *improvement
of we trade,” constitute a definition of the preceding, and
it may be said that will be material and new which isan
improvement in the trade, so that the precedmg leads obvi-
ously to the conclusion, that any change which is condueive
to & more beneficial result will support a patent; that result
which is obtained more beneficially, using that tei:a in the
very wide and extended sense which it admits of, must be,
in some respect or other, new. The improvement of trade,
is the great end and object of patents, and whatever cons
duces to this, is within the spirit of the common and statute
law. '
The question of the sufficiency or insufficiency of an
invention to-support a patent' does not ofien present itself

under this distinct form, but mdlrectly, in actions for infringe-

ment2 The alleged piracy will, in general, contain, at the

least, some colorable or formal variation, and the questlon -
will be, whether the change be colorable and formal, or sub: -
stantial and essential ; that is, whether it be such as would =~

"-'llllI-l )

of itself support a patent ; this question will be determined ~ -

according as the jury are of opinion that the invention has
or has not been infringed, or by a special finding, as that

what is new is essential, or useless, and a colorable evasion,

This is often a question of extreme difficulty and nicety,
especially in the cases of minute additions to complicated
machinery, or of the substitution of mechanical equivalents,
or of one substance for another, in one of several processes,
and in chemical cases ; but an analysis of the case, witha

view to classifying it under one of the preceding classes,

will show whether, by reason of the change, the mventlon
has acquired a distinét character.

The analysis already given of the words of the statute,

1 Ibid.; Printed case, 182; Pat. Rep. 71.
4 See Brunton's case, post.
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and the definition-of the term ¢ manufacture;’ asa particular
series of processes pursued, renders any - extended remarks
on the applicability of the precedmg to the various classes of
cases unnecessary. | S '

To a large proportion of the cases, especmlly of those
included under the first and second classes, the words of the
learned judge, in Arkwright’s case, would be obviously ap-
plicable, and a little consideration will. show that, in all cases,
the sufficiency of the invention may be examined and ascer-
tained by the principles there laid down; although the pecu-
liar circumstances of some of the cases might be conceived
to render the preceding observations less literally applicable,
there being no combination of mechanical parts. But, what-
ever the pecuhar form of the objection to the sufficiency of
the change in Arkwright’s case, it :nust be observed - that A new ma-
the gist and substance of the objection is, thai no new manu- 3?{‘13';‘%”
facture was thereby produced ; the change, as specified, was
not such as could be said to be sufficient to constitute a new
manufacture ; the cotton spun after this change would be .
essentially the same manufacture as -that spun before ; the
change produced no manufacture which could be said to be
material and new, or an improvement of the trade. It is
the effect on the result which must be looked at,and not the
change in the particular means or intermeaiate - processes
which contribute to that result. The change 1s insufficient,
not because of its own minuteness, but because it fails to
constitute a new manufacture.

In Lord Dudley’s patent, the change was simply ihe.sub- Dudley's.
stitution of pit-coal for charcoal ; but that change constituted
a new manufacture — new, both in respect of the constitu-
tion of the iron and its mode of production.

The result also, in this case, was highly beneficial, for the
wood of the country was nearly exhausted, and this disco-
very led to a totally new source of trade.l

In Neilson’s, the change was, blowing the furnace with Neilson’s.
hot instead of cold air 5 and, in Crane’s, the substitution of Crane’s.

anthracite as the fuel where hot blast was used. Both these

1 Ante, and Pat. Rep. 14. See also Mansell's patent for substifut-
ing coal for wood in the manufacture of glass. Pat. Rep. 17.
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inventions introduced into use minerals previously intracta-
ble, and were thus of great benefit {o the country.!
Derosne’s.  In Derosne’s patent,-the mventwn was the applicaticn of
charcoal to filter sugar. ., Here an entire change took place
in one process, and this would constitute a new manufacture.
Sugar had never been produced in.this way before.2
Hall’s. In Hall’s case; the application of the flame of gas to
singing off the superfluous fibre of lace, constituted a new
manufacture; this final process had, till then, been done inan
imperfect and inefficient manner ; but the resuit obtained was
highly beneficial, and a great improvement in the trade.d
% ,Doniell’s.,  :LasDaniell’s case, cloth, manufactured in the usual man-
| ner, was rolled up and saturated in hot water. This addi-
tional process constituted a new manufacture, and very much
increased the value of the cloth, But the subsequent patent
Fussell's. of Fussell, for an improved manufacture of cloth, by im.
mersing it In steam till it became saturated, was held an
infringement. This change might be said to constitute a
new manufacture, but the 'change of means was very obvi-
ous, and the result not superior to that obtained under the
previous patent of Daniell.4 |
Change In these, and many other cases which:might be mentioned,
small, Bt +he changes, though apparently - trifling, were extremely im-
portant.  portant in their consequences, and the results to which they
led were new manufactures and great improvements in-the
trade. It is obvious, in all these cases, that no estimate can
be formed of the amount of invention, except from the im-
portance: of tive result, and that, though the exercise of
thougut, design, and ingenuity is not excluded, and proba.
bly took place, the merit of the invention is in having con-
ceived and realized the idea, and derived means for carrying
it out into practice, so as to constitute a useful invention,
Suficiency I he sufficiency of the invention, then, does not depend on
gfﬁggsl‘gn the thought, labor, or skill, which has been bestowed upon
it, but upon its having a distinct and independent character,

. —— e T el

L

1 See ante, and Pat. Rep. 273 and 375.
2 Ante, and Pat. Rep. 152,

3 Ante.
4 It was generally believed that the use of steam was neither 50

good nor so convenient, and only a colorable evasion.
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and leadmg to results beneficial: to.the manufactures of the
COUHtI‘y o - _' e -

But, though the amount of - mventwn, and the consequent Sufficiency

b -
sufficiency of a change to: support a:patent, cannot be di- L‘:é{;ufeis

rectly estimated or ascertained, they may be estimated and %’é"lge
ascertained. from the result ; and, with this view, two things

have to be considered, viz., the nature of the change and

its consequences.: The change may be considérable, that

18, may, of itself, exhibit traces of thought, skill, and design ;

the consequences produced thereby may be.important: and
considerable, or unimportant and inconsiderahle; in - the

former case, both the means and the result may be new ;

in the latter, the means new and the result.the samej In

both cases there will be a sufficient invention. Next, the
change, in itself, may be inconsiderable or minute, that is,
exhibiting, of itseif, no trace of thought, skill, or design ; and

the consequences produced thereby may be important and
considerable, or unimportant and inconsiderable ; in the

former case both the means and the result will be new, and

there will be a sufficiency of invention —in the latter, the

means will be new, but the result unchanged, or there will .

be an insufficiency of invention. These four cases, the only

cases which can occur, are all included in the following

general proposition and practical test — that, whenever the -'gl ;hnee o
change and its consequences, taken together and viewed as its conse-
a sum, are considerable, there must be a sufficiency of in- I% /7% %

a 51uIn are
vention to support o patent. Thus, when the change, how- considera-

ever minute, leads to consequences and =esults of .the b
greatest practical utility, as in the case of Dudley’s, Crane’s,
Hall’s, and Daniell’s patents, the above condition is satisfied ;
but if the consequence, as in the case of Fussell’s, be in-
considerable, the change also being inconsiderable, and such
as would most readily suggest itself to any one, the condi-
tion is not fulfilled, and the invention is not sufficient to sup-

port a patent.®

\

1 Sce ante, p. 552, n.

2 This consideration of the change and its conscquences in connec-
tion, will be found suificient, and consistent with all the cases., See
Law & Practice, 11.

The consideration of the change alone is quite inadequate. See

post.
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&%ﬁlﬁ{_ The utility, then, of the change, as ascertained by its ¢on.
sequences, is the real practical test of the sufficiency.of an
invention ;- and;since the one cannot exist without the other,
the existence of one- may be presumed, on proof of the ex-

Sufficiency 13tence of the other. Whenever, then, utility is proved to

O avention oxist in a very great degree, a sufficiency of invention to

may be re-
sumced fr < support a patent must be presumed. And the fact of: one

great
ty- mventmn having.come into use to the exclusion of another
of prior date, and apparently extremely similar, will lead to
the presumption that there was some difference, and a sufs
ficient difference to support a patent—— the. one invention
% * Ganmog 1. , haying failed, and the other having come into use.”
presumed The following important practical conclusion may be de~
rﬁ?ﬁ%ﬂ%; rived from the preceding, namely, that the sufficiency of an
invention cannot be judged of or ascertained by the appa-
rent amount of thought, design, or skill, which may or may
not have -been exercised in producing it. In many ecases,
as those in which the inventinn consists in the application of
some known substance or thing, the result can exhibit no
trace of the thought, design, or labor expended, however
great it may have been ; and, in those cases in which the
result itself may exhibit traces of that thought and design,
as in some complicated piece of machinery, or elaborate
composition of matter, that result may turn out to be
useless, anr so the invention, which-is to all appearances
most sufficient, may, in faci, be most insufficient.®
Brunton’s L he difficulties in which this question is mvolved and the
case. necessity of recourse to other tests and considerations than
the apparent design or amount of invention, cannot be better
ilustrated than by the celebrated case of Brunton’s patent.?
In this case, the question of the sufficiency of an invention

to support a patent, was much considered, and the learned

1 This was the principle of the decision in Hullett v. Hague. (2 B.
& Ad, 370.)

There were two patents, extremely similar, for impnrovementsin eva-
porating sugar; the one had failed, but the other had come into use.

2 Ifan invention be uscless, the letters-patent will be void, what-
ever the skill or ingenuity which has been exercised. Sce Law &
Practice, 117 and 118.

¢ Branton ». Hawkes, 4 B. & Ald 341.
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-judges drew some’ very minute- and subﬂe distinctions, of
great practlcal importance in similar cases, ' - ¢

The letters-patent were . for improvemenis in the' con-
structing of ships’ anchors and windlasses, and chain eables
or moorings.”> The windlass was ‘admitted fo -be new, and
the jury found the chain cable and the anchor to be new
and useful. A rule n1si was granted for a new trial, on the
grounds of insufficient invention to supportt a patent, both in
the cable and anchor; and the new trlal was granted or: the
latter ground only. - .

The first chain cables (Captain Brown’s) were made with
twisted links, a wrought-lron stay being fixed across the
middle of the oPemng of each link, to keep it from collaps-
ing. * .
The inveation in Brunton’s cables consmted in makmg The chain
the links with straight sides and circular ends, and in sub- ¢able-
stituting a cast-iron stay with broad ends, adapted to the
side of the link, and embracing them. ‘The particular form
of link. and the broad-ended stay were adopted;from con-
siderations respecting the action of forces, and the nature
of the strains to which cables were subjected, which were
fully set forth in the specification. On this part of the in-
vention, Abbott, C. J.: **As at present advised, I am in-
clined to think that the combination of » link of this. par-
ticular form with the stay of the form which he uses, al-
though the form of the link might have been known before,
is so far new and beneficial as to sustain a patent for that
part of the invention, if the patent had been teken out for
that alone.”

Fayley, J.: “The improvement in that respect, as it
se/zms to me, is shortly this: so to apply the link to the
torce to operate on it, that that force shall operate in one
place, namely, at the end ; and this is produced by having a
bar across, which has not the defect of the bar formerly used
for similar purposes. The former bars weakened the link,
and they were weak themselves and liable to break, and
then, if they broke, there might be a pressure in some other
part. Now, from having a broad-ended bar, instead of a
conical one, and having it to lap round the link, instead of
perforating it, that inconvenience would be avoided; and,

71
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therefore, the present impression on ray mind, as to this part
of the case,is, that the patent might be supported. "

. Best, J., doubted whether the patent could be supported
in respect of the chain cable, on the ground that the speci-

ficution claimed the form of the link as new, and had not *
confined the claim to the use and introduction of the stay °

between the links, embracing the sides instead of entering
them.

tion of the stay or bar was, under the circumstances, a suffi-
cient invention to support the patent; and the utility of
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