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FOREWORD

This study, by Margareb M. Conway of the Legislative Reference
Service, Library of Comngress, was prepared for the Subcommittee
on Patents, Trademarks, and Copyrights as part of its study of the
United States patent system, conducted pursuant to Senate Resolu-
tions 55 and 236 of the 85th Congress. It was prepared under the
supervision of John C. Stedman, associate counsel for the subcom-
mittee, and is one of several historical digests covering important
and recurring congressional proposals for amending the patent laws.

Ever since 1891, when patent appeals to the circuit courts of appeal
were substituted for direct appeals to the Supreme Court, patent
appellate procedure has been the target for criticism because of the
delay and inconsistencies sup]posedly resulting from nine different
jurisdictions—and subsequently, even more—reaching independent
decisions on the validity of patents, despite the fact that the national
reach of the patent grant makes a single uniform national decision
highly desirable. While ultimate review by the Supreme Court
frequently occurs, there is no assurance of such review. In any event,
the existing procedure has appeared to many to be unnecessarily
cumbersome, time consuming and expensive.

The solution usually proposed has been the substitution of a single
court of patent appeals in place of the present procedure. Miss Con-
way’s study reviews the efforts to achieve this objective. It shows
that from the turn of the century until World War I vigorous efforts,
spearheaded by the American Bar Association, were made to enact
such legislation, efforts which received wide, although not unanimous,
support from bar groups, individual lawyers and others. From
1919 to 1936, there was little interest in the matter. Between 1936
and World War 11, it received attention again, but with wider opposi-
tion than previously. Following another period of quiescence, the
issue was revived in 1956 with my introduction of S. 3744.

Whether one favors this or some other solution to the problem of
multilayered reviews, conflicting decisions, and, on occasion, inade-

uate technical foundation on the part of judges rendering complex

ecisions, it is clear that we face Eere an issuc that has not grown
less with time, and which must be resolved if the patent system is
to operate properly. Miss Conway’s study provides us with informa-
tion on this subject, in terms ofy the thinking and suggestions of
earlier days, which should be of great value in helping one to ap-
proach the issue with understanding and wisdom.

This study is presented as a result of the work of Miss Conway for
the consideration of the members of the subcommittee. It does not
represent any conclusion of the subcommittee or its members.

Josepn C. O’MaHONEY,
Chairman, Subcommittee on Patents, I'rademarks, and Copy-
rights, Committee on the Judiciary, United States Senate.

Decemeer 29, 1958.

I






CONTENTS

ot e OO0 o e e

PART ONIL. BEARLY PROPOSALS (1887--1921)

I. Bills and action. S
Table 1. Bills and action 1887-1921 . o S
IT. Hearings . - oo e . e - e .-
A, Fifty-ninth Congress (1905-07) _ _ ...
1. II R. 12470 (Gilbert of Indinnw) - - ... . _______._.._.
Provisious _ _ _ L. ..
b Hearings and testimony . oo . ____ ...
(1) Hon) Robert S, Taylor (American Bar Associn-
oM
(2) Melville  Church (Washington Patent Law
Association) __ .. _ . .___.
3) W, A Richardson (Boston Patent Lu\nms)---
B. Qx\lu'th (,(m;,w ss (P07 1) . ..
ﬂ R. 14047 (Overstreet) - ...
Provisions _ . -
IJ Iearing and testimony _ . ... .. ..
(1) Frederick P. Tish (American Bar Association) .
(2) Edmund Wetmore (New York Bar \ssocmtlon)-

(3) Thomas J. Johnson__._._._. . .

(B 8. T. Fisher (Washingion P: tent Law Associa-
mon) ______________ e —e e - e o

(8) Jumes I. Kay. L. ...

¢. lIfurther action.
2. H. R, 21455 (Currier) o oo e e e e
Provisions _ _ . _ .
b Hearings and testimonv_ o .. .. _._ .. .
(1) Hon. Robert 8. Tayior (American Bar Assoein-
ton) . e
(2) Frederiek PoWisho oo . . ... . .
(3) Arthur Stuart . .
(5 Joseph Mdson_ . _________ . _____ ...
(8) Ldmund Wetmore. .. ._ . . ...
e, Further action. .. . ____ . ... ...
C. Sl\tv first Congress (1909-11)
. HLR. 14622 (Currier) o . oo
a, Provisions. . o oL S
b. Hearings and testimony _ _ . __ ____ . ____.__ ...
(1) Hon. Robert 8. Taylor (American Bar Asso-
cinbion) . .. e
(2) Mr. Dodge and T. C. Pool (Chicago Patent
Bar Assoeiation) .. .o e
(3) Arthur Stuart .. ... ..
4) S, T. Fisher_ . oo e
2. 8, 4982 (Beveridge) - o oo oo e
A Provisions . . e
b. Report on the bill

C o = ..

e e o e e e e A o e v e e E e e e e o e e o e o

Page

10

— et St et e b e f—
SIS B IO ES B = =

- - % - -
‘b

— - - — A

e et et s
- - ..y m.
ey Rt by huby |

oy
A-‘
e

l()

— — p—
e

o b s bt s s
ORI ~f~I=]



VI CONTENTS

I1I. Hearings—Continued

D. Sixty-second Cong.,ress (1911-13) - oo
1. H R. 26277 (Sulzer) - - e e
Provisions.. -
b Hearings and testimony - - - - o oo _.
(1) Charles F. MacLean (New York Board of
Trade and Transportation .. .. _._.___.___...
(2) Charles C. Copeland (New York Board of
Trade and Transporbutlon) ................
(3) Frank S. Gardner (New York Board of Trade
and Transportation) . .. .. _._ . ... _ ...
(4) James I. Haile (Manufacturers’ Association of
New York) . - oL
(5) Miscellaneous endorsements_ ... .. ... -._.
I, Sixty-sixth Congress (1919-21) ..o __
1. H. R. 5012 (Nolan) - - oo
8. Provisions.. . . .o c e dce e mcmeaa -
h. Hearings and testimony . . ..o oo
(1) Edwin Prindle (National Rescarch Council) . .
(2) Prederick P. Fish _ .o e o
(3) Thomas Ewing, former Commissioner of
Patents..._ . o oo ..
(4) Milton ‘Tibbetts (National Association of
Manufacturers) .. . o e
(6) Judge Learned Hand.______.___.__..______
(6) Thomas Robertson (American Patent Law
Association) __ . __._____._. S
(7) Delos Holden_ . _ . . ... _..
(8) Bert Russell (Patent Office Soucty) SR

(9) Judge Martin Manton___ ... _._____. .
(10) Mr. (,oulston (United States Patent thcc)“
F. Report of the Committee on Patent, Trademark and Copyright
an of the American Bar Association . _ .. _.______ _____
G. Report of the Commission on Economy and Efficiency.-__..___. ..

PART TWO. RECENT PROPOSALS (1936-57)

IH1. Bills and action. - o . . . e
Table 2. Bills and action 1936-1957. . oo __
IV, Hearings . - . oo e e e e o -
A Seventy-ﬁfth Congress (1937-39) .. ... o o el -.
1. S. 475 (McAdooO) _ - - oo e
a. Provistons . . . e
b, Hearings and testimony. ... __.___________.___..
(1) Henry D. Williams_ - _ . ___._ . ____.. . .._.
(2) Karl Fenning (National Council of Patent

Law Associations)_ . e e
(3) Wallace R. Lane (Cth!l[,O Patent Law

Association) ____ .. _ . _ . __ .. _._._...

(4) Theodore Kenyon (New York Patent Law

Association) . _ .. .__.

(5) Gano Dunn (Business Advisory Lounml
Department of Commerece)._______ .. ...
(6) Thomas E. Robertson (American Patent Law
Association) ... __ . ... . ... ..
(7) JoBaily Brown_.____.____.__.. . ... ..

(8) Mr. Blenko__ . _.___ _ . _ .. _______.

(9) John Dienner (Patent Office Advi Nny “Coun-

) L
(10) Ralph M. Snyder (Chicago Patent Law
Association) . ___ ... ___.___._____.
(11) Henry C. Parker (American Chemieal So-
ciety) . N e e

(12) George RAMSCY . oo oo
(13) Hon. Conway P. Coc Commissioner  of
Patents. . e

¢, Further aetion. . . . e

23
23

C) l
25
20
20
20
29
30
30

30

31
31
31
32
32
32
32

32
32

32
33



CONTENTS viI

T1V. Hearings—Continued Page
B. Seventy-sixth Congress (1940-42) __ o __ . .. ___. e e 33
L. S. 2687 (Bone) - ool 33
. Provisions_ _ _ _ __ . _______._.__._.. _. e e 33
. Hearings and testimony. __ _ . _ . ______ .. _._._____ 34
(1) Hon. Conway P. Coe, Commissioner of Pat- .
Ot o e e 34
(2) George Ramsey (Patent Office Advisory Com-
mittee) . . e 34
(3) W. H. Wheeler, Jr. (Business Advisory Couneil,
Depurtment of Commeree)..__._..______._.___ 34
(4) Roberts B. Larson (American Patent Law As-
soeintion) .. _ L L __... 34
(8) Karl Fenning (National Council of Patent Law
Associations) ... .. ..o .. 34
(6) William N. Cromwell (Chicago Patent Law
Associntion) . __ ... 35
Further action. . ... 35
C. The 'I‘NTLC Stdy . - o e 36
L. Hearings e 36
2. Supplementary material - . . . .. _______________._._ 37
3. Report _ . oo e 38
APPENDIXES
A. Statements of Ameriean Bar Association_ ____ . __._._._.. 39
B. Bills in Congress proposing a Special Court of Patent Appeals____._ .. 41
1. 8. 1693 (59th Cong., 1st sess.), December 14, 1905_ . .. ______ 41
2. H. R. 12470 (59th Cong., Ist se%), Ju.mmrv 19, 1906 .. _____.__. 43
3. S. 475 (75th Cong., lst qesb) Jannary 6, 1937 .. _.___ 45
4, 8, 3744 (84th Cong, 2d vsa) April 26, 1056 44
C. Bibliography. . . e e 53
L. In General - o e 53
2. Journal of the Patent Office Society .- - . oo oo .. 54
PATENT STUDIES
No. 1. Bush, Proposals for Improving the Patent System (1956).
No. 2, Frost, The Patent System and the Modern Economy (1956).
No. 3. Patigtﬁ())ﬂice, Distribution of Patents Issued to Corporations, 1939-55
(195
No. 4. Federico, Opposition and Revocation Proceedings in Patent Cases (1957).
No. 5. Vernon, The International Patent System and Foreign Policy (1957).
No. 6. Palmer, Patents and Nonprofit Research (1957).
No. 7. LI!S (E;lwards), Efforts To Establish a Statutory Standard of Invention
(1958).
No. 8. Whinery, The Role of the Court Expert in Patent Litigaution (19538).
No. 9. LRS (Danlels and Edwards), Recordation of Patent Agreements—A
Legislative History (19358).
No. 10. Cardozo, Exchange of Patent Rights and Technieal Information Under
Mutual Aid Programs (1058).
No. 11. Melman, The Impact of the Patent System on Research (1958).
No. 12, LR(? ((8301 ry), Compulsory Licensing of Patents—A Legislative History
958)
No. 13. LRS (Edwards), Patent Office Fees—A Legislative History (1958).
No. 14, LRS (Allen), Economic Aspects of Patents and the Americin Patent
System—A Bibliography (1958).
No. 15. Machlup, An Economic Review of the Patent System (1958).
No. 16. Friedman, The Research and Development Factor in Mergers and
Acquisitions (1958).
No. 17. Fed:gigo, Renewal Fees and Other Patent Fees in Foreign Countries
(1958).
No. 18, Solo, Synthetic Rubber: A Case Study in Technological Development

Under Government Direction (1058).



VIII CONTENTS

No. 19. Neumeyer, Compulsory Licensing of Patents Under Some Non-American
Systems (1958).

No. 20. LIRS (Conway), Single Court, of atenf Appeals—A T.egislative Ilistory
(1958).

OTHER PUBLICATIONS

Hearings, American Patent System, October 10, 11, and 12, 1955.

Hearings, Inventors’ Awards, June 7, 1956.

Hearings, Patent Extension, May 4 and June 13, 19506,

Hearlings, Wonder Drugs, July 5 and 6, 1956.

Rep:;rt, Review of the American Patent System (8. Rept. No, 1464, Sdth, 24,
1056).

Report, Patents, Trademarks, and Copyrights (S. Rept. No. 72, 85th, 1st, 1957).

Report, Patents, Trademarks, and Copyrights (S. Rept. No, 1430, 85th, 24, 1958).



SINGLE COURT OF PATENT APPEALS—A LEGISLATIVE HISTORY.

By Margret M. Conway (Legislative Reference Service)

INTRODUCTION

Prior to the creation of the United States Circuit Courts of Appeal
in 1891, all appeals in patent cases went directly from the United
States circuit courts, which had exclusive jurisdiction in the first
instance, to the United States Supreme Court. Although technically
a decision, even by the United States Supreme Court, holding a
patent invalid is not a decision in rem invalidating the patent, But
1s merely an adjudication as between the parties to that particular
suit, yet the effect of such a decision, with few exceptions, had been
the same as if it were a judgment in rem, and when once a patent had
been held invalid by the United States Supreme Court, the general
public was fairly safe in thereafter disregarding the patent.

However, in time, the Supreme Court docket Pecame so congested
that cases appealed to it could not be decided until several years
after being docketed. Fortunate was the patentee who could obtain
a decision In 5 years; the average lapse of time became 10 years.
Measured against the 17-year life of the patent, the time spent in
litigation took up more than half of the exploitable life of the grant.

With their establishment in 1891, the United States cireuit courts
of appeals, were given final jurisdiction in all cases arising under
the patent laws of the United States subject, of course, to the au-
thority of the Supreme Court to call any case before it on certiorari.
The years subsequent to the establishment of these courts of appeals
demonstrated that neither the public nor the patentee was in an im-
proved position. Since the decision of a court of appeals in any
one circuit was of no binding effect in any other circuit, and the
doctrine of comity was not often applied, this arrangement merely
resulted, to a considerable extent, in there being nine different
courts of last resort.

Over the period extending from 1900 to approximately 1918, the
section of patent, trademark and copyright law of the American Bar
Association consistently supported tlhie establishment of a special
court. of patent appeals with jurisdiction throughout the United
States. In 1918, their report shows that such advoeacy was set. aside
in favor of other overriding considerations resulting from the war.
The report for 1919 reverses the previous trend, due fo lack of favor-
able action on'the proposal by Congress.

Previous to the period during which the Ameriean Bar Associa-
tion was advocating the establishment of a special court of patent
appeals, eight bills had been introduced in Congress making this
proposal. Two of these were reported. After 1903, another 24 bhills
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2 SINGLE COURT OF PATENT APPEALS

were introduced, of which 3 were reported, and a number of hearings
held. None of the bills introduced during this period was ever
passed by either ITouse.

Thereafter, there followed a considerable period of time during
which the idea was not even brought before Congress. In 1936, com-
panion bills were introduced in the Senate and House to establish a
single court of patent appeals, and from then until the commence-
ment of World War II there were intermittent proposals in Congress
respecting the court. This resurgence of interest can in considerable
measure be ascribed to awakened concern about the economic effect of
patents, which was ultimately explored in the hearings and studies of
the Temporary National Economic Committee.

Since World War II, the only proposal to establish a special court
of patent appeals was made in the 84th Congress when Senator
O’Muhoney introduced S. 3744. There was no action on this bill.

PART ONE. EARLY PROPOSALS (1887-1921)
I. BILLS AND ACTION

Although the introduction of bills fo establish a court of patent
appeals antedates the creation of the United States circuit courts of
appeals in 1891, frorm: that moment forward until World War I, there
g%? a continuous interest in the introduction and support of such

ills.

The accompanying table 1 gives a listing of such bills by Congress,
with notation as to their principal provisions, and any action which
was taken on them by either House o¥ the Congress.



TasLe 1.—DBills and action, 1887-1921

Congress and bill No.

Author

Court and membership

Jurisdietion

Appeal

Miscellaneous

Action

------------

----------------

Mr. Gorman (by request)
19 Congressional

1490,

' Mr. Rayner..cccececveao .
! 19 Congressional Record
18.

2618

Mr.Gorman_.. ..o ...
21 Congressional
354,

A court of gatent ap-
e

peals of ¢ United
States, having a chief
justice and 4 associate
justices, appointed by
the President, by and
with the consent of
the Senate.

A court of gatmt ap-

peals of the United
States, having a chief
justice and 5 associate
justices.

Appellate jurisdiction

(1) from circuit courts
of the United States
and from the Supreme
Court of the District
of Columbia in all
cases fouching on pat-
ents; (2) from the
Commissioner of Pat-
ents on questions of
patentabflity, priority
of invention, and Pat-
ent Office practice.

Appellate jurisdiction

(1) from circuit courts
of the United States
and from the Supreme
Court of the District
of Columbia in all
cases touching on pat-
ents; (2) from the
Commissioner of Pat-
ents on questions of
patentability, priority
of invention, and Pat-
ent Office practice.
Jurisdiction also ex-
tended to questions of
relssue,

To the Supreme

Court in al] cases
except those relat-

ing to Patent Office

practice.

To Supreme Court

(1) where $100,000

or more is involved;

(2) where Supreme
Court deems ques-
tion sufficlently

important to accept

appeal.

To Supreme Court,

in sll cases regard-
less of amount, as
now exists witﬁ Te-
gard to appeals in

admiralty and mar-

itime cases.

Annual term in

Washington.

(1) Notice of ap-

peal under
R. 8. 4912 must
be filed in Pat-
ent Office as
zgell as c:luirst,
appe
allowed under
R, 8. 4911; (3)
R. S. 4915 is
repealed.

. —— a4 e s = e

Reported out of

House Judiciary
Committee (H.
Rept. 3426), 19
Congressional
Record 2618.
Number of
judges changed
to a chief jus-
tice and 2 asso-
ciate justices.
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TaBLE 1.—PRBills and action, 1887-1921—Continued

Conzress and bill No.

Author

Court and membership

Jurisdiction

Appeal

Miscellaneous

Action

31st Cong. (1889-9]1)—Ceon.
H S831

- - P L ey

53d Cong. (1893-95):

S o013 .

H.R.8533. ... ...

A e recavemy—m——--

H.R.7083...........

Mr. Culbertson of Texas_ ...
2lll:gongressioual Reecord

Mr. Jones of Arkansas (by
request).

27 Congressional Record
1093.

Mr. MceR8C. e
27 Congressional  Record
1092,

Mr, Hansbrough ..o ..o . ...
31 Congressional Record
3277,

Alr. Hieks. o oo
31 Congressional Receord
848.

A court of patent ape
peals of the United
States, having a chief
justice and 4 associate
justices, appointed by
the President, by and
with the econsent of
the Senate.

Court of patent appeals
in the Patent Ofllice,
having a chief judge
and 2 associate judges,
appeinted hy  the
President, by and
with consent of the
Senate and  holding

office during good
behavior.
IR § (s SN

Itigh court of putent,

trademark, and copy-
right appeals, having
a chief justice and 4
associate justices ap-
pointed by the Presi-
dent, by and with the
consent of the Senate.

Patent court of the

United States, having
a chicef justice and 4
assoeiate justices.

Interferences

Appellate jurisdiction

(1) from eireuit courts
of the United States
and from the Supreme
Court of the District
of Columbia in all
21505 touching on pat-
ents; (2 from the
Commi:ssioner of Put-
ents on questions of
patentability, priority
of invention, and Pat-
ent Office practice.

Jurisdietion: (1) in in-

terference cases upon
declaration of Com-
missioner; (2) after the
2d  rejection of the
claims of any appli-
ciation for a patent or
i reissue.

(1) By appeal or writ of

error from final deci-
sions in all cases aris-
ing under the patent,
trademark or copy-

right laws (to 3
judges); (2) by appeal
from interlocutory

orders and deerces of
courts of 1st instauce
(to 2 judges).

which
have been certified to
the court by the Com-
missioner after having
gone through admin-
istrative procedure of
the Patentt Office.

To the Supreme
Court in all cases
except those relat-
ing to Patent Office
practice.

Fina!l judgment ap-
pealable to the court
of appeals of the
!I)_istrict of Colum-

dia.

Questions zad prop
ogitions ol law,
may bhe certified to
the Supreme Court
which may (1) de-
termine them, or (2)
order whole record
brought up as if on
writ of error and
appeal.

Annual term in
Washington.

No term listed;
Patent Office
authorized to
make ruies for
practice before
it

Provides for re-
peal of the act
setting up the
circuit courts of
appeal.

Reported out of
House Judiciary
Committee (H.
Rept. 30), 21
Congressional
Record 1370.
‘The number of
associate justices
was redueced to 4.

dTONIS
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56th Cong. (1893-1901):

H.R. 5204 .
58th Cong. (1903-5):

S 2682 ...

Mr. Hansbrough o cameaaa ..
33 Congressional Record 579.

Mr Buizer . e eae e
33 Congressional Record 639,

Mr. Platt of Connecticut___.._..
332390ugrc-ssional Record
‘.

Mr. Curriere e oo e e

38 Congressional Record
1011.

Mr. Platt of Conneetleut........

38 Congressional Record
2530,

38 Congressional Record
2451

fIIi;zh court of patent,
trademark and copy-
right appeals, having
a chief justice and 4
- associate justices ap-
pointed by the Presi-
dent by and with the
consert of the Senate.

Court of patent appeals,
having a chiel justice
and 4 associate jus.
tices, appointed by
the President, by and
with the consent of
the Senate.

(1) By appeal or writ of
error fromn final deci-
sions in all cases aris-
ing under the patent,
trademark or copy-
rigcht laws (to &
judges); (2) by appeal
from interlocutory
orders and deerees of
courts of 1st instance
(to 2 judges).

(1) Original jurisdie-
tion: sunits in equity
for infringement,
where cause has ae-
crucd less than 6 years
prior to filing hill,

(@ Appellate jurisdic-
tion: (a) all other in-
Iringement actions; (9)
suits brought by the
United States seeking
cancellation of letters
patent; (¢) from final

(1) infringement cases;
(2) suits brought by
the United States
seeking eancellation of
Ietters patent.

decisionsof the Patent |
Office in all ex parte |
anél inter partes cases. :

Appellate jurisdiction: :‘

Questions and propo-
sitions of law may
b certified to the
supreme Court
which may (1) de-
termine thetn, or

2) order whele
record brought up
as if on writ of error
or appeal.

Questions and prop-
ositions of law may
he certified to the
Supreme Court
which may (1) de-
termine them, or
(2) order up the
whole record on
certiorari.

Provi.les for re-
peal of the act
setting up the
¢ircuit courts of
of appeal,

Allows appeals
and writs of
crror to this
court from the
courts of the
Indian Terri-
tory and {from
the Suprene
Court of the
Distriet of
Columbia.

STVIddY LNELVd J0 LHA0D HATONIS




TaBLE 1.—Bills and action, 1887-1921—Continued

Congress and bill No.

Author

Court and membership

Jurisdiction

Appeal

Miscellaneots

Action

58th Cong. {(1503-5)—Con.
HR. 9296, ...........

H.R.8458_ e ..

Mr.Sherman. ..o ooal.

38 Congressional Record
568.

AMr. Kittredge . oo vcomeeeeeeaoe .
40 Congressiona! Record

385.

Mr. Currier. .o e
40 Congressional Record 4X1,

United States Court of
Patent Appeals, hav-
ing 7 judges, of whom
the president judge
shall be appointed by
the President, by and
with the adviee and
consent of the Senate;
and the other 6 shall
be appointed, 2 every
2d year, by the Chief
Justice from the cir-
cuit court judges, lor
terms of 6 years each.

A court of patent ap-
peals, having a presid-
ing justice and 4 asso-
ciate justices, ap-
pointed by the Presi-
dent, by and with the
advice and consent of
the Senste.

..... doo oo

(1) Original jurisdiction:
suitits brought by the
United States toannul
or tchxmge letters pat-
ent.

2) Appellate jurisdie-
tion: (e¢) from final
judgments and decrees
of cirenit courts of the
United States relating
to patents; (b) from
the Commissioner of
Patents in cases, in-
cluding interferences,
arising under the pat-

ent Iaws of the United
States.
Appellate jurisdiction

by appeal or writ of
error from final deci-
sions of: (1) circuit
and other United
States courts ineclud-
ing Territorial courts
of first instance; (2)
in all cases involving
the validity or in.
fringecment of letters
patent in the Supreme
Court of the District
of Columbia; (3) in
suits brought by the
United States seeking
cancellation of a pat-
ent.

The Supreme Court
may review final
decisions of this
court, by certiorari
or otherwise.

Questions may be
certifted to the
Supreme Court and
the latter may
either determire
them, or require the
whole record to be
sent up for review
and determination.

-----------------
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H.R.12470. « caceeeeo-

H.R, 14047 cca...

Mr. Beveridge . o oo oo ceeecacees

40 Congressional
Y247,

Mr. Gilbert of Indiang
40 Congressional
1300.

Mr. Beveridge. ... ..

Record

Record
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42 Congressional Record 500.

Mr. Overstreet. ... -

e r s e

42 Congressional Record 811,

United States Court of

Patent Appeals, hav-
ing 7 judges, of whom
the president judge
shall be appointed by
the President, by and
with the consent of
the Senate; and the
other 6 shall be ap-
pointed, 2 every 2d
year, by the Chief
Justice from the cir-
cuit courts for terms
of 6 years each.

United States Court of

Patent Appeals, hav-
ing 5 judeges, of whom
the president judge
shall be appcinted by
the President by and
with the advice and
consent of the Senate;
and the associate jus-
tices shall be desig-
nated, 2 every 3d
year, from the circuit
and district judges of
the United States.

Duvrvacvnccceannnmaea

(1) Original jurisdic.
tion: Suits brought by
the United States to
annul or change let-
ters patent.

(2)_Appellate jurisdic-
tion: (a) from Judg-
ments and decrees re-
lating to patents, in
the circuit courts of
the United States; (b)
from the Commis-
sioner of Patents in
cases, including Inter-
ferences, arising under
the patent laws of the
United States.

Appeliate jurisdiction
from final decisions:
(1) in the ecircuit
courts in cases arising
under the patent laws;
(2) in any other court
baving jurisdiction by
statute over patent
cases, Thecourtshall
have no jurisdiction
over patent cases aris-
ing in the Court of
Clnims.

The Supreme Court,
may review final de-
cisions of this court,
by certlorari or oth-
erwise,

The Supreme Court,
by certiorari or oth-
erwise, may require
any case to be sent
up to it for review
and determination,

Reported out of
ouse Patents

Committee (H.
Rept. 1415), 42
Congressional
Record 4571.
The designation
*‘president
judge’” was
changed to
“chief justice.”
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TavLE 1.—Bills and action, 1887-1921—Continued

Congress and bill No, Author Court and membership Jurisdiction Appeal Miscellancous Action
60th Cong. (1307-9)--Con. L
H.R,IM66_ cceeeaa. Mr. Hareison .. cccceomacaaaoooo A court of patent ap- | Appellate jurisdiction | Questions may be

H.R.20386..._.._....

H. R, 21455 o cae .

42 Congressional
3548,

Mr.Chaney . c v v e ceeeee

42  Congressional
4453,

Mr. Currier. e

42  Congressional
5504.

Record

Record

Record

peals, having 5 justices
(a presiding justice
and 4 associates) ap-
pointed by the Presi-
dent, by and with the
consent of the Senate.

A court of patent ap-
peals, having § judges
of whom the president
judge shall be ap-
pointed by the Presi-
dent of the United
States by and with
the consent of the Sen-
ate, and the 4 other
judges appointed by
the Chief Justice of
the United States,
from among the ecir-
cuit judges of the
United States, for
terms of 6 yenrs, 2
being designated
cevery 3d year.

United States Court of
Patent Appeals, hav-
ing 5 judges. The
chicf justice shall be
appointed by the
President by and
with the advice and
consent of the Senate;
and the other 4 judges
by the Chief Justice
of the United States
from the circuit judges
for terms of 6 ycars, 2
being designated
every 3d year.

by appeal or writ of
error from final de-
cision: (1) in circuit or
other United States
courts, including Ter-
ritorial courts having
jurisdiction of patent
(questions; (2) the Sa-
preme Court of the
District of Columbia
in questions involving
patent validity or in-
fringement.

Appellate jurisdiction:

(1) by appeal or writ
of error from final
judgment and decrees
in the circuit courts nf
the United States in
eases arising under the
patent laws: (2) in
appeals from interloe-
utory decrees of the
cireutit courts or other
courts of first instance
arising out of the
patent cases,

No jurisdiction is given

over_cases arising in
the Court of Clain:s.

certified to the
Supreme Court,
which may either
determine them or
require the whole
record to be sent up
for review and
determination,

The Supreme Court
may require, by
certiorari or other-
wise, any case to be
certified to it for re-
view and determi-
nation.

Reported by the
House Judici-
ary Commit-
tee (11. Rept.
2145), 42 Con-
gressional Ree-
ord 2336. The
designation
*‘chief justice®’
was changed
to “president
judgell.
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61st Cong. (1999-11): | : i !
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| 45 Congressional  Record | Nominations by chief ! sSenate Patent
155, justice were to be from Committee
€ amonyg circuit and (8. Rept. 205),
% distriet judges 45 Congres-
_v-j; sjonul Record
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é:x amendments
= ‘. related to sal-
. aries. The bill
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e 1 over in the
~ i Senate, 43 Con-
gressional Ree-
ord 2950,
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43 ‘ Congressipnal  Record
141,
62d Cong. (1911-13):
[ RN I SREINT b F O Mr.Salrero ool O e 41 U R 6 (o J Reference changed
47 Coungressional  Llecord to Committee on
1533, the Judiciary,

4R Congressional
Reecord 905,

LB, 26277 o oecmeeee i M Suloer. el {13 YU BRPY ¢ () SRRSO & T JE
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the President by and
with the consentof the
Senate, and the 6 asso-
ciitle justives appaint-
¢d by the ChiefJustice
of the United States,
2 every 3d year.
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10 SINGLE COURT OF PATENT APPEALS

II. HEARINGS
A. FIFDPY-NINTII CONGRESS (1905-07)

1. I, R. 12470 (GILBERT OF INDIANA)
«. Provisions

Iistablishes a United States Court of Patent Appeals.

Provides that the president judge shall be appointed by the Presi-
dent with the advice and consent of the Senate, and the other six
judges shall be designated every second year by the Chief Justice of
the United States from the circuit courts for terms of 6 years each.

Gives the court (1) original jurisdiction of suits brought by the
Uinited States to annul or change letters patent, and (2) appellate
jurisdietion (@) from final judgments and decrees in the circuit courts
of the United States relating to patents, and (0) from the Commis-
sioner of Patents in cases, including interferences, arising under Iaws
of the United States. Review by the Supreme Court, by certiorari or
otherwise, is provided for.

h. Hearings and testimony

A hearing was held on H. R. 12470 before the Ilouse Committee on
Patents on April 26 and May 2, 1906, Wilnesses appearing in per-
son included Judge 'I'aylor, of Fort Wayne, Ind., on behalf of the
American Bar Association, and Mr. Melville Church, on behalf of the
Washington Patent Iaw .\Association. Short statements from the
Chicago and Boston Bar Associations were also made part of the
record.

(1) Hon. Robert S. Taylor, Fort Wayne, Ind., appearing as chair-
man of the Committee on Patents, Trademarks and Copyrights of the
American Bar Association: ®

He identified the bill which was receiving the support of the
American Bar Association as H. R. 12470. IHe continued:

The action proposed is of fundamental and far-reaching importance. To cre-
ate such a court as is provided for in this bill adds a new department to the
Government. of the United States, and one which, when created, we may presume
will stand forever. It isone of transcendent importance.

He went on to show how the nine circult courts of appeal were
creating conflicts, not out of varying interpretations of the patent law,
but out of conflicts of judgment on the validity of the patent itself.
And since this arose from a view of mechanics rather than law, a
single court would aid considerably in preventing confusion with
reference to the patentee’s rights.

Judge Taylor appended to his statement the argument of the
American Bar Association in support of the Patent Court of Appeals.
Among other things, it stated :

There should be one court of appeals in patent matters, because each patent
covers the whole United States, and a suit on it is in reality a suit between the
patentee and all the people of the United States, the issue being the right of the

patentee to exclude the publie for a time from the use, without his consent, of
the thing patented or alleged to be patented. When brought into litigation, the

1U. 8, Congross, House Committee on Patents. Hearlng on X, R. 12470, April 25 and
May 2. 10006, .
2 Unless otherwise Indicuted, statements of witnesses and others herelnnftor set forth

nre summaries or digests, not verbatim statements, Direet quotes are set off by use of
smaller type.
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patent should be dealt. with onee and for all by an appellate court, whose conclu-
sions would be binding upon the courts and people of the whole United States.
It is only in this way that the patentee and the public generally can become
assured of the extent and limitation of their respective rights. Moreover, all
patents should be dealt with not only in accordance with the same rules of
law, but with the same spirit and from the same point of view, and this is
possible only when as to all patent questions, there is a single court of last
resort.

(2) Melwille Church, representing the Washington Patent Law
- Association:

He stated that he was in sympathy with Judge Taylor’s bill and
that he agreed that there should be a court of patent appeals, but he
advocated what he believed to be a better specific method, namely,
that contained in L R. 15077 to enlarge the jurisdiction of the present
court of appeals of the District of Columbia. His objections to
Judge Taylor’s bill may be summarized as follows:

a. There seems to be opposition among the judges to the plan of
being rotated out of the circuits into this court of patent appeals and
then back home.

b. The bill results in a depletion of good patent judges in the respec-
tive circuits from which these judges are proposed to be brought into
the court of patent appeals.

¢. The ABA bill provides for the designation of judges by the Chief
Justice of the United States Supreme Court. The Chief Justice is
not necessarily well qualified to decide who are the best patent judges
inthe country.

d. If the best patent judges were not sent to this court of patent ap-
peals, we would have a conrt which was not composed of strong patent
judges, judges deeply impregnated with the mysteries of that par-
ticular branch of jurisprudence, but a court in which we would be
constantly educating judges in the patent law—a patent law
kindergarten.

(3) Statement of the Boston Patent Lawyers, signed by W. A.
Richardson.

This statement, included in the published hearing for April 25,
1906, stated objections to the creation of a court of patent appeals,
which may be summarized as follows:

a. Kxpense to litigants—Infringement suits are brought in the
district in which the defendant is an inhabitant or has his place of
business. It is then appealed to a localized circuit court of appeals,
established under the 1891 act. TInder this bill, the appeal would
have to be taken to Washington, a considerable increase in cost over
present procedure.

b. Unsatisfactory character of proposed tribunals.—One bill which
has just been proposed is to enlarge the present court of appeals of
the District of Columbia and give it jurisdiction of patent appeals. A
second bill provides for the appointment of a special court of perma-
nent judges at great expense to the United States. Both these bills
are highly objectionable for the reason that such courts, dealing year
after year midinly or exclusively with patent cases, yearly become nar-
rower and more technical. Such a court must be heartily opposed by
any thinking lawyer. '

c. Satisfactory character of the present courts—No substantial
reason has been advanced for taking away patent appeals from the
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present tribunals except the cry of “conflict” between the different
appellate courts as to patents. In the first place, any such conflict
can be remedied by the Supreme Court calling up the case on cer-
tiorari, and such provision was made in the appeals act for the express
purpose of determining a conflict. In the second place, the instances
of (hﬂ'eren'ces of opinion between the appellate courts in 14 years
wan be counted on your fingers, and I know of my own knowledge
that in most of the cases the difference was apparent rather than
real, there being new cvidence introduced before the second tribunal
which changed the results.

d. Reasons actuating the promotors of this bill—The proposal for
this legislation was largely due to discontent of patent lawyers with
the circuit court of appeals in the seventh ecireuit during the lifetime
of Judge Woods. The strongest backing that the bill really has
comes from an association of Washington attorneys, and it is obvious
that any of the proposed bills would be in thelr interest, since locul
counsel would not be able to go to Washington to attend all motions
in the court of appeals, and would be obliged to hire « Washington
attorney to look after such matters, as was the case while appeals
went to the Supreme Court.

B. SIXTIETH CONGRESS (1907-09)

1. H. I 14047 (OVERSTRELT)
a. Provisions

Iistablishes a United States Court of Patent Appeals.

Provides that the president judge shall be appointed by the Presi-
dent with the advice and consent of the Senate, and the four associate
jJustices designated by the Supreme Court from the cireuit and district
judges for terms of 6 years.

Gives the court jurisdiction of appeals from all final decisions (1)
i the circuit courts in cases arising under the patent laws, or (2)
in any other court, except the Court of Claims, having jurisdiction
by law over patent cases

.llie{riigw by the Supreme Court, by certiorari or otherwise, was pro-
vided for.

b. Hearings and testimony

A hearing was held both on IL R, 14047, to create a court of patent
appeals, and on I R. 16650, to amend the Taw of patent destigns, by
the House Committee on Patents on March 18, 1908.% Witnesses on
belhalf of I1. IR. 14047 included Mr., Stuart; Mr. Frederick P. Fish
and Mrv. I&dson, on behalf of the American Bar Association; M.
Wetmore, on behalf of the New York Bar Association; and others
representing the Patent Law Association of Washington.

(1) I'rederick P. Fish, of Boston, representing the American Bar
Association:

Under the Circuit Court of Appeals Act, passed in 1891, nine circuit courts
of appeal were established, composed of the district and cireuit judges within
the respective eircunits. DPatents were not among the cases which might be
appealed ns of right from a circnit court of appeals decision to the Supreme
Court. When a patent comes before such a circuit court of appeals, no other

20U, 8. Congress, House Committes on Patents. Hearings on H., R. 1404
16650, March 18, 1008. . ¢ and H. R



SINGLE COURT OF PATENT APPEALS 13

court is bound by that adjudication, except as befween the particular parties
and their privies. Suits may be brought for violations in the eight other cir-
cuits, and differing decisions rendered. The 17 years of the patent right run
out very quickly. Moreover, the Supreme Court has held, in Klessler v. Ildred
(206 U. S. 285) that where a patent is sustained in one circuit and held invalid
in another, the manufacturer in the Jatter may send his goods with impunity
into the former, although if he made them in that circuit he would be an in-
fringer. The best thing would be to restore the appeal by right to the Supreme
Court.

However, that is not likely to be done. A single court of patent appeals is the
preferable solution. When a patent has been fought through the courts and
to the court of appeals, every court in the United States would be bound by
the decision of that court. If the patentec is defeated, he will know it is use-
less for him to start in to sue other people. The American Bar Association
has been considering this matter for 10 years. Personaliy I would prefer 7
judges, but D is an adequate number. Under the proposed system the judges
will come from different parts of the country and will sit on the appellate
bench for at least G years—for 12 years, perhaps—that is in the diseretion of
the Supreme Court. After that term, these judges will go back to their cir-
cuit trained patent judges [italies are Mr. Fish’s], and in the coarse of time
by the operation of this bill we shall have a good patent judge in every circuit
in the United States. I'ollowing the enactment of this law, in my judgment,
two things will happen: there will be a diminution in the unnecessary and
eruel litigation and multiplieation of trials on the same patent, and there will
be an increase of litigation of a healthy kind, for men will not dread so much
seeking to have their rights established.

(2) Edmund Wetmore, representing the New York Bar Associa-
fion, stated :

Our system is to secure the right to exciusive profits to the inventor for 17
vears in order Lo assure the dedication of the patent to the public at large at
the end of that period. Now, that being the system under which we have gone
up to the present time, the one great thing that we desire and must have in
the administration of the law, to round it out and perfect it as it should be,
is uniformity of decisions. I'his, a single court of patent appeals will supply.
There is no better way of securing a court in which absolute confidence may
be placed than by selecting its judges from those who have already been tried
upon the bench and who are ccenpying the honorable position of a ecircuit
judge or district judge of the United States. Further, their appointment is
~ Tor only a short term. If they do not show aptitude, they need not be re-
assigned. I also agree that the hench should contain seven members. 1 do
not see that continuing in office as judge of the circuit court or district court
while he is serving on the court of patent appeals will greatly impede the
work of the latter court. Ile will be free to sign orders, cte., of his circuit
or district court, but his main work will be on the patent court.

(3) Thomus J. Johnson, a patent attorncy of New York City,
appearved in opposition to the hill:

This business of the judges holding their offices for a specified length of
time has never vet appeared as a provision in any bill affecting the judiciary
of the United States. I believe that it offends the Constitulion. Further, I
do not believe this bill is expedient. Theve is not enough litigation to war-
rant a separate court on that ground, and rhere are able patent judges in the
cirenits who are handling the matter sufliciently well already.

(4) 8. 7. Fisher, representing the Washington Patent Law Asso-
clation, stated:

I would liketo say a word about the constitutionality question. The service
of the judges on the patent court of appeals is by designation, not by appoint-
ment, and their life offices are expressly not vaeated.

(8) James I. Kay, of Pittshurgh, stated :

Contact with many of the patent lawyers and judges has led me to believe
Lhut it would be wiser to have a permanent court, so that we should have per-
maneucy of decislon. TFurther, we have noted that most of the patent cases
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have arisen in districts where the dockets are crowded anyway. This will limit
the selection of judges to the circuits that are less busy, and also have less
patent litigation to begin with. '

c. Further action

The bill was reported out of the House Committee on Patents on
April 6, 1908, without amendment (H. Rept. 1415, 60th Cong). The
report recommended that if the proposal was acceptable, the bill be
referred to the Committee on the Judiciary. Significant comments
in the report inelude the following:

In brief, the purpose of the bill is to establish what we had prior
to 1891—a single court of last rvesort in patent causes. Irior to the
passage of the circuit court of appeals ll in 1891 the circuit courts
of the United States had jurisdiction of patent causes, and from the
decisions of these courts there was an appeal to the Supreme Court
of the United States, so that we had ultimalely a single tribunal deal-
ing with patent. causes, thus giving us uniformity of decisions. The
Circuit Court of Appeals Act of 1891 eliminated the right of appeal
to the Supreme Court, and that court has jurisdiction to hear a patent
cause only on certiorarl.

In view of the fact that the Supreme Court was burdened and sel-
dom allowed certiorari, the consequence was that the courts of appeals
decisions governed. And these often were in conflict with each other.

The report went on to say:

The court created by this bill, which is a new departure in judicial acts, is
believed by nearly all those who have given the most atteution to this question
to be the best practical method of dealing with this matter, and the bill has
the endorsement of the American Bar Associntion and of the Associntion of the
Bar of the City of New York * * * Judge Taylor, in speaking of this proposed
court, says [that its system of designation of judges] gives us a selection of

judges without parallel and would be superior in the decision of causes in a
pittent court to any court that ever sat in the world.

2, IL R. 21435 (CURRIER)
a. Provisions 4

Istablishes a United States Court of Patent Appeals.

Provides that the chief justice of said court shall be appointed by
the President of the United States by and with the advice and con-
sent of the Senate, and the 4 associate judges shall be designated by
the Chief Justice of the Supreme Court from among the circuit and
district judges to serve for periods of 6 years.

Gives the court jurisdiction of appeals from all final decisions (1)
in the cireuit courts in cases arvising under the patent laws, or (2) in
any other court, except the Court of Claims, having jurisdiction by
law over patent eases.

Provides for review by the United States Supreme Court of de-
cisions of the Cowrt of Patent Appeals, by certiorari or otherwise.
b. Hearings and testimony

A hearing was held on . R. 21455, by the House Judiciary Com-
mittee.r Witnesses included My, Taylor, Mr. Frederick P. Fish of
Boston, and Mr. Joseph 1dson, for the American Bar Association. A
statement by Mr. Edmund Wetmore on behalf of the New York Bar
Association was also included in the record,

_ ‘13098 Congress, Houge Committee on the Judiciary, Hearings ou U, R. 21405, Januaey
o,



SINGLE COURT OF PATENT APPEALS 15

(1) Hon. Robert 8. T'aylor, Fort, Wayne, Ind., representing the
American Bar Association, reviewed the background of the bill:

I will say historically that the movement ont of which this bill originated be-
ran in the patent section of the American Bar Association in 1890. The subject
was considered in that section for 2 years. In 1892 a report was made upon
it to the full association, and the standing committee on patents, trademarks,
and copyright law was directed to frame and report a bill, and at the next meet-
ing of the association that wuas done, The Dbill, as reported by the committee,
was considered, discussed, and approved, and the committee was directed to
use its efforts to secure its passage as a law. It was introduced and has been
pending in 2 Congresses prior to this one, and so has been before Congress for
¢ years. It has been reported upon each year to the American Bar Association.
The reports of the committee have been approved from time to time, and it has
been directed to continue its efforts to secure the passage of the bill.

Judge Taylor also noted that the bill had the endorsement, not only
of the American Bar Association, but also of the Washington Patent
Law Association, the Patent Law Association of Chicago, and the Bar
Association of New York, as well as the approval of a very large num-
ber of Federal Judges and other lawyers,

ITe also testified respecting the constitutionality of the law:

No objection to it on this ground has been made, so far as I am aware, except.
in respect to the designation of clireuit and distriet judges in it. It has been
suggested that, as it is a new court, there must be new judges created to sit
in it, and that this can only be by the President’s appointment and confirmation
by the Senate; also that the designation of these judges for limited periods
of time will he a violation of the Constitution that all Federal judges shall hold
oflice during good behavior ; and further, that the diminution in the compensa-
tion of the judges when they retire from the Court of I’atent Appeals to the work
of their cireuits and distriets, whieh the bill contemplates, will be a violation
of the provision of the Constitution forbidding the reduction of the salary of
a judge.

Judge Taylor’s rebuttal to these arguments was as follows:

They [the judges of the Patent Court of Appeals] will continue to be circuit
judges and district judges during their service in the Court of Patent Appeals,
just as they do during their service in the United States circuit courts of ap-
peals. They will draw their salaries as circuit judges and district judges, just
as they do while sitting in the cireuit courts of appeals, plus such additional
sums as will make their total compensation, while serving in the Court of
Patent Appeals, $11,500 a year. These additionul sums will not be part of
their salaries as cirvenit judges and district judges, but extra compensation for
extra service, It is provided in section 5 that when they retire under the law
after reaching the age of 70 they shall receive the pensions of circuit judges
and district judges. All this is by their own consent—ithe extra work, the extra
pay, and the retiring allowance. * ¥ *# Congress has repeatedly exercised au-
thority to put upon a judge with his consent work additional to that within
the scope of his regular official duty and to pay him an extra compensation for
that extra work.

(2) Frederick P. Fish of Boston appeared in association with
Judge Taylor. He pointed out how great was the amount of patent
litigation generally throughout the country and particularly in the
second cireuit and how the establishment of this new court would
expedite its disposition. He also remarked that the bill should care-
fully specify that the associate judges were “designated” rather
than “appointed.”

(3) Arthur Stuart, Baltimore, Md., submitted a brief in behalf
of the constitutionality of the court.

(4) Joseph Edson, Washington, D. C., submitted various letters
from district and circuit judges favoring the establishment of o

Jourl of Patent Appeals; a resolution by the Denver Bar Associu-
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tion favoring the court; and a table showing the total number of
ases disposed of by cireuit courts of appeals from 1893 to 1906, 1n-
clusive.  ITe Turther stated that the Commissioner of Patents had
informed him that 52 or 53 percent of the work in the Court of
Appeals, District of Columbia, was patent work. .

(5) Edmund Wetmore's testimony was a reprint of that which
he had previously given hefore the TTouse Patents Committee on
H. RR. 14047
e, Ifurther action

IT. R. 21455 was reporied out of the IHouse Committee on the
Judiciary on February 13, 1909, with amendments changing the
salavies pavable (I1. Rept. 2145, 60th Cong.). The report reviewed
the necessity for the legislation and commented on its constitution-
ality as follows:

Some question has arisen with refercnce to the constitutionality of the plan
involving the transfer from circuit and district courts of judges to the Court
of Patent Appeals and the payment to those judges while sitting upon the
Court of Patent Appeals of an additional compensation over and above that
which they receive as their regnlar compensation as circuit or district judges
and the retirement of 1these same judges npon their cirenit or district salaries
without regard to their extra compensation. A case so closely analogous to
this one as to make us feel that it puts this question f{inally at rest was before
the Supreme Court of the United States in Denedict v. United States (176
(5. 8. 357). In this case the Supreme Court decided that it was entirely
competent and proper for Congress to pass an act providing for the payment
of an extra salary to a cirenit or district judge whenever the extra compensi-
tion was “extra pay for extra work performed, for particular as distinguished
from continunous service.”

C. 6187 CONGRIESS (1909-11)

1. 11, B, 14622 (CURRTER)
a. Provisions

Tistablishes a UTnited States Court of Patent Appeals.

Provides that the chief justice thereof shall be appointed by the
President, by and with the congent of the Senate, and the 4 associ-
ate justices shall be designated, with their consent, by the Chief
Justice of the Uniled States from among the ecirenit and distriet
judges to serve for terms of ¢ years.

Gives the conrt appellate jurisdiction from final judgment and de-
erees in the circuit courts of the United States in cases arising under
the patent laws, and also {from interlocutory decrees of the cirenit
courts or other courts of first instance, except the Conrt of Claims,
in cases avising out of the patent laws.

Provides for review by the Supreme Court, by certiorari or other-
wise.

b, Iearings and testimony

A hearing was held by the Committee on the Judiciary on January
27, 1910, on IT. R. 146225 Witnesses on behalf of H.R. 14622 included
Judge Robert Stewart Taylor, representing the American Bar Asso-
ciution, My, T. C. Pool, of the Chicago Patent Bar Association, and
Messrs, Stuart, of Baltimore, Fdson, and S, T, Fisher,

SN, Congress, TTouse Commitioe on {he Judiciary, MMearings on H. R, 14622, Tnnunry
o= 1 '
-ty 1.)‘“.
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(1) Hon. Robert N. T'aylor, of Gary, Ind., representing the Ameri-
can Bar Association:

This bill. has been pending before the previous three Congresses. It was
introduced by Representative Currier, the chairman of the Committee on Patents,
in the same form as approved by that committee last year, in the hope that
further congideration by the committee would hbe obviated, and that the Judiciary
Conmmittee would have time to give it favorable consideration.

ILe then repeated much of the material presented in previous hear-
ings about the necessity of uniformity of decision, and the difliculties
then existent with divergent opinions arising in the various courts of
appeal. Representative Carlin asked why a totally new court would
not be the preferable idea, and Judge Taylor replied :

Tt has bheen pretty thoronghly discussed * * * It is because a new court ap-
pointed by the President would almost inevitably and necessarily be selected
from among practicing patent lawyers; and as a practitioner myself in that
line for many years, it is my opinion, as it is the opinion of many others, that
they are not {it to be there, The man to be a judge of any court ought to be ¢
man of the broadest preparation ; he ought to be a man of large foundations in
the knowledge of the law * % * g knowledge of the luw which he can get no-
where celse in the United States so well as by service on the United States
heneh,

(2) Mr. Dadge testified jointly with dfr. 7'. (!. Pool, of the Chicago
Patent Bar Association.

In an interchange of questions and answers between Representative
Carlin and M. Dodge, the following interesting point was developed :

Mr, CarniN, * * * If you had a court of appeals in the Patent Oflice, created
as the bill creating the commission for interstate commerce matters creates
that commission—a court where a patent could bhe taken immediately at the
time of its granting, and where its validity could be determined—would not that
be better than leaving this question to the various courts?

Mr. Dongr, T think that would not be, for the siniple reason that there might
uot, and probably would not, be anyboly interested in investigating the matter.

My, CanrtiN, Does not the Patent Office always put such a case in interference?

Mr, Donce.  An interference is where there are two applicants for the patent,
and that would not apply at all in the case of an infringement * * * In infringe-
ment cases, where there is a party who lays no claim whatever to the invention,
that is a different matter. Infringing patents are granted right along; they
are granfed for the differences that come between the old patent and improve-
ments, Ivery machine—every line of machinery—is made up of a series of
aceretions made from time to time.

(3) drthur Stuart, Baltimore, Md., stated :

The American Bar Association, the Bar Association of the State of New
York, the Bar Association of Chicago, and the Patent Law Association of Wash-
ington, D, C,, have all endorsed the bitl.

(4) 8.7 Iisher, stated

The main reason for this hill is to have a single court of final jurisdiction,
and if we could just in every case gel oune decision which should extend all
over the country and be binding on every civeuit, in ninety-nine cases out of
a hundred that would be all that was neededd,

2. 8. 4982 (BEVERIDGE)
. Provisions

Iistablishes a United States Court of Patent Appeals.

Provides that the chief justice thereof shall be appointed by the
President, by and with the consent of the Senate, and the four as-
sociate justices shall be designated with their consent by the Chiet

33847 —59——d
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Justice of the United States, from among the circuit and district
judges for terms of 6 years.

Gives the court appellate jurisdiction from final judgments and
decrees in the circuit courts of the United States in cases arising
under the patent laws, and also from interlocutory decrees of the
cireuit courts or other courts of first instance in cases arising out of
the patent laws.

Provides for review by the Supreme Court, by certiorari or other-
wise.

b. Report on the bill

S. 4982 was reported out of the Committee on Patents on Kebruary
28, 1910, with several minor amendments chiefly relating to salaries.®
The bill was passed over in the Senate.’

The report covered three main topics: (1) the need of the pro-
posed conrt, (2) the personnel of the proposed conrt, and (3) the
constitutionality of the proposed court.

The need of the bill was emphasized by the fact that the nine circuit
courts of appeal have exercised their jurisdiction (since their estab-
lishment in 1891) as courts of last resort in litigation over general
matters without the confusion and uncertainty that has attended
patent litigation. This has been true because, as a general proposi-
tion, a decision in litigation of this sort has been final and binding
with respect to the parties to the suit and to the subject matter in-
volved. In patent cases the reverse has been true, because a patent
right is coextensive with the United States, and yet it is the subject
of determination by nine different courts of Iast resort, no one of
which is bound by the other.

The proposal for selecting the personnel of the court was com-
mented on:

The plan of selecting the judges suggests that the public will have the benefit
of the wisdom, first, of the President in nominating and the Senate in confirming
those now on the I'ederal bench, and second, of the Chief Justice of the Supreme
Court who is officially advised of the abilities and qualifications of the Federal
Judges designated by him to sit as judges of the new court. * * * The suggestion
that the four associate judges should be chosen from the bar whose specialty has
been patent litigation is resisted with great emphasis by the ablest patent lawyers
in the country. Their argument is that judges of the proposed court should be
first and primarily great lawyers, well versed and trained in the general law, its
principles and their application; that lawyers who may be experts in patent
matters may be deficient in that broader understanding of the underlying and
basie principles so essential to the efficient dispensation of justice. * * *

And finally, although the question of the bill's constitutionality had
not been seriously questioned, the following reasons in support of it
were advanced:

(1) As to the power granted to the Chief Justice to designate justices for the
court being a contradiction of article II, clause 2, section 2, a careful reading of
that provision shows that the Supreme Court judges are the only court officers
who must be appointed by the President. Congress is given the power to vest
the appointing power of any other judge of any other court in the courts
themselves.

(2) As to the statement that the increase in salary to be given temporarily to
a Federal judge while serving on the Court of Patent Appeals and its withdrawal

8. Rept, No. 206, G1st Cong,
745 Congressional Record 2950,
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when he returns to his distriet or eircuit beneh being in contravention of article
[I1, section 1, of the Constitution, extra allowances may be made to judges for
special services, without violating this provision ol the Constitution; and this
temporary inerease in compensation is such a temporary allowance.

D. SIXTY-SECOND CONGRESS (1911-13)

1. H.R. 26277 (SULZER)
a. Provisions

Establishes a United States Court of Patent Appeals.

Provides that the chief justice thereof shall be appointed by the
President, by and with the consent of the Senate, and the four associate
justices shall be designated, with their consent, by the Chief Justice of
the United States from among the circuit and district judges to serve
for terms of 6 years.

Gives the court appellate jurisdiction from final judgment and
decrees in the circuit courts of the United States in cases arising under
the patent laws, and also from interlocutory decrees of the circuit
courts or other courts of first instance, except the Court of Claims, in
cases arising out of the patent laws.

Provides for review by the Supreme Court, by certiorari or
otherwise,

0. Hearings und testimony

A hearing before the House Committee on the Judiciary was held
on December 6, 1912, on H.R. 26277.2 Among the witnesses were Mr.
Charles F. MacLean, Mr. Charles C. Copeland, and Mr. Frank S.
(zardner, of the New York Board of Trade and Transportation, and
Mr. James T. Haile, secretary of the Manufacturers’ Association of
New York. Various reports and letters endorsing the bill were also
included in the printed hearings.

(1) Charles . MacLean, New York Board of Trade and Trans-
portation, pointed out that the bill was drawn before the law doing
away with the circuit court as it formerly existed went into effect in
1912 and assumed that technical amendments would be made to the
bill to this effect. He also stated that persons who have interested
themselves in this bill—especially members of the Board of Trade
and Transportation of New York—are of the opinion that the per-
sons appointed as judges of this court shonld he persons selected with
reference to their special qualifications for such a judiciary. With
such special qualification, it is consonant that their salaries be higher
than other judicial salaries. As for the objection that a court sitting
in Washington would create hardship as to the attendance of wit-
nesses, there is no justification for this objection since evidence in
patent. cases is taken by deposition and there is no jury trial. As for
deferring institution of a particular reform—to wit, solution of the
problems attending patent litigation by creation of a court to be oc-
cupied solely with this special class of cases—until the whole court
procedure has been reformed, that is contrary to experience in these
matters. Reform is always sporadic.

(2) Charles C. Copeland, chairman of the committee on the Court
of Patent Appeals, New York Board of Trade and Transportation,

80U, 8. Congress, IMouse Committee on the Judiciury, Hearings on H. R, 20277, Decom-
. her 6, 1912,
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mentioned that the Sulzer bifl had been endorsed by the National
Manufacturers’ Association, the New York Board of Trade and
Transportation, and the Manufacturers’ Association of New York.
1Te also oftered an extract from the letter of Mr. S. O. Edmonds, New
York City, showing that the New York County Lawyers’ Association
had approved the Sulzer billy and also introduced other letters of en-
dorsement from Judge Taylor of Fort Wayne, Ind., for the American

Jar Association and Mr. Henry Houston Kenyon of New York;
Mr. Charles C. Bullsley of Chicago; and My, Avthur L. Morsell of
Milwaukee.

The following interchange took place hetween Representative Beall
and Mr. Copeland :

Mr. Beann. The idea is, that the appeal shall go directly from the trial court
to this Court of I"atent Appeals.

Mr. CorerANn, Yes, sir.

Mr. BearnL. And further, if necessary, to the Suprvme Court of the United
States?

Mr. Coprrrann. Yes, sir; under certain conditions,

(3) Frank S. Gardner, sceretary of the New York Board of Trade
and ‘Transportation, introduced the report of the special committee on
the patent court ol appeals, endorsing the Sulzer bill.  T'he veport,
after a short review of past activities by other organizations and past
proposals in Congress, stated :

We * * * therefore vecommend that this board unqualificdly endorse the
proposition to create such a court and urge the passage of the pending bill II. IR,
9843, introduced by Mr., Sulzer. We further recommend that this cemmittee,
in cooperation with the oflicers of the bouard, be authorized to take steps to pro-
mote the creation of such court.

(4) James [. [laile, secretary of the Manufacturers’ Association of
New York, stated:

I believe that with the consensus of opinion upon the part of lawyers ad-
niitting the necessity for this court, they being learned in the law, and we laymen,
we ordinary, practical businessmen, being the sufferers, as has been shown * # %
this bill should be passed.

(5) FEadorsements of the bill were printed in the hearings from the
committee on patents, National Association of Manufacturers; the
New Ilaven Chamber of Commerce; the Rockford Manufacturers’
and Shippers’ Association; the Watertown Chamber of Commerce;
the Chester Board of T'rade; the Toledo Commerce Clubj the IPhila-
delphin Board of Trade; the Spokane Chamber of Commerce; the
Civie Commission of the Moline Club, Moline, I ; the Manulaclurers’
Association of Seattle; the Paduealh Board of Trade; and the Cham-
bers of Connnerce of BDuffalo; ITamilton, Ohio; Cineinnati; Dayton;
Flint, Mich.; Trenton; New Orleans: Detroit; and others.

I SIXTY-SINTH CONGRESS (1919-21)

. R 5012 (NOLAN)
. Provisions

Tistablishes a United States Court of Patent Appeals.

Provides that the chief justice shall be appointed by the President,
by and with the consent of the Senate, and the other four judges shall
be designated with their consent, by the Chief Justice of the United
States from the circuit and distriet judges for terms of 6 years, 2 to
be designated every third year.



SINGLE COURT OF PATENT APPEALS 21

Jurisdiction is given by appeal or writ of error from final judg-
ments and decrees in the circuit courts of the United States in cases
avising under the Iaw of patents, and also in appeals from interlocu-
tory decrees of the circuit courts or other courts of first instance
arising out of patent cases.

The Supreme Court may permit, by certiorari or otherwise, any
case to be certified to it for review and determination.

b. Hearings and testimony

IHearings were held before the Committee on Patents on July 9, 10,
11, 19, 17, 18, 24, and 30, 1919, on three bills, FL.RR. 5011 to establish
the Patent Office as an independent bureau, H.R. 5012, to establish
a United States Court of Patent Appeals, and ILR. 7010, to increase
the force and salaries in the Patent Office.” These hearings are popu-
larly known as the Nolan hearings.

Witnesses who appeared for the purpose of testifying with respect
to the putent court of appeals included : Mr. Iidwin Prindle, National
Research Council; Mr. FFrederick P. Fish of Boston; My, Thomas
Iiwing, former Comnussioner of Patents; Mr. Milton Tibbetts, rep-
resenting the National Association of Manufacturers; Judge Learned
ITand of the southern district of New York; Me. Delos Holden,
patent attorney; Mr. Thomas 1. Robertson of the American Patent
Law Association; Mr. Bert Russell of the Patent Office Society, and
Judge Manton of the Second Circuit Court of Appeals. A statement
by Mr, Coulston, Chief Clerk, United States Patent Oflice, was also
inclided in the record.

(1) LE'dwin Prindle, secretary of the Patent Committee of National
Research Council, presented the report of that committee which in-
cluded the following statement

The first proposal which your committee recommends is the establishment of
a single court of patent appeals that will have jurisdiction of appeals in patent
cases from all the United States distriet courts throughout the country, in
place of the nine independent civeuit courts of appeal in which appellate juris-
diction is now vested. .

We shall never have a uniform and definite patent law, consistently applied,
until we have a single court of patent appeals independent of local sentiment,
realizing a responsibility to fix the principles of the law and enforcing an
harmonious application of these principles on the lower courts. 1t would be
of the utmost value to those in the United States who are engaged in industry
if the present confused condition could be corrected aud a single tribunal devote
itself to erystallizing the fundamentals of the patent law and to edueating the
courts throughout the land to unitormity in applying these principles in specinl
CUSCS,

M

(2) Ireedevick: P, Fish, Boston, Mass., patent. aftorney, stated :

[ have never heard one single reason advanced by anybody that secmed worthy
of consideration against this Court of Datent Appeals. I have heard lawyers
say it is more convenient to go to Boston or Chicago or Cincinnati than to come
to Washington * * * But the additional trouble and the small added expense
that might be incurred would be nothing as compared with the great principle
of having a uniform patent law, uniformly applied, where a decision of the
lirst case will go a long way toward settling the validity and scope of a patent,
and toward determining the acts that will not infringe it * * *

'hat is the point of view from which I have been looking at this Court of
Patent Appeals proposition for over 20 years * * *

YLULON, Congress, Honse Commibitee on Patents,  Hearings ou H, R, 5011, 3012, and 7010,
July 9,10, 11, 32, 17, 18, 24, and 30, 1919,
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(8) Thomas Ewing, former Commissioner of Patents, approved
of the Patent Court of Appeals. When, however, it was brought to
his attention by Congressman Davis, that there were only three dis-
tricts which had more than one judge, he thought that that fact re-
quired considerable consideration to be given to this point, since its
chief theory was to rotate the judges out of the districts.

(4) MMilton T'ibbetts, chairman of the patent committee of the
National Association of Manufacturers, said:

After patents are issued it is the function of the Federal courts to interpret
and adjudicate them. With numerous appellate courts in different circuits, as
at present, where local conditions may affeet conditions (sie), it is not surpris-
ing that various phases of the patent law have been differently interpreted in
different parts of the country and patents have often been held valid in one
circuit and invalid in another. This retards the growth of industries, because
i patent may provide protection in one section of the country and not in another,
thus limiting quantity production and constantly depriving the consumer of the
lower price benefits of that production. Such uncertainties and such ambiguous
determinations of interests should be largely removed or at least greatly miti-
;I:;Iat%l lgy the establishment of a Court of Patent Appeals, such as is proposed in
1. R. 5012.

(5) Judge Learned Hand, United States judge of the southery dis-
trict of New York, testified in favor of a Patent Court of Appeals:
The first and salient advantage which will come from the court is that a

patent will be what the United States professes to make it. It will be a piatent
for the United States.

He suggested that the designated judges be chosen only from the
circuit judges and not from the district judges, since it 1s the cireuit
judges who would be relieved of all patent business. He also believed
the terms were too long.

(8) Thomas Robertson, president of the American Patent Law
Association, endorsed the bill, and stated that a conference had been
held between the Washington Patent Law Association and the Ameri-
can Bar Association on their differences on a Court of Patent, Appeals
bill. He offered the report of this conference to the committee with
the request that it be made part of the record. The ABA bill pro-
posed a court composed of designated circuit judges and a permanent
presiding judge; the Patent Law Association proposed a permanent,
separate court. The conclusion was that some court of final resort
in patent matters should be established.

(1) Delos Holden, patent attorney for Thomas A. Tidison, favored
the bill. The court, to him, seemed very advantageous, and could
not be looked on as a drastic change, because it was almost the same
as going back to the original plan.

(8) Bert Russcll, secretary of the Patent Office Society, reported
that his society felt that eligibility to the court should not be re-
stricted to judges of the circuit and district courts. His suggestion, in
effect, looked to a compromise between the two types of courts pro-
posed, to wit, a shifting court and a court which might include men
relatively expert in some particular department and selected with ref-
erence to the breadth of their scientilic and legal attainments,

(9) Judge Martin Manton of the United States Circuit Court of
Appeals for the Second Circuit, opposed the establishment. of a sep-
arate Court of Puatent Appeals because he felt that the work was
heing sufliciently taken care of 1n the cireuit courts of appeals. TFur-
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ther, lie contended that the number of patent appeals, over the years,
had heen steadily decreasing.

(10) AL». Coulston, Chict Clerk, United States Patent Office, at the
request of Congressman Nolan, submitted a written statement to the
committee. Respecting the special Court of Patent Appeals, 1t
reported :

* * * The examiners in the Patent Office have individually and collectively

given careful consideration to this bill, and * * * if not unanimously, at least
by a large majority, they have reached a conclusion favoruble to it.

F. REPORT OF THE COMMITTEL ON IPATENT, TRADEMARK AND
COPYRIGHT LAW OF THE AMERICAN BAR ASSOCIATION **

On January 12, 1904, the Senate Committee on Patents published
as a Senute Document the “Report of the Committee on Patent,
Trademark and Copyright Law of the American Bar Association
on the Subject of a Court of Patent Appeals.” This ABA report
stated :

The subject has been receiving the attention of the Patent Section for several
years and the scheme here outlined may be taken as the result of prolonged
study and consultation by the members of that Scetion. It is, in substance,
that there should be created by Congress a court for the determination of patent
and copyright cases, having jurisdiction of all appeals and writs of error in
those cases; its decisions to be final, subject only to such power of review by
the Supreme Court as shall be necessary to preserve the jurisdiction vested in
that court by the Constitution as the Supreme Court,

The report also contained a draft of the proposed bill, setting up a
court of T judges, the president judge to be appointed by the
President of the United States, by and with the advice and consent of
the Senate, and the other judges to be designated from among the cir-
cuit judges for terms of 6 years by the Chief Justice of the United
States, 2 being so designated every second year. The remainder of the
bill follows the same tenor as all the other bills introduced in subse-
quent Congresses and sponsored by the American Bar Association.

There is also included a Memorandum, Re Court of Patent Appeals
Bill, which is evidently not o commentary on the dvaft bill, since the
divergencies hetween its comments and the proposals in the draft bill
are too great. It is interesting to note that one comment in this
memorandum proposes that the judges “be Jearned in the practice and
riles of decision of the patent Inw,” a factor never subsequently ad-
vocated by the American Bar Association, nor, in fuct, contained in
the dratt bill included in the report.

G. REPOR'T OF TIHIE COMMISSION ON ECONOMY AND EFFICIENCY

By the act of August 21, 1912, the President was authorized to set
up a Special Commission on Economy and Efficiency to investigate
the conduct of business of the various executive departments and
agencies of the Government and to make proposals, where necessary,
for the more expeditious handling of such business.

On May 10, 1912, President William M. Taft requested the Con-
gress to authorize him to appoint such a Commission of qualified per-

&, Doe. No, 81, 58th Cong., printed at the vequest of Senator Platt of Connecticnf.
137 Stat. 643,
2 H, Doe. T49, 62d Conge.
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sons to investigate the patent laws for vartous purposes, namely,
expeditious handling of applications in the Patent Oflice, amend-
ments to the patent Iaws necessary to make effective the provisions of
the Convention of the International Union for the Protection of
Industrial Property, as revised at Washington in 1911. e did not
ask, nor did the resolution noted above provide, for any study of the
advisability of a court of patent uppenls.

When the Commission made its report, on December 7, 1912, its
recommendations for proposed changes in the law were limited to the
terms of the joint resolution. However, it did make several comments
on sull.)'jmttzs not reported on, including a court ol pulent appeals, It
stated :

While this Commission is not called upon to make a recommendation upon
the subjeet, it invited those who practice before the Patent Office, and others
interested in patents, to submit their views on the gnestion of the advisability
of creating a court of patent appeals. The answers received indicate that the
opinion is practically unanimous that such u court be estiblished.

The report also commented on other questions coming before the
Puatent Office, of a type which were treated in a quasi-judicial manner
in the Office but were open (o judicial appeal hy one of the parties,
The Commission remarked:

#= * % Tt may be found advisable to consider whether a patent should not be
nurde valid by law to the extent of giving the patentee a right to an injunction
in a case against alleged infringers. This would probably require the adoption
of the practice of publishing applientions when ready for allowance with the
opportunity for anyone to flie opposition within a limited time, and if none were
filed or it was decided that the patent should issue it ought to be held valid lor all
purposes until declared invalid by a court. Such a system would probably re-
quire also that any person claiming to be injured by the grant of a patent could
file annulment proceedings within a limnited period, such as 3 years, and theve-
after the patent would not be subject to attack.

PART TWO. RECENT PROPOSALS (1936-57)
111, BILLS AND ACTION

After a considerable period of time, interest in a special patent
court of appeals was revived. This revival seems to have been insti-
gated chiefly by the economic depression of the thirties, and the va-
rious studies being made looking toward the stimulation of industry.
It was thought that a special court, whiclhh would assist in the more
expeditious settlement of patent disputes, would be a factor of con-
siderable help in encouraging the taking out of patents and the cre-
ation of industry under their protection.

Again, the accompanying chart (table 2) lists the bills introduced
in Congress during these years, together with a notation as to their
principal provisions, and any action taken on them by either Iouse
of Congress. It will be noted that the bills introduced during this
period demonstrate a more sophisticated approach to the problem.

1B I Doe, 1110, 624 Cong,
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Congress and bill No.

Author

Court and membership

Jurisdiction

Apped

Mizcellunvous

Action

74th Cong. (1835-37)¢
oI 1. L SR

| F S T O Lo Y S -

Mr. McAdoo. cveae

§0 Congressional
1007,

Mr. Crosser of Ohioe oo ______

80 Congressional

5700,

Record

Receord

Establishes a ecourt of
patent appeals of 5
Jjudges; all of the
judges shall be ap-
meinted by the Presi-
dent, by and with the
consent of the Senate,
and the presiding
judge shall be so desig-
mted in his commis.
sion; the judges shall
be chosen fromn persons
who have demon-
strated special  apti-
tude in the practice
and administration of
patent law,

Establishes n  United
States Court of Patent
Appeals of & judues;
the chief justice shall
be appointed by the
President, by amd
with the consent of
the Scenate, and the
other 4 judges shall
be designated by the
Chief Justice of the
United States from
among the eirenit and
district ecourt judges
1o serve for terms ol
b years,

The eonrt shiall huve ex-
clusive appellate juris-
dietion to review
final deeisioms of the
district courts in oH
ases whieh  incinde
(M issues arising
under the patent lnws;
h proceedings to ob-
tain a patent by bill
in equity; () pro-
ceedings as to patent
interferences; (o pro-
creedings where the
jurisdiction of the dis-
trict court has been
invoked upon an issue
arising under the
patent Laws,

Appeals are alsa per-
miittedd  from  inter-
locutory deerees and
orders, if made within
30 days; also, in suits
{for infringement, an
appeal may be taken
from any deeree which
is final exceept for the
ordering of an account-

ing.

The court shall Imvci
jurisiliction to  hear !
appeals  from final
judosments and  de-
crees in the distriet
courts and ogther

courts laving  juris-
dictiou of questions
under the patent laws,
exeept questions aris-
ing in the Court of
Claims: such appeals |
must be made within -
6 months; appeals :
may  also e made
froin jnterlecutory
orders or decrees, if .
made in 10 days. .

Appeal to the
supreme Court, by
writ of certivruri,
is permitied,

3 scientifie ad-
visers ure au-
thorized to be
apprinted to
tie court, o
held office dur-
ing zaod be-
havior, exeept
that any such
adviser muy be
remewved at the
pleasure of the
eurt.
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1
Congress and bill No. Author Court and membership Jurisdiction Appe:} Miseellaneous Aection
75th Cong. (1937-39): !
R . TP Mr. MeAdoO. e i Establishes a court of | The court shall have ' Appeal to the 3 seientific ad- The bill was re-
81 Congressional  Record patent appeals con- exclusive appellate | Supreme Court, by visers are au- ported from the
295, sisting of 5 judges; all jurisdiction to review writ of certiorari, thorized to e Committee on
of the judges shall he final decisions of the is permitted. appointed to Patents (8.
appointed by the district courts in all | the court, who Rept. 1367), 83
President, by and cases which shall in- shall hold office Congressional
with the consent of clude () issues arising - during good Receord 1853,
the Senate, and the under the patent laws; hebavior, ex- with only minor
presiding judge shall (M proceedings to ols- cept that any changes in the
he so designated in tain a patent by hill such adviser text.
his commission; the in equity; (&) pro- Tay be re-
judges shall be chosen ceedings as to patent moved at the
from persons who fnterferences; (d) pro- pleasure of the
have demonstrated ceedings  where the court.
special aptitude in the jurisdiction of the dis-
practice und adminis- trict court has beenin-
tration of patent law. voked upon an issuc
arising under the
patent laws,
Appeals are also per-
mittd from interlocu-
tory decrees and
orders, if made within
30 days; also, in suits
for infringement, and
appeal may be taken
from any decree
which is final exeept
for the ordering of an
accounting.
H. R, 80630 e nn M. Connery e e vvvcmafeaen 5 (+ J R RURRRIUVUUN PRSI 3 11 S S [+ JEII NS (d 1 S
81 Congressional Record
250,
H.R. 3858 e ae Mr. Crosser _ceee oo ceiaoc e oa Establishes a United | The ecourt shall have | Appeal to the Su-
81 Congressional Record States Court of Patent jurisdiction to thear preme Court by
2064, Appeals consisting of appeals from [inal certiorari or
5 judees, the chiel jus- judginents and de- otherwise.
tice shall be appointed crees in the distriet
by the President, by courts and other courts
and with the consent having jurisdiction of
of the Senate, and the questions under the
other 4 judges shiall be patent  laws, except
designated by the questions arising  in
Chief Justice of the the Court of Claims;

ATONIS

STViIddV INULVd Jd0 LUN0D



United States from such appeals must be
amang the cireuit and meade in 4 months.
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IV. HEARINGS
A. SEVENTY-FIFTI CONGRESS (1937-39)

S. 175 (M’ADOO)
a. Provisions

A court of the United States is created, to be kmown as the Court
of Patent Appenls, consisting of a presiding judge and four associate
Judges, each of whom shall have demonstrated special aptitude in the
practice or administration of the patent law, and each of whom shall
be appointed by the President by and with the advice and consent
of the Senate. The presiding judge shall be so designated in his com-
mission. Any three members shall constitute a quorum, and the con-
currence of the majority thereof shall he necessary for a decision. In
case of emergency the Chief Justice may designate any qualified
United States cireuit or district judge or judges 1o act on the court.

Authorizes three scientilic advisers, each of whom has demonstrated
aptitude in scientific and technological fields. They shall devote their
services exclusively to the court.

The judges of this court. shall hold office during good behavior.
They shall bo considered to be circuit judges for purposes of retire-
ment. The scientific advisers shall hold office during good behavior,
except that any such adviser may be removed at the pleasure of the
court. If any scientific adviser resigns, or is removed, after holding
office at least 10 years, and having attained age 70, he shall continue
to receive the sulary which is payable at the time of his resignation
or removal,

The court shall always be open, and sessions thereof may, in the
discretion of the court, be held in the several judicial cirvcuits and at
such places as the court may designate. The marshal of said court
in the District of Columbia and the marshals of the several district
courts shall provide rooms ag necessary. The court shall be a court of
record.

‘The court shall have exclusive appellate jurisdiction to review by
appeal the final decisions of the district courts, the Supreme Court of
the District of Columbia, and the United States district courts for
ITawaii, Puerto Rico, and Alaska, and for the Virgin Islands and the
Canal Zone, in all cases which include (a) issues arising under the
patent laws; (H) proceedings to obtain a patent under 35 U. S. C. 63
(now, 35 U. S, C. 145, 146) ; (¢) proceedings as Lo patents under 83
U. S. C. 66 (now, 85 U. S. C, 291); and (d) proceedings under 28
U. S. C. 400 (now, 28 U. S. C. 2201, 2202) where the jurisdiction of
the district courts has been invoked npon an issue arising under the
patent laws. The court shall have no jurisdiction over appeals
originating in the Court of Claims.

Appeals are also permitted from interlocutory decrees und orders,
1f made within 30 days from the handing down of such order or de-
cree. Also, in any suit for infringement, an appeal may be taken
from any decree which is final except for the ordering of an account-
ing, Wherever lower courts exercise concurrent jurisdiction with the
Court of Claims or adjudicate claims against the United States inder
the four categories noted in outlining the court’s exclusive jurisdie-
tion, they shall be subject. to review in the Court of Patent Appeals.
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All appeals from final judgments must be made within 3 months after
entry of such judgment. o ‘

The court shall be considered equivalent to a circuit court of ap-
yeals for the purposes enumerated herein. No appeals may hereafter

e filed in any of these cases in the circuit courts of appeal.
b. Hearings and testimony .

A hearing was held before thie Senate Committee on Patents on
June 22,23, and 24, 1937, on S. 475.** | o

Witnesses appearing in person included: Mr. Henry D. Williams,
a_patent attorney from New York City; Mr. Karl Fenning for the
Nutional Council of Patent Law Associations; Mr. Wallace R. Lane
for the Chicago Patent Law Association; Mr. Theodore S. Kenyon
for the New York Patent Law Association; Mr., Gano Dunn for the
Business Advisory Council for the Department of Commerce; Mr.
Thomas E. Robertson for the American Patent Law Association; Mr.
Jo Baily Brown, patent attorney of Pittsburgh, Pa.; Mr., Walter J.
Blenko, a patent attorney, also of Pittsburgh; Mr. John A. Dienner,
Chicago, I1l.; Mr. Ralph Snyder for the Chicago Patent Law Asso-
ciationy Mr. Henry C. Parker, American Chemical Society; Mr.
Charles H. Potter, patent attorney, Washington, D. C.; Mr. George
Ramsey, patent attorney, New York City ; IIon. Conway P, Coe, Com-
missioner of Patents; Dr. Thomas Midgley, Worthington, Ohio; Mr.
Herman Lind, Cleveland, Ohio.

(1) Henry D. Williams, patent attorney, New York City, testified
that he was chairman of the committee on patents, trademarks and
copyrights of the New York County Lawyers' Association, but was
appearing on his own behalf because a majority of the committee did
not favor the bill. He felt that the confusion among the circuit courts
of appeal and the hesitancy of the Supreme Court to hear patent cases
had beclouded the patent law generally. A single ecourt of patent
appeals for the whole country would clarify the whole structure of
patent law by encouraging the initiation of litigation and also settling
it more readily. '

(2) Karl Fenning, chairman of the committee on patent legisla-

tion, National Council of Patent Law Associations, made several
points in favor of the single court:

The important thing in litigation, as you probably know, after all, is procedure.
It has been said that two-thirds of the cases which go up on appeal go up on
the merits possibly, but largely go up on matters of procedure and practice, * * *
[Tn the instance of whether to use the long or short form of hill under the new
equity rules of 1912, it took 25 years for the question to be decided by the Su-
preme Court, and finally they determined that the short form should be used.]
* * * If we have a slngle court which will determine those matters [procedure
and the question of validity of a patent throughout the United States], it
seems to me it is a highly desirable matter.

On the provision for technical advisers, Mr. Fenning said:

I think the advisers are entirely superfluous and improper. The time when
a technical adviser might be useful to a court is at the trial * * *

IT a man has a patent matter on appeal with no opportunity for cross-examina-
tion, it seems to me it is like throwing your ease into n bag and hoping yon
will get something out of it. There may be some advantage in having unbiased
technical advisers to aid the court, but I doubt if any of you would want your

‘)4“1'(%.1 S. Congress, Scnate Committee on Patents, Hearlngs on S, 475, June 22, 23, and
-t Jedr g,
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college professor in chemistry to decide everything pertaining to chemistry in
which you were interested, or your professor of electrical engineering in eonnec-
tion with your interests in that field.

He commented on one further major point:

One thing I want to refer to is the qualification of the judges and of the
scientific advisers. Your bill proposes a Court of Patent Appeals which shall

. consist of a presiding judge and four associate judges, each of whom shall have

demonstrated special aptitude in the practice and administration of the patent
law before or in the United States courts. There is no question in my mind
that such a provision is constitutional, but what disturbs me very muterially is
that there is no provision for enforcing it. If the President of the United States

- appointed a man who had never seen a patent, to this bench, and the Senate

confirmed him, as [ understand it, there is nothing that the profession could do
{o get him off.

(3) Wallace . Lane, Chicago Patent Law Association, reported
that the Chicago Patent Law Association had voted unanimously
against the bill.

(4) Z'heodore enyon, New York Patent Law Association, reported
that. the New York Patent Law Association had voted against estab-
lishment of a court of patent appeals as provided in S. 475, against
attaching any scientific advisers to such a court if it were established,
und against legislation providing for a court of patent appeals consist-
ing of judges designated by the Chief Justice of the United States
from the United States district and cirenit judges.

(5) Guno Dunn, vepresenting the Business Advisory Council for
the Department of Commerce, presented a resolution in favor of the
court as follows:

Resolved,

1. The Business Advisory Council for the Department of Commerce endorses
the recommendation of the Science Advicory Doard that the processes of patent
litigation be simplified in order that expenses and delays may be reduced by the
prompt, entightened decision of piatent cases by a single court of patent appeals,

2. The Counecil also endorses the recommendation that adequate scientific and
technical advice on a high plane be made available to the court and to all conrts
dealing with the intricate technical problems involved in modern patent cases.

3. The Couneil also endorses the principle that the standard of invention shotuld
be raised and recommend careful attention to this problem on the part of those
charged with the administration of the Patent Office,

(6) Zhomas F. Robertson, former Commissioner of Puatents, and
chairman, committee on patents, American Patent Law Association,
reported that the association had taken a referendum among its mem-
hers on five special questions, with results as follows:

1. Do you favor in principle a single court of patent appeals?
Majority, yes.

2. Do you favor a single court of patent appeals constituted as pro-
vided in section 1 of S. 3823, T4th Congress? (Duplicate of S. 475,
75th Cong.) Majority, no.

3. Do you favor a single court of patent appeals as provided in H.
R. 12371, T4th Congress? (Similar to S. 475, except the judges are
designated for a term instead of forlife.) Majority, no.

4. Do you approve the appointment of scientific advisers as pro-
vided by section 2 of S, 3823, T4th Congress? Majority, no.

5. Do you approve giving this court jurisdiction of appeals in suits
arising under R, S. 4913, as provided in section 12 of S, 3823, 74th
Clongress?  Majority, yes.



32 SINGLE COURT OF PATENT APPEALS

(T) Jo Buily Brown, patent attorney, Pittsburgh, Pa., favored
the court and felt that the chief attack upon it resulted from the fear
of the litigating patent lawyers that if you have such a court it would
be technical or narvow. He did not consider this conclusion any more
valid than that patent lawyers necessarily disqualify themselves by
becoming specialists in patent law.

(8) Alr. Blenko, patent attorney, Pittsburgh, Pa., opposed the pass-
age of the bill, for two reasons.  First, there was no need for a singlo
court of patent appeals, as the so-called conflict between the circuits
was not so great a handicap as it was assumed to be. Secondly, the
technical advisers were unnecessary, as a court of appeals would feel
bound by the facts as found in the court of first resort. _

(9) John Dienner, member of the Patent Office Advisory Council,
personally thought that a single court of appeals would aid the
Patent Office by giving it a single standard by which it could judge
the making of a contract.

(10) Ralph . Snyder, Chicago Patent Law Association, reiterated
the objection of the Chicago Patent L.aw Association to the bill and
particularly pointed out that the association was vigorously opposed
to the iden of having engineering advisers act with the court of ap-
peals where they would not he subjeet to cross-examination.

(11) Ho:enry C. Parker, American Chemical Society, was in favor
of the hill on the ground that the establishment of such a court would
assist in cutting down on the hitigation currently involved in patent
appeals.  IIe went on to say:

Now, the second point that eauses industry to faver this bill ig that it believes
that the decisions of this new court will not only be more counsistent but also
more acenritte. T believe that it is the almost unanimous opinion of the scien-
tifie and technienl professions that this court should be so constituted that it will
be able to understand technical questions and be able to analyze them correctly.

(12) Grorge Ramsey, patent attorney, New York City, pointed out
how the diversity of decisions in the circuit eourts could affect Patent
Offico procedure and said further:

These variations in interpretation of the law present a serious problem to the
Patent Office. One cirenit may hold a patent is invalid beeause it ig filed on n
divisional application filed more than 2 years after claims have been canceled
in the patent case under the requirement of division,

Aunther circuit may hold that a patent issued on a divisional applieation is
valid so long as there is continuity of subject matter between the pitent appliea-

tion and the divisional application. This leaves the oflicials of the Patent Office
in a quandary.

(13) Hown. Conway I’. Coe, Commissioner of Patents:

Ie neied that the Burean of the Budget opposed passage of the bill
as not being in accord with the program of the President, but stated
that he was personally in favor of it. ITe stated:

I strongly advocate a single court and I should favor its creation if but one of
the benefits it promises were obtainable. My viewpoiut is that of the Com-
ntssioner of Patents, charged by the law and my oflicial onth with the admin-
istration of an agency which serves so usefully the social and economic welfare
of the Nation.

My own careful study of the bill and the judgment of others who have con-
sidered its provisions prompt me to the conviction that its enactment would
produce most salutary improvements in our patent system. Some of these I
shall ask your permission to enumerate:

1. It would reduce the duration and cost of litigation.

2. Tt would lessen the volume of litigation.
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3. 1t would make for uniform interpretation of the law.

4. 1t would enhance the validity of issued patents, thus providing a definite,
permanent standard for the guidance of the Patent Oflice.

5. Decisions of such a court coming from judges possessing the legal and tech-
nical training needed for correct adjudication of the questions involved in patent
litigation would promote the fundamental purpose and assure the proper working
of the patent system.

6. The judges chosen for this court would become students of the patent law
and specialists in its nipplication,

7. Through its final decisions, effcetive throughout the country, this court
would contribute an e¢lement of certainty as to the rights of the inventor and the
interest of the public and thereby tend to encourage industry.

8. The Iack of interest in the puttent system itself manifest in the utterances
of numerous Federal courts and the progressive tendency to destroy rather than
vindieate the patent grant imperil the whole system, * #* *

9. Certiorart to the Supreme Court allords no adequate safeguard to the
grantee or the public even if the excessive delay involved in such recourse were
obviated. * * *

c. Further action

S. 475 was reported out of the Senate Committee on January 5, 1938,
with minor changes in its text.'s

In this report, which was made by Mr, McAdoo from the Com-
mittee on Patents, five reasons were given for the establishment of a
court of patent appeals. These are:

(1) It would enrtail the time and cost of litigation.

(2) Similarly, it would reduce the volume of litigation.

(3) It would make for uniform interpretation of patents issued by
providing a definite stundard for the Putent. Ollice,

(4) Judges of the circuit court of appeals for patents would become
students of and experts in the patent law.

- (8) Final decistons of this court, effective throughout the United
States, would provide an element of certainty, now lacking as to the
rights of inventor, industry, and the public. '

The report cited the testimonials of the various groups who had
studied the Patent Office (previously discussed). In commenting
upon the opposition of the Burean of the Budget, it noted that the
cost. of the court would involve principally the salaries of additional
judges now needed in the court of appeals in the various eireuits.

B. SEVENTY-SIXTH CONGRESS (101042)

1. 8. 2687 (BONE)
«. Provisions

A cireuit. court of appeals for patents consisting of a presiding
judge and four associate judges, each of whom shall have been active
in the general practice of the law before his appointment to the court
by the President, by and with the advice and consent of the Senate.
Judges shall liold office during good behavior. Three members shall
constitute a quorum. The court shall always be open for the trans-
action of business, and sessions thereof may, in the discretion of the
court, be held in the several circuits.

The court shall have exclusive appellate jurisdiction to review final
decisions of the district courts in cases which include (@) issues arising
under the patent laws, () proceedings to obtain a patent by bill in
equity, (¢) snits concerned with interfering patents, and (d) declara-

S, Rept, No, 1367, Tith Cong,, 83 Congressioni] Record 1853,

-~
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tory judgment proceedings where an issue under the patent laws has
been raised. The court shall have no jurisdiction of appeals from the
Court of Claims. Appeals from interlocutory decrees under any of
the above may be filed within 80 days from date of entry of such order
or decree. o

Appeals may lie from any decree in an equity suit for infringement
which is final except for an accounting. Such appeal must be taken
within 80 days from entry. .

Appeals, otherwise, must be made within 8 months of entry. The
court may certify at any time to the Supreme Court, any question or
yroposition of law; and the judgment and decree of the court shall
Le subject to review by the Supreme Court on certificate, certiorari,
or appeal, as the case may be.

b. Hearings and testimony

Hearings were held before the Senate Committee on Patents on
S. 2687, to establish a circuit court of appeals for patents, and S. 2688,
to limit the term of patents to 20 years, on July 5 and 6, 1939.*

The first day’s hearing was devoted to the Patent Court of Appeals.

The witnesses on this (]uestion included Conway P. Coe, Commis-
sioner of Patents: Mr. George Ramsey, chairman of the Patent. Oftice
Advisory Committee; Mr. W, H. Wheeler, Business Advisory Council,
Departiment of Commerce; Mr. Roberts Larson, American Patent
Law Association; Mr. Karl Fenning, National Council of Patent Law
Associations; and Mr, William N. Cromwell, Chicago Patent Law
Association,

(1) Hon. Conway P. Coe, Commissioner of Patents, repeated his
recommendations in favor of a patent court of appeals, and stated
his belief that this court, because it was ambulatory, would be par-
ticularly useful in obtaining certainty of a patent to an inventor
without undue expenditure of money.

(2) George Ramsey, Chairman, Patent Office Advisory Commit-
tee, pointed out that the DPatent Office Advisory Committee had
begun its consideration of a court of appeals of this type early in
1934, and ever since that time the committee had been uniformly in
favor, in principle, of such a court. He further stated that the deei-
sion of the court, although in personam as to the litigants, would he
in rem as to the substance of the patent, and that was what they were
trying to accomplish.

(3) W. I{. Wheeler, Jr., member of the Business Advisory Coun-
cil of the Departiment of Commerce, reported that the Advisory
Council were on record in favor of this proposal for the single court
of patent appeals for 3 years.

4) Roberts B. Larson, chairman, committee on laws and rules,
American Patent Law Association, reported that his association was
in favor of the idea of a patent court of appeals, but the polling of
the membership had taken place before S. 2687 was introduced, so
it did not indicate their thought on the specific hill.

(5) Karl Fenning, chairman, committee on patent legislation, Na-
tional Council of Patent Law Association, stated that his organiza-
tion was against the hill in prineiple, because patent matters were

16 [J, 8. Congress, Sennte Committee on Patents,  Hearlngs on &, 26487 and 8, 2688, July
O and 6, 1030,
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proceedings in personam and if they were changed to proceedings
in rem, it would require each and every infringer to be brought into
the pleadings.

(6) William N. Cromwell, of the Chicago Patent Law Associa-
tion, reported that both he and his organization were opposed to the
bill, chiefly because it was felt that the court would not necessarily
hand down a connected line of decisions.

¢, Ifurther action

S. 2687 was reported out of the Senate Patents Committee July 11,
1939, with some mimor amendments in its text.'™ The report reviewed
all the committees and associations which had favorably considered
the establishment of sueh a court. Thus, the report stated:

On January 3, 1938, the I’resident referred to certain abuses of patents and
expressed Lthe view Lhat some “existing laws require reconstruction.”  Testl-
mony bhefore the Temporary National Economic Committee, created after the
P'resident’s message, was in favor of a single court of patent appeals. The Com-
missioner of Patents, when called npon by said committee for suggestions to
improve the patent laws, made the said court one of his major recommen-
ditions.

The D'resident’s Seience Advisory Board in its report submitted September
1, 1935, recommended the formulation of a single court of patent appeals.

The American Association for the Advancement of Science adopted a resolution
approving a single court, December 1, 19335.

While there have been a few who objected to the bill or to various provisions
of it, the sentiment expressed at the hearing and in letters and reports is over-
whelmingly in favor of the single court for pntent appeals. The American
Patent Taw Aesociation by a referendum of its members, has approved the prin-
ciple of the bill. The establishment of a single court for patent appeals was
also approved by the Philadelphia Patent Law Association, the Bar Association
of the District of Columbia, the committee on patents and trademarks of the
National Association of Manufacturers, the Motor YWheel Corp., the Automotive
Parts and Equipment Manufacturers Assoeiation, and the Machinery and Allied
I'roducts Institute.

The Director of the Budget has advised that the bill is in accord with the
I'resident’s program.
i'l‘he Department of Justice and the Department of Commerce have approved
the bill.

The Committee on Patents stated that they had tried, through
permanent appointment of the judges, and permitting this court to
sit m any circuit, to do away with some of the chief objections against
previous hills,

There was also a short discussion on the floor of the Senate of
certain aspeets of the bill.* My, Bone explained:

The pending bill creates an orthodox circuit court of appeals. It departs
from none of the orthodoxies of appellate procedure. The proposed method of
handling appeals preserves in full the unrestrained and unrestricted right of
appeal to the Suprenmie Court., The only difference between the court provided for
in the pending bill and the average circuit court of appeals is the fact that all
appeals in patent cases are siphoned through the nmew court. In all other
respects it is an orthodox eircuit court of appeals.
~ Thereupon he was questioned as to whether or not the bill should
be first referred to the Committee on the Judiciary, which has charge
of setting up courts, before being brought on the floor for considera-
tion. M. Bone stated that the Committee on Patents also consisted of
several Tawyers, and the Judieiary Committee would be considering

178, Rept, 748, 76th Cung.
884 Congressional Record 9364,
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the same basie issues that the Patents Committee had had to consider.
It was just a question of making a choice. o
The bill was referred to the Senate Committee on the J udiciary on

May 6, 1940.
C. THE TNEC STUDY

.

Under the authority of Public Resolution 113, 75th Congress,® the
Temporary National Economic Committee began its study of the con-
centration of economic power in the United States. Among other
subjects, consideration was given to the question of patents.?

1. TIBARINGS

Hearings on proposals for changes in the patent law and procedure
were held on January 16, 17,18, 19, and 20, 1930.  The Clonrt of Patent.
Appeals was mentioned by several witnesses.

Ur. Conway P. Coe, then Commissioner of Patents, testified (pp.
8565-856, 860) :

Finally, there comes the litigation of patents. When a patent issnes to an
inventor we purport to give him the right, the exclusive right, for a term of 17
years to prevent others from making, using, or scling the invention covered hy
it. Dut we say that with our tongue in our cheek, for we know hetter # % * Ax
you are aware, if the inventor undertakes to invoke the law for his protection he
must file suit in a United States district court. If the decision of that court he
objectionable to him or to the other party, the case must be taken to one of the
10 circuit courts of appeals * * * Dut having taken this appeal, what has he
gained? Hardly more than a ruling as to his rights in that particular
cirenit * * *

My conviction is that the poor inventor, and through him the publie, suffers
injustice precisely for the reason and to the extent that the monapoly, the exclu-
sive right, purportedly bestowed on him is not now fully safeguarded * * #
(pp. 855-856). I recommend for your comsideration as a major iinproveinent
in the patent laws the creation of a single court of patent appenis (p. 860).

Dr. Tannevar Bush, vepresenting the Carnegie Institution of Wash-
igton, made three suggestions, among which was the recommendation
for a Court of Patent Appeals (p. 892).

Included in the appendix to this volume of the TNIC hearings was
the summary report of the Seience Advisory Board, Committee on the
Relation of the Patent System fo the Stimulation of New Industries,
made to the President on April 1, 19352 Dr, Vannevar Bush was
Chairman of the Board. 'The second major recommendation con-
tained in this report was:

We recommend, therefore, that there be established a single court for patent
appeals, in order to establish and maintain havmony and aceuracy in judicinl
interpretations of patent guestions, by conlining the appellate jurisdiction in
civil patent eauses to one court, composed of permanent judges having the neces-
sary scientific or technical background.

T'urther comments on the single Court of Patent Appeals contained
in the report were:

Each judge should be learned in the law and proficient in knowledge of the

industrial application of science, and should have had a reasonable experience in
the trial of patent suits on the bench ox at the bar. 1If, in order to grasp more

12 Act of June 105, 1938 (52 Stat, 705).

2 FNEC. Iavestigation of Concentration of liconomic Power, 't. 3. Ilcarings on
Patents, Janunry 16, 17, 18, 19, and 20, 1930,

21 Ibid., pp. 1139-1148,
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fully special technical questions, the court wishes to call temporarily upon ex-
perts to advise and consult on difficult points, it should he enabled to do so.

In view of the importance of this court the salaries paid to the judges should
he adeguate to attract men of the highest stamp * * #,

[Its jurisdiction should include] snits in Federal courts, other than the Court
of Claims, (1) alleging infringement of a patent, (2) alleging breach of a license
agreement involving a patent or invention, (3) in equity to obtain a patent, (4)
in equity alleging interfering patents, or (5) under the declaratory-judginent
Liw, involving any of the above issues.

The court should be composed of a suflicient nunmber of permanent judges * * *
[and] should alse hold terms at least onee a year in each judicial eireuit, ex-
cept as these may be omitted at the discretion of the senior or chief justice of
the court.

1t appears desirable that there be transferred to this new court the present
jurisdietion of the Court of Cnstoms and Patent Appeals of all patent and trade-
mark appeals from the Patent Oflice. '

2. SUPPLEMENTARY MATERIAL

A supplementary volume, issued in 1941, contained material submit-
ted to the committec.®® Among these items was a monograph by
Senator William H. King of Utah, expressing his opinion on various
aspects of patents considered by the committee, including some pro-
cedural matters. Ile disapproved of a separate court of patent ap-
peals.

Senator King starts out by saying (p. 18046) :

The next major recommendation for change in our patent laws has been for
the creation of a separate court of patent appeals. In general this change is
favored by those who oppose compulsory licensing bills.

He then gave a short review of the history of the proposal, begin-
ning with the bill introduced in 1903, and ending with the then pend-
g bill (S. 2687, 76th Cong.), introduced by Senator Bone. 1le
then summarizes the points made in favor of the bill in the report of
the Senate Committee on Patents, and later proceeds to show why he
disagrees with them. Thus (p. 18048) :

3riefly, the report of the Committee on Patents states that the various cir-
cuit courts of appeal vary greatly in the treatment of patents; that the various

- cireuit courts are guilty of inconsistent rulings in patent matters and “a patentee

is not assured of universal recognition of his patent, nor is the public assured
of universal invalidity of the patent, in the case of one held invalid, until after
numeronus suits in various jurisdictions,”  # *

It is further stated in the eominittee report that the same patent may be the
subject of suit in several jurisdictions, and the result often is disagreement
among the appellate courts as to the facts and the interpretation of the luw, * #

The committee report finally states that it often requires years of litigation
in the various circuit courts to obtain anything approaching a final result. * * *

As to the first contention of the Committee on Patents, he pointed
out (p. 18049) :

Courts of appeils are bound by the record of the court below, and many of the
alleged conflicting decisions probably could be traced directly to the fact that
new evidence was produced in o second trinl which was not availuble to the
court in a prior suit.

His comment on the committee’s second contention as to the desir-
ability of universal validity, was (p. 18049) :

A decree in a patent suit operates in personam only, and not in rem. A de-
cree in one suit in favor of the plaintift would not be binding on a new and

Z2TNEC, Investigation of Concentration of Economic I'ower, Pt. 31-A. Hearings,
supplemental data (1941).
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subsequent defendant. That defendant would be entitled to his day in
court. * * * To preclude him the right to do so would be contrary to established
concepts of justice and to the common law, * * *

[As to the universal invalidity of a patent] * * * there is an easier, a simpler,
and a cheaper solution to it than the creation of a single court of patent
appeals. I refer to the proposal that the law be amended to provide that
where a plaintiff has unsucecessfully prosecuted one suit and his patent has been
declared invalid that he shall thereafter be barred from prosecuting additional
suits based on the same patent in different jurisdictions.

As to the last contention of the committee, Senator King pointed
out (p. 18050) that testimony of Commissioner Coe before the TNIZC
showed that in the 4 fiscal years 1935 to 1938 inclusive, there had
been 3,953 patent cases in the district courts of which only 538 were
appealed to the circuit courts of appeal, or approximately 12 percent.
It seemed to him unnecessary, therefore, to set up a single court ot
appeal to handle so few cases.

3. REPORT

In its final report, published in 1941, the Temporary National Eco-
nomic Committee approved the establishment of a single court ot
patent appeals.®® ‘I'he recommendation, which was unanimous, read:

Single Court of Patent Appeals.—In orvder to improve the existing mechanism
for the issuance of patents and the determination of disputes relating thereto,
we recommend the creation of a single court of patent appeals with jurisdiction
coextensive with the United States and its territories. Such a court would
replace the present 11 different and independent jurisdictions and should do
much to assure uniforin treatment of patents and to reduce the time and cost of
patent litigation,

J[PNEC, final veport, p. 37 (1941).



APPENDIXES

APPENDIX A
STATEMENTS OF AMERICAN BAR ASSOCIATION

STATEMENTS ON A SINGLE COURfr OF PATENT ArreALs CONTAINED IN THE ANNUAL
REPORTS OF THE AMERICAN BArR ASSOCIATION SECTION oF DATENT, TRADEMARK
AND COPYRIGIIT LAw

[The following malerial is not so much bibliographic as informative.
1t is intended to trace the history of the advocacy by the association of
the idea of a single court of patent appeals. The association, which
was about the enrliest group to advocate such a court, pressed for its
adoption until approximately 1920, D’age references are to the proceed-
ings of the association nnless otherwise indieated,]

1899

The section of patent, trademark, and copyright law established a conminittee
to look into the guestion of a patent court of appeals, and Lo report on their
study the following year.

1900

The chairman of the committee (Mr, I'rederick P. Fish) reported that before
the passage of the courts of appeals act in 1891, patent appeals had to be taken
directly to the Supreme Court. 'The circuit courts of appeals have not remedied
the situation, but only complicated it, because divergent opinions have caunsed
divergent decisions.

“The reason why there should be one court of appeals in patent matters is
heeause each patent covers the whole United States and n suit on it is in
reality one between the patentee and ali the people of the United States, the
issue heing the right of the patentee to exclude the public for the time being
from the use, without his consent, of the thing patented or alleged to be patented”
(p. 507-510).

An extensive report was brought in by the committee to the section of patent,
trademark and copyright law. This report was signed by Messrs. R, S, Taylor,
I.. I. Bond, and Edmund Wetmore., After reviewing, in extenso, the confusion
Irought into the law by having patents adjudicated in nine different circuit
courts of appeals, the committee suggested a single court of patent appeuls
according to the following plan:

“1. The name of the court to be ‘The Court of Patent Appenls,’ or some such
designation, its sittings to be at Washington, its jurisdiction to be confined to
patents, unless it should be thought best to include copyright and trademark
cases, and to be final in those cases, except that when the court finds itself in
disagreement with a decision of the Supreme Court it shall certify the question
to the Supreme Court for reconsideration, and except also, that the Supreme
Court shall have power to order any case decided by it to e sent up for review.

“2, Its membership to consist of a chief jnstice and some number, say six,
Judges: the chief justice to be appointed for life by the President, with the
advice and consent of the Senate, from the cirenit judges in oflice at the time
of the passage of the bill, and the acceptance of the appointment to vacate
the appointee’s office as circuit judge.

“3. The other judges to be selected and designated by the Chief Justice of
the Supreme Court fromn among the cireuit judges, to sit for the stated periods
of 2, 4, and 6 years (assuming the number to be 6) at the outset, and after
that for periods of 6 years, as the original period expires.

39
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“4. In cuse of Lhe inability of any judge to sit, by reason of sickness of
himself or fimily, interest in the suit o1 other cause, the chief justice® to
have power to designate another cireuit judge to sit in his place for a stated
time, or for the trial of a particular cause or causes.

“5. The judges of the civcuit courts to receive, while sitting in the court of
patent appeals, the sulary and allowance provided for the justices of the
Supreme Court, less $1,000 or some such sum, per annum: and the chief justice
to receive the same salary and atlowances provided for the Chief Justice of the
Suprenie Court, less a like amount.

6. All appeals and writs of ervor in patent, and poussibly, also, in copyright
and trademiark cases, to lie dirvectly from the trial conrt to the Court of Patent
Appeals’ (pp. o-l‘?;—o.) ).

1403
The gection of patent, trademark aud copyright law is reported as having

adopted the recommendation of the committee respecting the Court of Patent
Appeals (pp. 57-84).
14905~13

The reports of the section of patent, copyright and trademark law show con-

sistently favorable consideration of the idea, and outline various bills in Congress
which have been supported by the representatives of the section.

1918

It is intimated in the report of the comuittee on patent, trademark and copy-
right law, that “Yederal legislation and administration have since the last report
of this committee been concentrated upon and congested by matters actually
or ostensibly relating to war exigencies thitt the pending bills mentioned in thal
report and several since introduced * * * have for the snost part remained in
abeyance, It has not been an opportune time to press remedial legislation, * * *»
(American Bar Association Journal, July 1918, p. 4S1).

1919

In the report of the committee on patent, trademark and copyright law, the
chairman, at length, replied to the motion of Mr. INdson made at the previous
meeting that he had been dereliet in his duty in not supporting the concept of a
single court of patent appeals. The chairman pointed out, among other things.
{hat 11.1st eflforts had not been acted on favorably by Congress so there was no
pmnl, in contmum;, such endeavors, IFarthey, *In our opinion, the advantage of
having appeals in other cases originating in the district convts will more than
counterbalance any likely to acerue from diverting thetn to the proposed Court
of Patent Appeals”  (Ameriean Bar Association Journal, July 1019, pp
4-40-440).

1920

The secetion ol patent, trademark and copyright law adopted a resolution
stating that “no legislation is desivable in the direetion of sul:stiulling it special
court ot’ patent nppmls for the appellate jurisdiction now existing; for reasons
stated in the report adverse to such legislation submitted by the staudiug com-
mittees [of the section|™ (p. 3498 of the proceedings of the ABA)

1937

The section went on record as favoring the jurisdiction bill (H. R, 16222, (9th
Cong.) transferring patent appeals 1mm the Court of Appeals of the lJlslrmt of
Columbia to the Court of Customs and Patent Appeals,

1931, 1932, 1936, 1938, 1989
The S(.‘Lll()ll went on record as opposing a single Court of Patent Appeals,

1950

At the midwinter meeting, the section {(item 13) authorized disapproval of
H. R, 234, providing for an administrative court which would include thie Court
of Customs and DPatent Appenls, and (itemn 21) disapproved the proposal made by
the section in 8an Francisco that a single Court of Patent Appeals be established
(p. 411, ot seq.).

There have been no further comments nofed.

2Tt §8 not clear whether thie term “chief justice”, as used heve, refers to the ehilef
Justice of the patent court of appeils, or to the Chiet Justice of the Supreme Court, but
it probubly refers to the latter.
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Arrexmx B

BILLS IN CONGRESS PROPOSING A SPECIAL COURT OF
PATENT APPEALS

S. 1693 (590th Cong,, 1st sess., Deqember 14, 1905)
A BILL To establish a court of patent appeals, and for other purposes

e it cnacted by the Senate and ITouse of Representatives of the United Stailes
of America in Congress assembled, That there is hereby created a court of patent
appeals, which shall consist of a presiding justice and four associate justices,
of whom any three shall coustitute a guorum, and which shall be a court of
record with appellate jurisdietion, as hereinafter defined and established. ‘The
court shall prescribe the form and style of its seal and the forms of writs and
other process uand procednre conformuble to its jurisdiction conferred by law.
It shall appoint a marshal and a clerk and such deputies and other officers as
may he necessiary, with the same duties and powers, under the direction of the
court, as those of corresponding officers of the Supreme Court of the United
States, go far as the same may apply. As soon as possible after its organization
the court shall establish a table of costs and fees, no item of which shall exceed
in amount a similar cost or fee in the Supreme Court of the United States; and
the same <hall be expended, accounted for, and paid over into the Treasury of
the TUnited States in the same manner as is provided in respect of the costs and
fees in the Supreme Court of the United States. The court shall have power to
establish such rules as may be necessary for the conduct of the business within its
Jurisdiction. The presiding justice shall preside at the sessions of the court:
in his absence the associnte justice senior in commission or, where two com-
missions bear the smne date, cenior in age shall preside.

Sece. 2. That the presiding justice and associate justices shall be appointed
hy the President, by and with the advice and consent of the Senate. They shall
be learned in the law and in the practice and rules of decision of the patent
lnw and the law of copyrights. The presiding justice shall receive a salary of
ten thousand five hundred dollars per annum, and the assoeciate justices of ten
thousand dollars per annumn each, to be paid out of the T'reasury of the United
Stiates in equal monthly installments on the first day of each calendar month,
‘They shall held their offices for life or during good behavior ; and if any of them
shall resign his office after having been twenty vears upon the bench, or after
having been ten years upon the bench and having attained the age of seventy
years, he shall be paid during the remainder of his natural life the salary to
which he was entitled at the time of his resignation.

Ste. 3. That a term shall he held annually by the court of patent appeals at
Washington, in the District of Columbia. The first term of the said court shall
he lield on the second Monday in October, in the year nineteen hundred and six,
and thereafter at such times as may be fixed by the said court.

SEC. 4. That the court of patent appeals established by this Act shall exercise
appellate jurisdiction to review by appeal or writ of error finnl decisions in the
circult courts of the United States, the Territorial or other United States courts
of first instance having jurisdiction of patent or copyright causes, and the
supreme court of the District of Columbia in all eases involving the validity
or infringement of or the title to any letters patent of the United States for
any invention or diseovery, in all suits brought by the United States seeking
the cancellation of any letters patent for any invention or discovery, and in all
cases involving the validity or infringement of or the title to any copyright
hrotected by the laws of the United States. The decisions of the court of
biatent appeals in any ease within its jurisdiction shall be final.

On any subject within its appellute jurisdiction the court of patent appenls,
at any time before entering its final order or decree disposing of a case, may
certify to the Supreme Court of the United States any questions or propositions
of law concerning which it desires the instruction of that court for its proper
decision. And thereupon the Supreme Court of the United States may either
Klve its instruction on the questions certified to it, which shall be bhinding on
the court of patent appeals in such case, or it may require the whole record
and cause to be sent up to it for consideration, and thereupon shall decide the
\}'hule matter in controversy in the same manner as if it had been brought there
for yeview by writ of ervor or appeal : Provided, That in any enase made final
i the court of patent appeals it shall he competent for the Suprete Court of
the United States to reguire, hy certiorari or otherwise, the ense to be cortifiod
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to that court for its review and determination, with the same power and au-
thority as if the case had been carried thereto by appeal or writ of error.

SEC. 5. That in cases within the jurisdiction of the court of patent appeals,
us herein defined, no appeal by writ of error or otherwise shall hereafter be
taken or allowed from & circuit court to any circuit court of appeals, and no
appellate jurisdiction shall hereafter be exercised or allowed in such cases
by the circuit courts of appeal; nor shall any appeal be taken from any Terri-
torial or other United States court of first instance to any appellate tribunal
other than the court of patent appeals established by this Act; nor shall any
such tribunal exercise appellate jurisdiction therein; nor shall any appeal be
taken from the supreme court of the District of Columbia to the court of appeals
of the District of Columbia; nor shall such court of appeals of the Distriet of
Columbia exercise any appellate jurisdiction therein: Provided, That cases
docketed on appeal before the first of July next preceding the organjzation of
the court of patent appeals, in the clerk’s office of any circuit. conrt of appeals,
or of the court of appeals of the District of Columbia, or of the appropriate court
having appellate jurisdiction over any Territorial or other United States court
of first instance, by filing therein a transcript of record and appeal bond, where
the latter is required by law or rule of court, shall be proceeded with by the
said courts with the same power and authority as if this Act had not been
passed.

Sec. 6. That where, upon a hearing in equity in any court in a ciase in which
an appeal from a final decree may be taken under the provisions of this Act to
the court of patent appeals, any interlocutory order or decrce touching an in
junection shall be mmade, an appeal may be tauken therefrom to the court of
putent appeuls: Provided, Thal the appeal must be taken within thirty days
from the time of the entry of such interlocutory order or decree, unless the time
be extended by order of the court or of the judge hearing the cause, and it may
take precedence in the appellate court, and the proceedings in other respects
in the court below shall not be stayed during the pendency of such appenl except
by the order of that court or a judge thereof: And provided further, That the
court below may, in its discretion, require as a condition of the appeal an addi-
tional injunction bond.

SEc. 7. That whenever, on appesal or writ of error or otherwise, a case coming
from a court of first instance shall be reviewed and determined in the court
of patent appeals, such cause shall be remanded to the lower court for further
proceedings, to be there taken in pursuance of such determination.

Sec. 8. That no appeal or writ of error by which any final decree or judgment
may be reviewed in the court of patent appeals under the provisions of this Act
shall be taken or allowed except within six months after the entry of the
judgment or decree sought to be reviewed ; and all provisions of law now in force
regulating the methods and system of review, through appeals or writs of
error, shall regulate the methods and system of appeals and writs of error pro-
vided for in this Act in respect to the court of patent appeals, including all
provisions for bonds or other securities to be required and taken on such appeals
or writs of error; and any justice of the court of patent appeals, in respect of
cases brought or to be brought to that court, shall have the same powers and
duties as to the allowance of appeals or writs of error, and the conditions of such
nllowance, as now by law belong to the justices or judges in respect of the exist-
ing courts of the United States.

Skc. 9. That the court of patent appeals shall have power to issue all writs
not specifically provided for by statute which may be necessary for the exereise
of its Jurisdiction and agreeable to the usages and principles of luw, lv administer
oaths, and to punish contempts of its authority, subject to the provisions of
lsaw regulating the exercise of the jurisdiction by the courts of the United

tates.

SEc. 10. That the marshal shall receive a salary of three thousand dollars
and the clerk shall receive a salary of five thousand dollars, payable monthly
out of the Treasury of the United States; and the deputies, criers, bailiffs, mes-
sengers, or other officers of the court shall be allowed the same compensation
for their respective services as is now allowed for similar services in the circuit
courts of the United States. The Architect of the Capitol shall provide suitable
rooms for the accommodation of the court in the Capitol building; or, with the
approval of the presiding justice, the marshal of the court shall lease such.
rooms a8 from time to time may be necessary.
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H. R, 12470 (59th Cong., 1st sess., January 19, 1906),
A BILL To establish a court of patent appeals

Be it enacted by the Senate and House of Representatives of the United States
of America in Congress assembled, That there is hereby created a United States
court of patent appeals, which shall consist of five judges, of whom four shall
constitute a quorum, and shall be & court of record with jurisdiction as is here-
inafter limited and established. Such court shall prescribe the form and style
of its seal and the forms of its writs and other process and procedure as may be
conformable to the exercise of its jurisdiction as shall he conferred by law. It
shall have the appointment of the marshal of the court, who shall have the same
. powers and perform the same duties under the regulations of the court as are
now provided for the marshal of the Supreme Court of the United States, so far
~as the same may be applicable. The court shall also appoint a clerk, who shall
_have the same powers and perform the same duties now possessed and performed
" by the Clerk of the Supreme Court of the United States, so far as the same may
" be applicable. The salary of the marshal of the court shall be three thousand
five hundred dollars a year, and the sialary of the clerk shall be five thousand
. (lollars a year, both to be paid monthly in twelve equal payments. The costs and
fees now provided by law in the Supreme Court of the United Stutes shall be the
costs and fees in the United States court of patent appeals; and the same shall
. be collected, expended, accounted for, and paid over to the Treasury Department
. of the United States in the same manner as is provided by law in respect to the
vosls and fees In the Supreme Court of the United States, The court shall have
l;)mwer to establish all needful rules and regulations for the conduct of its

usiness.

Sec. 2. That the President of the United States, by and with the advice and
consent of the Senate, shall appoint a president judge of said United States
court of patent appeals, and as vacancies occur shall in like manner appoint
others to fill such vacancies from time to time, The acceptance of that office by
~a judge of the circuit court or district court of the United States shall vacate

his oftice as circuit or district judge.

- Sec. 3. That upon the taking effect of this Act the Chief Justice of the United
States shall designate from among the judges of circuit courts of the United
States and the distriet courts of the United States two judges to sit as associate
judges of the United States court of patent appeals for three years from the first
day of the first term thereof, and two others to sit as associate judges of the
same court for six years from the first day of the first term thereof. And after
that, as the periods expire for which such designations shall have been made,
the Chief Justice of the United States shall fill the vacancies thus occurring
by designation of other judges from among the judges of the cireuit courts and
the district courts of the United States to sit for periods of six years each. In
case of the death or disability of any associate judge of the said court the Chief
~Justice shall designate another judge of a cirenit court or a district court of the
United States to sit for the unexpired period for which his predecessor had been
designated. No judge shall be designated to sit as associate judge in the
United States court of patent appeals for more than one period of six years
continuously; but any associate judge of said conrt, whose period of service
shall expire after not more than three years of continuous service, may be
designated to sit for a further period of six years. The designation of a judge
of the circuit court or district court of the United States to sit as associate
Judge of the United States court of patent appeals and his service in that court
shall not vacate his office as judge of the circuit or district court, as the case
may be.

SEC. 4. That a term of the United States court of patent appeals shall be held
annually in the city of Washington, beginning on the second Monday of October
in each year, and the same may he adjourned from time to time as the court
shall order. 1f at any time for the meeting of the court a quorum of the judges
shall not be present, the judges present may adjourn the court, and, if necessary,
adjourn again from time to time until a quorum appear. If at any sitting of
the court the president judge shall be absent, the associate judge senior in com-
mission as judge of the eircuit court of the United States, or senior in age in
case of commissions of even date, shall preside. If no judge of a circuit court
shall be present, the associate judge senior in commission as a judge of a district
court of the United States, or senior in age in case of commissions of even date,
shall preside. Until it shall be otherwise provided by Congress, the sessions of the







































