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This is an appeal fromthe exam ner's decision finally rejecting the
sole claimin the application.

The subject matter on appeal is a design for an icon. The sole claim
on appeal foll ows:
The ornanental design for AN I CON FOR A SET UP OPERATI ON, as shown
and descri bed.
The design as shown in the drawing figures is reproduced bel ow. [FN1]



TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT IS NOT DI SPLAYABLE

The conpl ete specification, as anended, is reproduced in a footnote.
[ FN2]

The sole claimstands rejected as unpatentable under 35 U . S.C. §
171. After careful consideration of appellant's argunents presented in
the briefs and at oral argunment, we affirmthe exam ner's rejection

Section 171 provides:
Whoever invents any new, original and ornanental design for an
article of manufacture may obtain a patent therefor, subject to the
conditions and requirenents of this title.

The exam ner concluded that the cl ai ned desi gn was nonstatutory,
finding that the design was not an "ornanmental design for an article of
manufacture...." Wiile the exam ner set forth her reasoning in great
detail, the thrust of her position is that the design as clainmed is
merely a picture or surface ornanentation per se rather than a design
applied to an article. The exam ner notes that the specification does
not describe, claimor show the clainmed design applied to any article
of manufacture. Appellant, on the other hand, argues that

the article of manufacture is a conputer having a display screen.
As can thus be appreciated, the design should be considered to be
surface ornanentati on upon a conputer system w th the conputer system
being an article of manufacture.

The respective positions of the exam ner and appellant require us to
consi der the meaning of "ornamental design for an article of
manuf acture. "

The phrase "design for an article of manufacture" has | ong appeared
in the design statutes. The phrase appears in Revised Statutes § 4929,
May 9, 1902, ch. 783, 32 Stat. 209; was reenacted in 35 U S.C. § 73
(1946) and again reenacted in 35 U.S.C. § 171 (1952). The CCPA
construed the phrase in In re Schnell, 46 F.2d 203, 8 USPQ 19 ( CCPA
1931). The court ntoed that the | anguage "new, original and ornanmenta
design for an article of manufacture"” enconmpassed at |east three kinds
of designs: 1) a design for an ornanent, inpression, print or picture
to be applied to an article of manufacture (surface ornanentation); 2)
a design for the shape or configuration of an article of nmanufacture;
and 3) a conbination of the first two categories. 46 F.2d at 209, 8
USPQ at 25. Wth respect to the first category, the court indicated
that the statute required nore than a nmere picture:

*2 We think that Assistant Commissioner Clay was right in saying
[in Ex parte Cady, 1916 Dec. Conir.Pat. 57, 58] that the design nust be
shown not to be the nere invention of a picture, irrespective of its
manner of use, but that the applicant should be required to show by an
appropriate drawi ng the manner of its application.
46 F.2d at 209, 8 USPQ at 26. The Court went on to state:

[I]t is the application of the design to an article of manufacture
t hat Congress wi shes to pronote, and an applicant has not reduced his
invention to practice and has been of little help to the art if he does
not teach the manner of applying his design
46 F.2d at 209, 8 USPQ at 26.



The CCPA again interpreted the |language in In re Zahn, 617 F.2d 261
204 USPQ 988 (CCPA 1980). The issue in Zahn was whether or not § 171
permtted claimng a design for a portion of an article of manufacture,
adrill tool. The court noted that under 8 171 a design nust be
"enbodi ed" in an article:

Section 171 authorizes patents on ornamental designs for articles
of manufacture. Wiile the design nust be enbodied in sone article, the
statute is not limted to designs for conplete articles, or "discrete"
articles, and certainly not to articles separately sold,.... Here the
design is enbodied in the shank portion of a drill and a drill is
unquestionably an article of manufacture. It is thus applied design as
di stingui shed from abstract design. (Enphasis original.)

617 F.2d at 268, 204 USPQ AT 995.

These decisions indicate that a picture standing alone is not
protectable by a design patent. The factor which distinguishes
statutory design subject matter fromnere pictures or surface
ornanmentation per se (i.e., abstract designs) is the enbodi nent of the
design in an article of manufacture. In order to neet this threshold
requi rement of an applied design, we conclude that an applicant's
speci fication nust expressly disclose sone article of manufacture
ornanent ed by the design.

We find that appellant's clained design, as disclosed in the
application before us, is nerely a picture. Appellant's specification
does not show or describe the clainmed design enbodied in any article of
manufacture. Only pictures of the icon are shown or described. The
cl ai med subject matter, therefore, does not neet the requirenents of 35
US.C § 171. [FN3]

Appel | ant asserts that the design "should be considered to be surface
or nanent ati on upon a conputer system wth the conputer system being an
article of manufacture." W have no doubt that the clainmed design, like
all surface ornanentation-type designs, could be used to ornanment a
wi de variety of articles, including conputers. [FN4] However, the
phrase "design for an article of manufacture" in 8 171 requires nore
than a depiction of the surface ornamentation alone. It requires
di scl osure of the ornanentation applied to or enbodied in an article of
manuf acture. Mdre than an applicant’'s generalized intent to ornament
sone article is required. It is the application of the design to an
article which separates nere pictures froma design protectable by a
patent. Wthout disclosure of an article, the design is not an applied
design contenpl ated for protection under § 171

*3 Consistent with 8 171, PTO regul ati ons expressly require such
di scl osure. Thus, 37 CFR 8§ 1.153(a) states:

(a) The title of the design nust designate the particular article.
No description, other than a reference to the drawing, is ordinarily
required. The claimshall be in formal terns to the ornanmental design
for the article (specifying nanme) as shown, or as shown and
descri bed. ..

37 CFR 8 1.152 states:

The design nmust be represented by a drawing made in conformty with
the rules laid down for drawi ngs of mechanical inventions and nust
contain a sufficient number of views to constitute a conplete
di scl osure of the appearance of the article. Appropriate surface
shadi ng nmust be used to show the character or contour of the surfaces



represented. Broken lines may be used to show visible environnenta
structure, but may not be used to show hidden planes and surfaces which
cannot be seen through opaque materials. (Enphasis added.)

Appel | ant has not descri bed or shown the design as surface
ornanentation for a conputer system As we stated above, appellant's
desi gns, as shown and described, are nerely pictures which have not
been applied to any article.

Referring to 37 CFR 8§ 1.152, appellant argues that no further
illustration or disclosure is necessary because only the design of an
icon is being clainmd. However, applicant ignores the express |anguage
of the rule that requires conplete disclosure of the appearance of the
article not just the design. The rule also permts the depiction of
uncl ai med envi ronnental features with broken lines. Appellant could
have easily conplied with 8 1.153 by showing a conplete article with
br oken |i nes.

Appel I ant al so appears to argue that further disclosure of an article
of manufacture is not necessary because this is a design rather than a
utility application. As indicated above, we view 8§ 171 as requiring,
at a mninmum express disclosure of an article to be ornamented by the
design. In any event, 37 CFR 8§ 1.152 expressly requires disclosure of
a conplete article. To the extent appellant inplies that there is a
| esser | egal standard for the disclosure in design applications than
for utility applications, we cannot agree. Appellant's assertionis
directly contrary to the second paragraph of § 171 which states:

The provisions of this title relating to patents for inventions
shall apply to patents for designs, except as otherw se provided.
Thus, for exanple, design applications nust neet the requirenents of 35
US C § 112, first paragraph. Wile this ordinarily requires little
if any detail ed description, sonme design applications nmay require a
di sclosure as detailed as that in a conplex utility application. There
is no "per se" rule with respect to the extent of the disclosure
necessary in a design application. The adequacy of the disclosure nust
be determ ned on a case-by-case basis.

*4 Appellant asserts that affirmance of the rejection would be
i nconsistent with case law holding that it is perm ssible to obtain
design protection for a portion of an article. W recognize that the
Zahn case held that § 171 is not limted to designs for conplete
articles. We do not think the holding in Zahn hel ps appel |l ant under the
facts of this case. The design in Zahn was for a portion of a dril
tool. Not only did Zahn expressly claima design for a drill tool, the
drawi ngs showed the design applied to a conplete drill bit. Zahn's
Figure 1 is reproduced bel ow.

TABULAR OR GRAPHI C MATERI AL SET FORTH AT THI'S PO NT IS NOT DI SPLAYABLE
Thus, Zahn's design was clearly disclosed and shown enbodied in an
article. Unlike the facts in Zahn, appellant has not disclosed, clained
or shown the design as part of a conputer or any other article of
manuf act ur e.

Appel l ant al so asserted at oral argunment that the clained designs are
i ndi stingui shable fromtype or character fonts as far as 8§ 171 is
concerned. Moreover, appellant asserted that affirmance of the
rejection will bring into question the validity of numerous design
patents directed to type fonts. We disagree. The phrase "type font" may



be properly interpreted as referring to letter blocks or pieces used in
a conventional printing press. The bl ocks or pieces constitute an
article or articles of manufacture. Unlike the designs here, which are
stated to be surface ornamentation, type font designs are reasonably
interpreted to be the shape or configuration of the letter blocks. The
fact that the neaning of "type font" nay have expanded in usage to
include letters or nunbers appeari ng on paper or on a computer screen
does not invalidate the |long-standing interpretation of type font
designs as configuration-type designs for pieces or blocks of type.

Appel I ant al so urges reversal because PTO has previously issued
design patents to purportedly simlar subject matter. W recogni ze that
patents have issued directed to designs referred to as icons. [FN5]
However, appellant has not cited any authority which holds that the
i ssuance of a patent has any significant precedential value. In
eval uating compliance with 35 U.S.C. § 171, each design application
nmust be eval uated on the record devel oped in the PTO. See, In re
Gyurik, 596 F.2d 1012, 1018 n. 15, 201 USPQ 552, 558 n. 15 (CCPA 1979);
Inre Phillips, 315 F.2d 943, 137 USPQ 369 (CCPA 1963). To the extent
any error has been made in the rejection or issuance of clainms in a
particul ar application, PTO and its exam ners are not bound to repeat
that error in subsequent applications. Accord, In re Cooper, 254 F.2d
611, 617, 117 USPQ 396, 401 (CCPA), cert. denied 358 U. S. 840 (1958)
(Decision in a trademark application in accordance with law is not
governed by possibly erroneous past decisions of the Patent Ofice); In
re Zahn, 617 F.2d at 267, 204 USPQ at 995 ("[We are not saying the
i ssuance of one patent is a precedent of nmuch nonment.") Conpliance with
8§ 171 requires analysis of the statute and interpreting case |law. Mere
reference to possibly contrary decisions of an exam ner in other
applications, applications which do not even discuss the issue raised,
are not helpful in this analysis. W fully agree with appellant's
statement in the supplenental reply brief that "the i ssue of design
patentability should npst certainly be decided based upon | ega
precedent and principles...."

*5 The exam ner's decision rejecting the claimunder 35 U S.C. § 171
is affirnmed.

No tinme period for taking any subsequent action in connection with

this appeal may be extended under 37 CFR § 1.136(a). 37 CFR §
1.136(a)(3).
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FN1. We note that the exami ner did not require restriction between the
designs as shown in Figures 1, 2 and 3. The designs shown in the
figures, while sharing common features, appear to be directed to three
patentably distinct designs. Requiring restriction, when appropriate,
is particularly inportant in design cases because of the single claim
requi renent. The presence of patentably distinct designs raises a
guestion asto whether or not the claimenconpasses subject matter in
addition to what is shown in the drawings. In view of our affirmance,
we will not enter a new ground of rejection under 35 U.S.C. § 112,
second paragraph, but rather call it to the exanminer's attention in the
event of further prosecution in this case or any continuing case.

FN2. Be it known that |, Shuichi TAYAMA, have invented a new, origina
and ornanental design for AN | CON FOR SET UP OPERATI ON of which the
following is a specification, reference being had to the acconpanyi ng
drawi ngs form ng a part hereof and in which

Fig. 1 is a face view of an icon for set up operation show ng ny
new desi gn;

Fig. 2 is a face view of a second enmbodi nent of ny new design

Fig. 3is a face view of a fourth enmbodi nent of ny new design

Fig. 5is a face view of a fifth enbodi ment of mnmy new design

Fig. 6 is a face view of a sixth enbodi nent of nmy new design

Fig. 7 is a face view of a seventh enbodi nent of nmy new design

Fig. 8 is a face view of a eighth enbodi nent of my new design;

Fig. 9 is a face view of a ninth enbodi nrent of nmy new design.
(I't is noted that the specification does not contain any description of
Fig. 4.)

FN3. We also note that the design is said to be "for an icon for a set
up operation.” It is not clear to us what appellant nmeans by "set up
operation." The phrase is not defined or explained in the

speci fication. At best the phrase appears to refer to a process rather
than an article of manufacture. Design patents, however, are limted by
the statute to articles of manufacture.

FN4. The word "icon" does not limt the design to use with a display
screen of a conputer or any other article of manufacture. lcons are and
have been used with a variety of articles.

FN5. The rejection in this case was authorized by Conm ssioner Quigg.

24 U.S. P.Q 2d 1614
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