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RE: TRADEMARK REGQ STRATI ON OF METROTECH
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*1 Request for Reconsideration Filed: Novermber 12, 1992

For: METROTECH
Regi stration No. 1,330,038
| ssued: April 9, 1985

J. David Sans

Acting Assistant Conmi ssioner for Trademarks

On Request For Reconsi deration

Metrot ech has requested reconsideration of the Comr ssioner's
deci si on dated Septenber 13, 1992, denying its petition to reinstate
Class 37 and Class 42 services which have been cancelled in the above-
identified registration. Although the Trademark Rul es do not
specifically provide for requests for reconsideration of decisions on
petitions, such requests may be considered pursuant to Trademark Rul e
2.146(a)(3), 37 CF.R & 2.146(a)(3).

Fact s

The above registration issued on April 9, 1985 for services in three
cl asses. Pursuant to Section 8 of the Trademark Act, 15 U.S.C. § 1058,
registrant was required to file an affidavit or declaration of
conti nued use, or excusable nonuse, between the fifth and sixth year
after the registration date, i.e., between April 9, 1990 and April 9,
1991.

On April 5, 1991, petitioner filed a combined decl aration under
Sections 8 and 15 of the Trademark Act. Acconpanyi ng the conbi ned
decl aration was one original specinen and two copies thereof of an
advertisenent fromthe real estate section of a newspaper. The
adverti senent reads:

METRO TECH BROOKLYN

VAULTED CLI MATE CONTROL HI GH SECURI TY BUI LDI NG

Situated at MetroTech Brooklyn, State of the art facility, 25,000
Sq. Ft  (approx.). Full climate control, fire proof, 15 two tiered
vaults on three floors of concrete and steel building. Brand new 40
tons cooling system humdity control, funmigation, sterilizing and
fresh air circulation system snoke detection with CO sub2 dry gas fire
suspensi on system extensive security alarmsystem recently stored



items value to $300, 000,000 (three hundred mllion). Extrenely |ow
i nsurance rates due to unique nature of building.

Coul d be used for any high security storage, conputer data, fil s,
records, valuable stocks, docunents, |egal tender, fine arts, antiques,
nuseuns' storage, wines, furs, jewelry exchange or bank use. Miin floor
beautiful art deco finish, high ceilings, could be used for retai
trade or custoner service. Avail able each floor (approx. 8000 sqgq. ft.)
or entire building. |Imediate occupancy, bel ow narket rate, |ease or
sal e. Brokers protected.

CALL MR. SHAH AT 212-560-0193

In a letter dated August 21, 1991, the affidavit/renewal exani ner
refused the conbi ned declaration for the recited services of "planning
and | ayout of technology centers,” in Cass 37, and "design of
technol ogy centers," in Class 42, because the specinmens only supported
use of the mark for the recited services of "leasing a technol ogica
center and providing support services therefore (sic)" in Class 36. The
af fidavit/renewal exam ner stated that if petitioner believed the
speci mens showed use of the mark for the recited C ass 37 and Cl ass 42
services, petitioner should submt an explanation. The letter also
stated that if no response was received within six nonths, Cl asses 37
and 42 woul d be cancelled fromthe registration.

*2 Amenmp to the file by the affidavit/renewal exam ner indicates
that, on February 3, 1992, she had a tel ephone conversation wth
petitioner wherein petitioner agreed to the canceling of the Class 37
and Class 42 services in order that an acceptance notice could issue
with respect to the recited Class 36 services. On February 6, 1992, the
Class 37 and Class 42 services were cancel |l ed and the conbi ned
decl aration was accepted with respect to the recited Class 36 services.

However, on February 11, 1992, the Patent and Trademark Office
received a witten response from petitioner arguing that the specinmens
were "sufficient to show use of the word METROTECH in the genera
services of all classes although it is acknow edged that the ad does
not nmeke specific references to these services." Petitioner also
subm tted new specinmens. [FN1] In a letter dated March 12, 1992, the
af fidavit/renewal exam ner stated that petitioner had agreed during the
t el ephone conversation of February 3, and also in the response received
February 11, that specinens were not filed before the expiration of the
sixth year follow ng registration which show use with respect to
Cl asses 37 and 42.

On May 18 and May 21, 1992, petitioner filed petition papers
requesting that the decision of the affidavit/renewal exam ner be
reversed or that the rules be suspended in order to accept the conbi ned
declaration for all three classes. In a decision dated Septenber 13,
1992, the Conmi ssioner denied the petition, holding that the conbined
decl aration had been properly denied. Petitioner filed the request for
reconsi deration on Novenber 12, 1992.

Anal ysi s



Section 8 of the Trademark Act requires that an affidavit or
decl arati on of continued use be acconpani ed by a speci nen show ng
current use of the mark. While the Act does not actually state a "per-
cl ass" specimen requirenent, Trademark Rule 2.162(e), 37 CF. R §
2.162(e), does state that the affidavit or declaration nust "be
acconpani ed by a specinen or facsimle, for each class of goods or
servi ces, showi ng current use of the mark." (enphasis added) This rule
was anmended, effective Novenber 16, 1989, to inplenent the Section 8
provi sions of the Trademark Law Revi sion Act of 1988, Section 110 of
Pub. L. 100-667. See 54 Fed.Reg. 19,301 (1989).

Noti ce of the statutory requirenent that a specinmen of current use be
attached to a Section 8 affidavit or declaration was printed in the
O ficial Gazette on July 11, 1989. The notice was entitled "Section 8
Requi renents For Trademark Registrations" and stated, in part:

If the registrant fails to file, before the end of the sixth year
following registration, an affidavit or declaration that includes a
proper specinmen or facsimle for each class of goods or services to
which the registration pertains, the registration will be cancelled as
to that class of goods or services. After the end of the sixth year
follow ng registration, the Patent and Trademark O fice will not accept
a substitute Section 8 affidavit or declaration filed to correct the
om ssion of a proper specinmen or facsimle. (enphasis added) 1104 TMOG
19 (July 11, 1989).

*3 Office practice pernmits acceptance of a single specinmen for nore
t han one class of goods or services if the speci nen evidences use of
the mark for the relevant goods or services in the different classes.
In re Hone Fashions, Inc., 21 U S.P.Q 2d 1947 (Commir Pats.1991). The
Commi ssioner in In re Home Fashions specifically noted that:

When an insufficient nunber of specinens is submitted with a
Section 8 affidavit or declaration for a nulti-class registration
cancel l ati on of classes in excess of the nunber of specinens submtted
will no | onger be automatic. If the specinens that are submtted, on
their face, clearly evidence continuing use of the mark for goods or
services in each of the classes covered by the registration, then no
classes will be cancelled solely due to an insufficiency in the nunber
of specinmens. (enphasis added) (Case at 1950.)

In the request for reconsideration, petitioner argues that the
subj ect speci nens support "the additional services since support
services for technology centers inpliedly include 'planning and | ayout
of technol ogy centers' and 'design of technol ogy centers'." However,
this argument is inapposite. Even assum ng arguendo that the anbi guous
phrase "support services" has a nexus with the specifically-recited
Class 37 and Class 42 services, the "support services" |anguage that
petitioner wishes to rely upon does not cone fromthe specinens.
Instead, reference to this |anguage is only found within the
identification of the services appearing on the registration
certificate.

Wi |l e peopl e woul d understand fromthe speci nen advertisenent that a
preexisting building is offered for | ease or sale, they would neither
associate the mark [FN2] with the offering of custonized services
identified as "design of technology centers,” e.g., architectura
services for others, in Cass 42, [FN3] nor with "planning and | ayout



of technol ogy centers” for others in Class 37. [FMN]

Petitioner also argues that it "is entitled to submt substitute
speci mens.” While Rule 2.162(e) provides for the subm ssion of a
substitute speci nen where a tinely-filed specinmen for a class is
"deficient," the om ssion altogether of a specinen for a particular
cl ass cannot be cured after expiration of the statutory period for
filing the Section 8 affidavit or declaration. Moreover, Tradenark
Manual of Exanmining Procedure (TMEP) § 1603.07, cited by petitioner
has been superseded by the Trademark Law Revision Act of 1988, anmended
Rule 2.162 and the Oficial Gazette notice of July 11, 1989, discussed
above. [FN5]

Petitioner also relies upon In re Brittains Tullis Russel Inc., 23
U S. P.Q2d 1457 (Conmir Pats.1992), a case which primarily dealt with
the identification of goods, but which also permtted substitute
speci mens--1abels for goods--where a sales brochure and price |ist had
been submitted originally.

Brittains Tullis is distinguishable fromthe present case because the
speci men sal es brochure and price list affirmed that the mark was in
use for the recited Class 16 paper goods and, thus, the registrant had
submtted a specinmen for Class 16 within the per-class requirenent of
Rul e 2.162(e). The specinmens were found to be technically "deficient”
within the meaning of the rule as they did not "show use of the mark on
or in connection with the goods as they are sold or shipped in
comerce." Case at 1459. Hence, the substitute | abel specinens could be
accepted. In contrast, petitioner omtted altogether filing specinmens
in support of the Class 37 and Cl ass 42 services before the expiration
of the statutory filing period. The specinens that petitioner did
submt within this period did not show any associ ati on between the mark
and the recited Class 37 and Class 42 services. [FNg]

*4 Petitioner filed the subject specinens with its conbi ned
decl aration just four days before the end of the statutory period.
Because the specinens, filed before the end of the sixth year, evidence
use of the mark for the recitedC ass 36 services only, petitioner did
not comply with the statutory requirement for tinmely filing speci nens
to support the recited Class 37 and Cl ass 42 services.

I nasmuch as no new facts or persuasive argunents have been rai sed by
petitioner, the request upon reconsideration is denied.

FN1. Petitioner has not verified that these specinmens were in use in
comerce prior to the expiration of the sixth year

FN2. See infra note 6.

FN3. Class 42 covers "services rendered ... requiring a high degree of
mental activity and relating to theoretical or practical aspects of
conpl ex branches of effort ... demand[ing] ... deep and extensive

uni versity education or equival ent experience; such services rendered
by representatives or professionals such as engineers, chenists,
physicists, etc...." Wrld Intellectual Property Law Organization



International C assification of Goods and Services for the Purposes of
the Registration of Marks, at Part |, 27 (5th ed. 1987).

FN4. Class 37 "includes mainly services rendered by contractors or
subcontractors in the construction or nmaking of pernmanent
buildings...." Wirld Intellectual Property Law Organi zation
International Cl assification of Goods and Services for the Purposes of
the Registration of Marks, at Part |, 23 (5th ed. 1987).

FN5. The dated TMEP section, cited by petitioner, also states a per-
class requirement: "There must be such a 'showing’ as to each class on
whi ch action is sought in the registration.”

FN6. The requirenents for a service mark specinmen differ fromthe

requi renents for a trademark specinen for goods. Inplicit in the
statutory definitions of a "service mark" and "use in comerce" is the
requi renent that there be an association between the mark and the
services, i.e., that the mark be used in such a manner that it would be
readily perceived as identifying the source of such services. See
generally In re Universal G| Products Co., 167 USPQ 245 (TTAB1970),
aff'd 177 USPQ 456, 457 (CCPA1973); In re Advertising and Marketing
Devel opnent Inc., 821 F.2d 614, 2 U S.P.Q 2d 2010 (Fed.Cir.1987); In re
Duratech Industries Inc., 13 U S.P.Q 2d 2052 (TTAB1989); In re Moody's
I nvestors Service Inc., 13 U S.P.Q 2d 2043 (TTAB1989); In re Brown &
Portillo, Inc., 5 U S.P.Q2d 1381 (TTAB1987); In re Hughes Aircraft
Conpany, 222 USPQ 263 (TTAB1984); In re Vsesoyuzny Ordena Trudovogo
Krasnogo Znameni Nauchoi ssl edovat el sky Gorno- Metal | urgi chesky Institut
Tsvet nykh Metallov "Vnitsvetmet," 217 USPQ 70 (TTAB1983), aff'd, 219
USPQ 69 (TTAB1983); In re J.F. Pritchard and Conpany and Kobe Steel
Ltd., 201 USPQ 951 (TTAB1979). See al so Reddy Conmuni cations v.

Envi ronnental Action Foundation, 477 F.Supp. 936, 203 USPQ 144, 151
(D.D.C 1979); In re Wal ker Research, Inc., 228 USPQ 691 (TTAB1986); In
re Information Builders Inc., 213 USPQ 593 (TTAB1982); In re Wataburger
Systens, Inc., 209 USPQ 429 (TTAB1980).
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