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This is a decision on the combined petition filed October 21, 1987
under 37 CFR 1.137(b) and 37 CFR 1.183, respectively, to revive the
above- identified application and to waive the one-year tine period
requirement in 8§ 1.137(b). In rendering this decision the argunents
presented in the Response to the Opposition filed on Novenber 20, 1987
have al so been consi dered.

This application was pernmitted to beconme abandoned as of July 14,
1979 in favor of a "CIP" application which was filed on July 25, 1979.
Accordingly, the instant application and "ClP" application seria
nunmber 60, 382 were never copendi ng.

It is argued in the petition that the copendency problem can and
shoul d be elimnated by reviving this application pursuant to 37 CFR
1.137(b) and 1.183, particularly in view of a notice entitled
"Petitions Under 37 CFR 1.183 to Waive the One Year Tine Period
Requi rement in 37 CFR 1.137(b), 1.155(c) and 1.316(c)," 1059 Oficia
Gazette 4 (October 1, 1985).

It is clear that the instant application cannot be revived under 37
CFR 1.137(b) al one since the one-year tinme period requirenent set forth
therein is not satisfied by the facts of this case.

The date on which this application becane abandoned is fixed by
operation of law. 35 U S.C. 8 133. It follows that the date of
abandonnent-in-fact for this application is July 15, 1979 and that an
appropriate petition was not filed within one year fromthis date as
required in 37 CFR 1.137(b).

Further, a waiver of this &8 1.137(b) requirement pursuant to 37 CFR
1.183 is not conpelled by the nere fact that the PTO accepted and
processed the inproper "CIP" application. Vincent v. Mssinghoff, 230
USPQ 621, 625 (D.D.C.1985). (Wiile the Court indicates that the §
1.137(b) proscription agai nst extensions of the one-year tinme period
for petitioning under § 1.137(b) supersedes and di spl aces the nore
general provisions permtting tinme waivers (8 1.183), it also states



that "even if it did not, that regulation | eaves such decisions to the
di scretion of the PTO, and that discretion was not abused under these
ci rcumst ances.").

Petitioner argues that a 8§ 1.183 waiver of the § 1.137(b) one-year
time period requirenent is appropriate in this instance because the
facts of this case neet all of the conditions set forth in the Cctober
1, 1985 O. G Notice. Petitioner, however, does not neet the "very
[imted conditions" set forth in the October 1, 1985 O G Notice under
whi ch the Comm ssioner will exercise his authority pursuant to 37 CFR
1.183 to waive the one-year tinme period requirenment for filing a §
1.137(b) petition to revive. Petitioner's avernment notw thstanding, the
facts of this case fail to satisfy conditions (2) and (4) of the
Oct ober 1, 1985 O. G Notice

*2 As that notice in the O G indicates, the Comi ssioner's
announcenent of his intent to favorably exercise his discretion and
wai ve the one-year tine period requirenent with respect to 37 CFR
1.137(b) applies to only "certain very limted conditions." Condition
(2) includes the follow ng requirement:

The O fice performed a positive, docunented and Official act which
could lead a reasonabl e individual to conclude that the action or
i naction was proper and this conclusion was a contributing factor in
the applicant's failure to realize the true abandoned status of his
application in time to file a petition under one of the above-noted
subsections. (Enphasis added).

In this case, the Ofice did not contribute to a failure to tinmely
filea 8§ 1.137(b) petition as required in condition (2). Section
1.137(b) did not becone effective until October 1, 1982, over three
years after the date of abandonnment. Thus, it was the nonexistence of
these provisions rather than any act on the part of the PTO which
prevented the filing of a 8§ 1.137(b) petition within one year fromthe
date on which this application became abandoned. [FN1] By including the
underlined requirenent in condition (2), the Commi ssioner confined the
speci al provision for waiver of the § 1.137(b) time requirenment to
petitions to revive filed after 37 CFR 1.137(b) becane effective,

t her eby excluding revival of |ong-abandoned applications. It is noted
that 37 CFR 1.137(b) was applied retroactively to the Iinited extent
set forth in the transition period criteria published at 1021 Oficia
Gazette 44-45 (August 10, 1982). However, as indicated by the | anguage
in condition (2), the limted circunstances for waiving the tine

requi renents do not extend to situations relating to the transition
period criteria.

Section 1.137(b) was pronul gated pursuant to Public Law 97-247 (See §
3, 96 Stat. 317 (1982)). The legislative history for Pub.L. 97-247
(See. H. R Rep. No. 97-542, 97th Cong., 2d Sess. (1982), reprinted in
1982 U. S. Code Cong. & Ad. News 765, 770-771) states that the
Conmi ssioner could establish tine [imts for receiving petitions to
revive unintentionally abandoned applications. Under § 1.137(b), the
time limt for petitioning to revive an unintentionally abandoned
application was set at one year. It was then | ater determ ned that
under certain very linmted conditions (1059 O G 4), the one-year
requi renent woul d be waived. In addition, transition periods were
provided for filing petitions to revive under both 37 CFR 1.137(b) and
the special circunstances set forth in the October 1, 1985 O G Notice



Thus, the Comm ssioner has detern ned under what conditions the one-
year tinme requirement in § 1.137(b) will be waived.

Waiver of the § 1.137(b) tinme Iimt for reviving unintentionally
abandoned applications has been specifically |limted in order to
prevent the revival of |ong-abandoned applications. As discussed above,
the |l anguage in condition (2) of the special provision for waiver of
the one-year tinme linmt was enployed to exclude revival of such
applications. As legislative history indicates, Pub.L. 97-247 was
i ntended to provide the Conmi ssioner with nore discretion to revive
abandoned applications in appropriate circunstances. In accordance with
this discretion, the Comr ssioner has set tinme limts and conditions
for reviving unintentionally abandoned applications, bal ancing both the
inventor's interest in revival of an unintentionally abandoned
application and the public's interest in protecting individuals or
conpani es who have acted in reliance on the abandonnent of the
application. Section 1.183 provides for suspension of the rules "[i]n
an extraordinary situation, when justice requires" such a waiver. The
facts presented in this petition do not lead to a finding that an
extraordi nary situation exists. Petitioner has argued forcefully that
equi tabl e considerations require that the application be revived.
However, petitioner has neither shown nor alleged that the genera

public will not be harnmed by revival of this |ong-abandoned
application. Furthernore, there is no nention of petitioner's |icensees
nor potential |icensees who may have acted in reliance on the abandoned

status of the applications. [FN2] Accordingly, petitioner has not shown
that "justice requires" waiver of the one-year tine limt for filing a
petition to revive pursuant to 8§ 1.137(b).

*3 The petition is denied.

FN1. It is noted that condition (4) of the 1059 O G 4 Notice is also
not satisfied. Wile that condition requires a term nal disclainer,
petitioner has not submitted a proper one. Instead, petitioner filed a
term nal disclainmer for a period of eleven days which is not the period
of abandonment. However, it is unnecessary to decide that issue at this
time since condition (2) is not satisfied as di scussed above.

FN2. In this respect, the present situation differs fromthe facts
considered in New South Industries, Inc. v. Apache G ounding Corp., No.
3-86-0810 (M D. Tenn. August 19, 1987). In New South Industries, there
was no claimthat defendants acted in reliance on the abandoned state
of the subject application. Rather, it appears that defendants acquired
this information after the civil action was filed.
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