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Raychem Cor poration has petitioned the Comni ssioner for an order
directing acceptance of substitute requests for extensions of tine to
file statenents of use for the above referenced applications.
Concurrently, petitioner has sought expedited handling of its
petitions. Review of the petitions is undertaken pursuant to authority
provided in Trademark Rules 2.146 and 2.148, 37 CF.R 8 § 2.146 and
2.148.

FACTS

The applications here in issue were filed pursuant to Trademark Act
Section 1(b), 15 U.S.C. 8§ 1051(b), the "intent to use" provision of
t he Lanham Act. The nmarks were approved for publication by the
Exam ning Attorney following an initial review of the applications.

The mark RAYNET, the subject of the '751 application, was published
for opposition in the March 27, 1990 issue of the Trademark O fici al
Gazette. The mark RAYNET and design, the subject of the '774
application, was published for opposition in the April 17, 1990 issue
of the Gazette. No oppositions were filed and notices of allowance were
i ssued for the respective applications on June 19, 1990 and July 10,
1990.

Separate requests for extensions of time to file the required
statements of use were subnmitted for each of the applications, on
Decenber 18, 1990 and January 7, 1991, respectively. Both requests were
captioned in the applicant's (petitioner's) name and were executed by
Denni s E. Kovach, denom nated on the signature lines of the requests as



"Assi stant Secretary." Notices approving the extension requests were
i ssued by the Intent to Use and Divisional Unit, on January 22, 1991
and February 4, 1991, respectively.

On February 15, 1991, petitioner's counsel hand-filed the instant
petitions. Except for the dates involved, the two petitions are
identical in terns of their facts and the issues they raise. The
petitions note that M. Kovach, "was set forth as Assistant Secretary
for [the applicant] Raychem Corporation" in the extension requests.
They go on to admit that M. Kovach is, in fact, not the Assistant
Secretary of Raychem but rather, is the Assistant Secretary of Raynet
Corporation, a subsidiary of Raychem Finally, the petitions note
"that, generally, one wi thout statutory authority may not execute a
Request for Extension of Time on behalf of Applicant,” and request
acceptance of substitute extension requests that have been executed by
an officer of Raychem Petitioner also requests "expedited handling" of
the petitions.

DECI SI ON

*2 Petitioner has filed four petitions bearing on two distinct
applications. Two of the petitions--one for each of the two
applications--raise the main issues to be decided herein. The other two
are essentially requests for expedited handling of the nmain petitions,
but are franed as petitions.

1. Request for Expedited Handling of Petitions

Section 1102.03 of the Tradenmark Manual of Exam ning Procedure (TMEP)
provi des that all petitions to the Conm ssioner "should be attended to
at once." Clearly, all those petitions pending at any particul ar nonment
cannot all be disposed of "at once." Thus, sone system nust be enpl oyed
to dictate the order in which petitions are handl ed. The genera
practice is to process petitions based on the dates on which they have
been "referred for decision.” Cenerally, a petition is not assigned a
"referred for decision"” date until the petition fee has been paid, and
all files or docunents necessary to the resolution of the petition have
been gathered together by the O fice or submitted by the petitioner, as
necessary.

Departures are sonetines taken fromthe normal processing of
petitions. This can be done when equitabl e considerations favoring the
petitioner warrant expedited handling; exception processing of a
petition can al so be undertaken when it raises an issue of first
i npression and addressing the issue expeditiously will serve the
devel opnent of Office practice and procedure. In this case, petitioner
has authorized the deduction of petition fees froma deposit account to
pay for its petitions for expedited handling of the "main" petitions.
However, the main petitions raise issues of first inpression not
previ ously addressed on petition; expeditious handling of the nmain
petitions will help develop Ofice practice and procedure. Therefore,
the petitions are accorded expedited handling wi thout charge to
petitioner.



2. Request for Acceptance of Substitute Extensions

A. Provisions of the Trademark Rul es and Statute

To begin, it is necessary to review certain provisions of the
Trademark Act and the Trademark Rul es. These include those provisions
whi ch cover verification of an application and other docunents relating
to a mark and those provisions which govern the filing of a request for
an initial extension of time to file a statement of use.

Subsections (a)(1)(A) and (b)(1) (A of Section 1 of the Tradenmark
Act, 15 U.S.C. § § 1051(a)(1)(A) and 1051(b)(1)(A), both note that a
written application nmust be "verified by the applicant, or by a nenber
of the firmor an officer of the corporation or association

applying...."

Trademark Rule 2.20, 37 CF.R 8§ 2.20, provides, in pertinent part,
"an officer of the corporation or association making application for
registration or filing a docunent in the Patent and Trademark O fice
relating to a mark may, in lieu of the oath, affidavit, verification
or sworn statenment required ... in those instances prescribed in the
i ndi vidual rules, file a declaration...."

*3 Trademark Act Section 1(d)(2), 15 U.S.C. § 1051(d)(2), deals with
the initial request, follow ng i ssuance of a notice of allowance, for
an extension of time to file a statenment of use. This provision of the
statute notes that one six-nonth extension of the tinme for filing a
statenment of use shall be granted by the Commi ssioner sinply "upon
written request of the applicant [filed] before the expiration of the
6-nmonth period [foll owi ng i ssuance of a notice of allowance] "
(enphasi s added).

Trademark Rule 2.89(a), 37 CF.R 8 2.89(a), also deals with such
ext ensi on requests. The rel evant portions of the rule that apply in
this case provide:

"The applicant may request a six-nonth extension of tinme to file the

statement of use ... by submitting: (1) A witten request, before the
expiration of the six-nonth period foll owi ng the issuance of a notice
of allowance.... and (3) A verified statenent by the applicant

[attesting to various matters] (enphasi s added).

B. Summary of Argunents Raised by Petitioner

As noted, subsections (a)(1)(A) and (b)(1)(A) of Section 1 of the
Trademark Act require applications to be verified by the applicant; an
application filed by a corporation nust be verified by an officer of
the applicant. It follows then, that a verified extension request "of
the applicant," provided for by Section 1(d)(2) of the statute, nust
al so be signed by an officer, if the applicant is a corporation. The
provision in Rule 2.20 which provides that an officer of a corporation



may file a declaration in lieu of an oath or verification when such is
required for a document filed with the Ofice provides support for this
concl usion. Indeed, petitioner has not challenged this point and has
adm tted that "one wi thout statutory authority" is not enpowered to
execute an extension request for a corporate applicant.

Nonet hel ess, petitioner argues that the "present situation is
extraordinary," asserts that no other party would be harnmed by
acceptance of the properly- verified substitute extension requests, and
concludes that "justice requires" their acceptance. Though not
explicitly framed as such, this portion of petitioner's argunent
essentially constitutes a request for relief pursuant to Trademark
Rul es 2.146(a)(5) and 2.148, 37 CF.R 8 8§ 2.146(a)(5) and 2.148.
These two rules provide for the wai ver or suspension of other
provi sions of the Trademark Rul es which are not statutory in nature (1)
in extraordinary situations, (2) when justice requires such action, and
(3) when such an action would not injure another party. As applied in
previ ous petition decisions, waiver of non-statutory provisions of the
rules is conditioned on all three requirenments for waiver being shown
to exist.

In this regard, petitioner's request for relief can be construed as
requesting waiver of the provision in Rule 2.89 which requires filing
of an extension request within the initial six-nonth period follow ng
i ssuance of the notice of allowance. In the alternative, petitioner's
request can be construed as requesting waiver of the provision in Rule
2.89 which requires that an extension request be verified and filed by
"the applicant." Finally, petitioner has presented two argunents why
the term"applicant,” as used in Rule 2.89 and in Section 1(d)(2) of
the statute, should be construed broadly enough to include non-officers
of corporate applicants. The two argunents for waiver of provisions of
Rule 2.89 will be dealt with first, followed by consideration of the
two argunents seeking broadened construction of the term"applicant."

C. Requests for Waiver of Rule 2.89

*4 The provisions of Rule 2.89 and Section 1(d)(2) of the statute
clearly contain two distinct requirements for an initial extension
request filed in an "intent to use" application, which nust be
addressed in this case. One requirenent is that the extension request
be filed within a specific tinme period; the second requirenent is that
the request be verified and filed by the applicant.

Petitioner's request for relief can be construed as a request for
wai ver of the provision of Rule 2.89 which dictates that an initia
extension request be filed before the expiration of the initial six-
mont h period follow ng i ssuance of the notice of allowance. If this
provi sion of Rule 2.89 were waived, then the properly-verified
substitute extension requests submtted with the instant petitions
could be accepted for filing. However, the deadline for initia
extension requests is not only set forth in Rule 2.89, but is also set
forth in Section 1(d)(2) of the statute. Since the deadline is
statutory in nature, conpliance with the deadline cannot be waived on
petition. Accordingly, to the extent petitioner's request for relief is
construed as a request for leave to file the substitute extension



requests after the prescribed tine period for filing has passed, the
request must be deni ed.

Apart from being construed as a request for waiver of the filing
deadline set forth in Rule 2.89, petitioner's request for relief can
al so be construed as a request for waiver of the provision in the rule
which requires that the applicant verify and file the request for an
extension of tine to subnmit a statenent of use. This would allow for
"validation" [FN1] of the initial set of extension requests signed by
M. Kovach.

VWhile the requests were filed in the name of the corporate applicant,
their declarations were signed by an officer of another corporation
This corporation is a distinct legal entity, albeit one in which
applicant owns a majority of the stock. To accept this first set of
extension requests would require waiver of the provisions of Rule 2.89
which provide first, that the "applicant request" the extension of tine
and, second, that the request be supported by a verified statement "by
the applicant"” [read, in this case: officer of the corporation]. These
provi sions of the rule cannot be wai ved because they are statutory in
nature. The two provisions set forth in the rule are reflective of the
requi rement set forth in Section 1(d)(2) of the statute that conditions
the Conmmi ssioner's grant of an extension on the filing of "a witten
request of the applicant."

Finally, regardl ess of the construction accorded petitioner's request
for waiver of Rule 2.89, and putting aside the fact that the provisions
of the rule that are sought to be waived are statutory in nature, the
request for relief would have to be deni ed because the circunstances
presented by the instant petitions are not extraordinary in nature. The
fact that a particular petitioner, if its petition were denied, would
face the potential |oss of substantive rights, does not constitute an
"extraordinary situation" under the rules governing petitions to the
Conmmi ssi oner. Rather, the circunstances nmust be such that they
precluded petitioner's conpliance with the particular rule sought to be
wai ved. Here, the rule in issue is clear, and no circunstances have
been all eged which prevented petitioner's conpliance with the rule.

D. Request for Broad Construction of "Applicant”

*5 As an alternative to its request for waiver of provisions of Rule
2.89, petitioner has sought to have the extension requests verified by
M. Kovach "validated" on petition through application of either (1)
the "col or of authority" doctrine set forth in Trademark Rule 2.71(c),
37 CF.R 8 2.71(c), or (2) the doctrine sonetinmes enployed in post-
registration matters resulting in broad construction of the term
"registrant."

Various provisions of Section 1 of the Trademark Act require proper
signatures by officers of corporate applicants on applications,
extension requests and statenents of use. However, as petitioner has
noted, Rule 2.71(c) provides that "color of authority" signatures on
applications may be accepted for the purpose of deternining the
sufficiency of the application for filing. In addition, as petitioner
has al so noted, Rule 2.71(c) extends this practice to statenents of



use. [FN2] See "Exanination CGuide 3-89: Inplenmentation of the Tradenmark
Law Revi sion Act of 1988 and the Amended Rul es of Practice in Trademark
Cases,"” published as a supplenent to the TMEP, at pages 43-44
(discussing Rule 2.71(c)) and pages 34-35 (discussing application of
"color of authority" provisions to statenments of use); See also, 54
Fed. Reg. 37,570 (Septenber 11, 1989) (discussion of "color of
authority" provision within discussion of changes and additions to
Trademar k Rul es).

Petitioner seeks to extend the "color of authority" provision of Rule
2.71(c) to a request for extension of tinme to file a statenment of
use.If this were done, then the tinely filed extension requests
executed by M. Kovach could be considered for their acceptability as
requests havi ng been executed and filed by one with "col or of
authority" to act on behalf of the applicant. This request to extend
the "col or of authority" doctrine to cover the instant case nust be
deni ed.

Through the "col or of authority" provision of Rule 2.71(c), the
O fice has chosen to accord a broader construction to the term
"applicant" under particular circunstances. Specifically, these
ci rcunst ances involve showi ng that the signer has "first-hand know edge
of the truth of the statenents in the verification or declaration" and
al so has "actual or inplied authority to act on behalf of the
applicant.”

Petitioner clearly believes a broader construction of the term
"applicant" is warranted in the case at hand. However, as petitioner
acknowl edges in its petitions, the Ofice has specifically chosen not
to enploy the broad construction of "applicant” in regard to extension
requests and has announced this policy in the aforenentioned
exam nation guide published as a supplenment to the TMEP. The
exam nation guide states: "The 'color of authority' provision of
Trademark Rule 2.71(c), 37 C.F.R Section 2.71(c), does not apply to
the filing of requests for extensions of tinme."

*6 The Office has specifically chosen not to utilize the "col or of
authority"” doctrine in connection with extension requests. One basis
for this decision is rooted in adm nistrative concerns. Applications
and statenments of use, unless they are determined not to conply with
even the m nimum acceptable ternms for filing, are eventually exam ned
by attorneys. Exam ning Attorneys can be expected to be able to handle
qguestions involving "color of authority." Requests for an extension of
time to file a statenent of use are only exam ned by the clerica
personnel in the Intent to Use and Divisional Unit, who are not likely
to be as adept in nmaking the |egal judgnents inherent in the handling
of "color of authority" issues.

In addition, substitute verifications nmust be supplied for
applications and statenents of use filed with "color of authority"
signatures. The tine frames within which these two types of docunents
are processed allow for the later substitution of properly verified
docunents. However, Ofice policy calls for quick processing of
extension requests and this policy would be undercut if applicants and
the clerical enployees of the Intent to Use Unit had to engage in
protracted correspondence concerni ng execution and "col or of authority”
i ssues. Accordingly, the Ofice has sinply adopted a policy which



precludes the use of "color of authority" signatures on extension
requests.

Even if the instant situation, for the sake of argunent, is
consi dered under the "color of authority" doctrine, petitioner's
request for relief nust be denied. Petitioner has filed a declaration
signed by M. Kovach that is sufficient to establish his "first-hand
know edge" of the continuing bona fide intention to use the marks in
i ssue. M. Kovach serves as Assistant Secretary and Director
Intellectual Property Law, of Raynet Corporation. Raynet is the
subsi diary of petitioner that will eventually engage in use of the
mar ks (such use inuring to petitioner's benefit). However, there is
nothing in the record to indicate that M. Kovach was possessed of the
"actual authority" to act on petitioner's behalf. Further, petitioner
has failed to even argue that the circunstances establish the "inplied
authority" of M. Kovach to act on petitioner's behalf.

Petitioner's final argunent seeks validation of the extension
requests verified by M. Kovach through use of a broadened construction
of the term "applicant,"” anal ogous to the broadened construction given
the term"registrant” in In re Trademark Regi stration of Cooper
I ndustries, Inc., 16 U S. P.Q2d 1453 (Comrir Pats. 1990). Petitioner
asserts that the Cooper decision holds that a declaration of continued
use filed pursuant to Section 8 of the Trademark Act can be accepted,
despite inproper verification, when the signer of the declaration is
shown to have "know edge of the facts" concerning use of the registered
mar K.

The instant case presents a different situation than that presented
in the post registration context in which Cooper and sinilar cases have
arisen. In post registration cases where the Ofice is urged to apply a
broadened construction of the term"registrant," a registration has
i ssued for a mark in actual use in commerce and the registration has
generally been in effect for between five and six years. The policy
behi nd Section 8 of the Trademark Act is the renoval of "deadwood" from
the register. The broad construction of the term"registrant,” to allow
for the maintenance of valid registrations for marks that remain in
actual use, is not contrary to the purpose of Section 8 and all ows
registrants to retain valuable rights they have accrued over a period
of tine.

*7 In the instant case, the marks have never been used and
petitioner's loss of "rights" is limted to the Ioss of the stil
contingent constructive dates of first use. In addition, the Ofice
nmust encourage applicants to comply with the clear provisions of the
Trademark Act and the Trademark Rul es that govern the prosecution of
applications for registration. To allow for a broadened construction of
the term"applicant” in this case would undercut the Ofice's stated
policy that "color of authority" signatures are not acceptable on
ext ensi on requests.

Finally, even if the Cooper rationale was applied to the instant case
petitioner's request for relief would have to be denied. As with its
argunment regarding the "color of authority" doctrine, petitioner fails
to note the second prong of the Cooper decision. Apart from show ng the
signer's actual know edge of the use of the mark, Cooper requires
"registrant's ratification of the signer's action."” In re Cooper, 16



U.S.P.Q2d at 1455 (citing In re Schering Agrochem cals Limted, 6

U.S. P.Q2d 1815 (Conm r Pats.1987). Though the instant petitioner has
established M. Kovach's know edge of the circunmstances surrounding the
intention to use the marks in issue, petitioner has not ratified his
action.

E. Petitioner's Plea for Equitable Relief

Petitioner argues that any refusal of its request to permt filing of
t he substitute extension requests would cause "manifest injustice ..
as the present application[s] would beconme abandoned and such coul d
result in significant loss in substantive rights to Applicant."”
"Justice" has been defined to nean "the quality of conformng to
principles of reason, to generally accepted standards of right and
wrong, and to the stated terns of |laws, rules, agreenents, etc., in
matters affecting persons who could be wonged or unduly favored." 727
The Random House Col | ege Dictionary (enphasis added). The fact that
petitioner's applications my becone abandoned and petitioner would
| ose the potential constructive dates of first use for the marks in
i ssue does not nean that denial of the petitions at hand would
constitute "mani fest injustice.”

There has been no error or abuse of discretion by Ofice personne
which has resulted in the situation at hand. Further, the "just"
treatment of all applicants requires the Ofice, in this case, to
adhere to the "stated terns" of laws and rul es absent a conpelling
reason to draw an exception. Petitioner has not presented conpelling
enough argunents to warrant draw ng such an exception to the stated
terms of the Trademark Act and Trademark Rules. It is petitioner's own
failure to conply with the "stated terns” of |laws and rules, of which
petitioner was clearly aware, that has given rise to the instant
situation.

CONCLUSI ON

The petitions are denied. The applications will be returned to the
Intent to Use and Divisional Unit for the preparation and issuance of
actions retracting the acceptance of the approvals issued for the
extension requests in issue. Since the time for filing properly
verified extension requests has passed, the applications will be
decl ared abandoned.

FN1. Though they are not substantively acceptable because they do not
conmply with the requirenments of the Trademark Rul es and the statute,
t he extension requests were "approved” by the Intent to Use and

Di visional Unit. Therefore, with the instant petitions, the previous
"approval " of the extension requests is sought to be validated on
petition.

FN2. "Col or of authority" signatures may al so be accepted on amendnents
to allege use filed pursuant to Trademark Rule 2.76(e)(3), 37 CF.R 8§



2.76(e)(3).
1991 W 326571 (Comir Pat. & Trademarks), 20 U.S.P.Q 2d 1355
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