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IN ‘LHE UNITED STATES COURT OF APPEALS

FOR THE ELEVENTH cm.::q‘ﬁ" FILED

U.5. COURT OF APPEALS
ELEVENTE CIRCUIT
. MAR 22, 2001
THOMAS K. KAHN
No. 00-10510 - CLERK

D. C. Docket No. 97-03924-CV-JAL

JERRY GREENBERG,
LDAZ GRFENBERG,

* Plaintiffe-Appellanis,
versus

NATIONAL GEOGRAFPHIC SOCIETY,

a District of Columbia Corporation, -
NATIONAL GEOGRAPHIC ENTERPRISES, INC.,
a corporation, MINDSCAPE, INC., '

a California corpuration,

TN

o [)GfﬁﬂiﬁhﬂIInﬁ“kaﬂiCﬂJfﬁ:s-

Appeal from fhe United States District Court
for the Southorn District of Florida

“(March 22, 2001)

Before ANDERSON, Chicf Judge, TIYOFLAT and BIRCH, Circuit Judges.
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BIRCH C:J:cmt Judge:

This appsal requires us, as a matter af ﬁ:rst m1pre551on in this cireuit, io
construe the extent of the privilege atforded to the awner of 4 copyright in a
collective work to reproduce and dieributu:'tha individual canu'ibutiuns to the
‘cnllecnve: wurk “as part nf that particular collective work, any revision of (hat
| collcchve work, end any later collective work in the same sexies” under 17 U. S C.§
201(c).! Inthis copyrighi. infiingement casc, the district court granted the
defendanis’ motion for sﬁnnm:y judgment, holding that the alltj:ged_ly infringing
work was a tevision nf a priur collective work that fell within the defmdénts’

- pnvﬂcge under § 201(0.) Because we hnd that the defendanrs pmduct is nol
merely a revision of the pnnr mllc:::uvu wurk but instead constltutes anew |
| | cn'llectwe wurk that ht:s beyond the: acﬂpe 0f § "Ol(c), we REVERSE |
- L BACKGRHTTND R b
| The Nah onal Gcogmpluc Socmty (“Sucmty”) purports to be the world’s |
- largest nonprofit seientific and educahonal urgammmn ar approxmmly 9.5 mﬂlmn
memba-s, and is respon sible for the publication- of Naticnal Geographic Magazine

(“Magazinp“). Through National Ge@gtaphic Enterprises, a wholly owned, for-

'Hergafter, a1} references to stamtnry sections §™) will be to Title 17 of the United Statea
Code, unless mdicated nthsrmsa
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profit subsidiary, the Society also produgss television programs .and-computm' |
software, along with olher educational products. In order 1o acquire photographs for
(s Magazine and its other publications, 'rhe Sucmty Lires freclance photographers
on an mde’pmdentwcnntmhlm bas;s to complete spemhc asmgmnents

Jerry Greenbarg isa photographer who completed four plzotugrapmc
asslgnmemis for the Society aver the. wmc of 30 yeass. Photographs fmm the tlrst
thres asmgnmmis wers publ:_shcd in the J anuary 1962, Fg‘muary 1968, anil May

1971 issues of the Magazine, respectively. The lerms of Greenberg’s employment

fm: t_hesia ia.ssigﬁnml',s Qv;src set out in a scries of relatively informal letters.
Greenberg received cdmpensatim conéisﬁﬁ'g of A ﬂaﬂy fée a fec basud ol the
number of phutugmphq publishied, and payment of expenses, and in reman the
Society acqmrcd all nghts in eny. photograph takm on the johs that was ultimately -
) selecte,d ior publxcanon in the Magazmc. In 1985 at Groemberg’s rcquaat, the i
:Sn_me_ty Teassigned its mpynghtg _1_11 the pm_'cures tmrn these three jobs back to
Greenberg. Gréenbarg’a fourﬂi hu'e for the Eugiety appearcd in the July 1990 issue
of the Malgazinc, but (he agreement for this job was more detailed than its

predecessors. The principle terms of the fourth agreement were similar to (hose of

the firat three; however, in this agreement it was cxplicitly provided that all rights
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(hat the Soriety acquired in the photographs ﬁux_n fhc job would be refurned to
- Gree:xberg 60 days aﬁ:er the pisturcs wers published in ﬂm Magazine,

In 1996, tha Somety, in collaboraucm wuh Mmdscap::. Inc., began the
develapment of a product c'aﬂsd ‘T]m Cumplctc Nahonnl Geq graphm" (“CNG™),
whlch isa 30 CD—ROM hbrary that collects em=:ry2 issve nf' the Magazine from 18BB
to 1996 int d1g1tﬂ format. There are three compuxmms of the CNG that are relevant
to this appeal: (69 the mu\rmg COVELS scqucnce (“Sequem:e "); (2) the digitally

| reprodunad issues of the Magazme thamselveq (“'R.eyhca ‘), and (3) thc computw
program. that Serves as T.ht: htumgu mpomtory and rcmevnl system for the images
( ‘Progr an:x”") | |

The !bequence is an animarad clip thal plays automuc.al]y when sy dlsc from
fhe CNG libravy is a;chvat_t;d. The clip begins with thg: mmg_e of an actual cover af a
past issue of the. Magazine. This image. | thmugh the ﬁsu ol somputer a:ﬁniaﬁon, .

oveﬂapp1ng1y fadc:s ¢ ‘murphb”) mtu thc image of anoﬂle:r goVer, pauses on that
cover for apprnxunately one second and then morphq inn anot‘ner sover unag.f.:, and

50 o, until 10 differems covers huw: bnen displayed. Dm:. of thc cover images used

“The Sbméty pu‘bhshes mulkiple regional and mimnauonal editions of gach ivsus of the
Magazine, Theas various editions differ from one mwnther in the language in which (hey ure

written and the advemamnents that are prm’teﬂ The CNG incindes only one reprosestative
cdmon of an.eh isgue, o

4
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in the moving covers sequence is a picture ﬁf a diver that was teken by Greenberg in
19&1. The entire sequencs 1§sts for 25 seconds, and is accompanied by music and .
sound effects. | |
The collected issues of the Magazine, which are, of course, the CNG’s raison
J-.’étre, were converted to .di.gital format through a process of scanning each cover
) and page of each issne into a ﬁonmutﬁr.., What the uscr of the CNG Eees o1 hls :
compuler screen, therefore, iz a reproduction of each page of the Magazine that
| differs from the original only in the size and re:sulu_tiqn _qf the phnto_graphs and text.
Fvery cover, arlivle, advertisement, and photograph éﬁ:ears as it did m the. ariginal
'_p_apcr copy of the Magazine; .. ';'he ;.use.r c'an'pr_int out the .im;agc.ﬁf ity page of the
Magazine, but the CNG dﬁés not provide a: means _fnr t_h__e user t_o:‘ geparate the
photographs from the text ur:.jnthei'wise to edit the pages iﬂ: any way.
The Progratn, whi (:'h. v}as m."eatcd By Mindscape, is ﬂ:m element of the "
software (hat enables the usr;.r to selent wew, amd nawgate through the dlgﬂm
“pages” of the Magazine prhc:a on the CD-—ROM 1n, creatmg the I'rogram for the

CN(3, Mindscupe mcm'ppratgd mo scparate progmms:jmq CD _Author Development

System (“CDA”), which is a search engine created by Dataware Technolugies, Ine,;
and the PicTools Development Kit (“PicTools™), whigh{i_s;apx_fugrmn for

compressing and dacompreséing images that was created by Pegasus Imuyging

5
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not pmwde the mnmbuttrrs w:th a:uy add:monal cumpensauon for the digital / :ng 1*—"‘, m’“? 4’@*—* "

Corp’ The CNG package cuntains.a “sl_n'hlkfmap’f 1ipér_;9e ageement in which ‘fa]]

rights [in tha Programw] not cxpressly granted are reserved by Mmdqcapa or its

suppliers.” Wathnut t“he Program, the Rﬁphua cncﬂd hl.ﬂl bc starnd on a CD ROM,

but the mdmdu al 'pagub“ nr the Magazmc would not be. ethmently accesmme 10 the

user of the CNG.. o o , %{‘{gl e d¢ M;(

L 4 fgl
 Prior to plac,mg the CNG on the xtw.rket thc Soumty dlspatched a letter t to r‘ - :

each persun who had cunmbutcd to tha Magazme. ’I‘h:.s letter mfnrmed the
contributors about the CING prnduct and stated the Sumcty 5 posmm ﬂmt it would

gi}vfj
repubhcahon and use of their works Greenberg cnntends that he Iﬁb‘pﬂﬂdﬂd to th15 1 ﬁ .
notace through :-mmsr:.l atul Ubjﬁ:ctc:d to thc Soclcty 3 use nf his photographs in thc

CNG, but he received no response ﬁ'om the Society.

‘Mmdaanps indicates thut it ha.r. not registered a claim ot copyright in the Program, which
iy manifestly ghtablc See §§ 101 (defining "computer prusmm”), 102; Monptgomery v.
Woga, 168 T.3d 1282, 1288 (11th Cir. 1998). However, copyright arises by operation of law
upon fixation of an original wWork of guthorship in a tangihle medium of expression, which has
clearly ocvurred in the case of the Program. Sce § 102; Montgomery, 168 F.3d a 1288.
Morcover, Mindzeape has represented to this eoort that two component elements wf the Program,
the CDA aund PicTools, each of whirh are separately copyrighiable computer programs, have been
registered with the Copynght Office by Dataware Technologics, Iug,, and Pegasns Inaging Corp.,
respectively. Becavse it consists of at leasy two other individually sopyrighted works, the

Progra:m meeta the deﬁmtmn ofboth. a “campllamm" md a “coﬂmhvc work” under §101 of the
Act.

f
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“The Suc:iety snugh'r regsn'atmn fc:r 11:5 clmm of cepynght for the C‘NG in ..
| 19§R hut nntcd 1997 as thc yoar of 1ts completmn Cm the rcgtstratmn furm. thc-
-Sncmty mdmated ‘:hat the “natura nf amhnrshlp“ muluded photographs text, and an
‘“mtroductory audm\ubual montagc » Tha Suma’ty clanmed that the work had not
_heen regxstcrcd before, ‘out mdmated that itwara dﬂnvanw wmlc mma:ly a
“compuauon of pre—e:xlsung mdl,enal pnmanly plctonal ” to which. a “brief
.mn*uduutory aud:tnv:sual mnntag had been added No reference wus made to, nor
wag thare amy dlsclnsure of, the copynghublc Mu:dscapﬁ Program or the two pre-
exlstmg r..upyuglxtablu sub-programa thnt it mcorporates, aﬂ of which are aisn
compﬂnents of the CNU .lhe bnx in whmh fhe CNGi s pdukaged a:ﬂd cm:h
mdw:dua] C‘"D-ROM baar ﬂ:m mark “@ 1997 Natmnal Geographxc :
.Socmty”—mdmatmg the creanon nf amew wark nf authnrqmp in 1997.

Greanberg mmated an mﬁ‘mgcnmnt auunn agamst thc Somety, National
G::ug;a_phm Enterpnscs, and Mmdscape, alleging ﬁve counte of mpyn ght
m:&'mgeme:nt, twn of 'whmh are reIEVant husrn munt “II[’"" addresscd the Society’s
teuse of G'raenbmg 8 photographs in tha CNG, gmerally, and count *V*’ sperifically

addressed the uge of his diver phntugraph in the,Sequence. The Suciety, togcﬂmr

1A eapy of the regmu'anun form (dprphbaunn), which when npproved by tha Copyright
Otfice hecame the registration cerlificets, is attached hercto as Appendix A. .

7
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‘with the two other defendants, 'rnhved fut- smary judgment on counts II-V,
arguing ﬂmr ithada privilege under § 201(c) to reproduce and di qmbutc
_Gmr.nbcrg 5 photographs in the LN G hacame it nwnml lhe mpmght m the original
ispues of the Magavma in wlm,h thc: photugraphs appeared 7 (.wreenharg filed a
| _ cross-otion fnr SIITINATY Judgment on count MY, The district court, relying on the |
district §uu;t apinim;t in I,Lﬂuﬂm;w_Yommgg_, 972 F.Supp. SOf} (8.D.N.Y.
1997), tev’d 206 F.3d 161 (2d Cir. 2000), cert. granted, 69 USL.W. 3312, 3316
_' (US Nov. 6, 2000) (No. 00-201), held that the CNG constitated a “Tovision” of the
. paper énpias of thﬁ_ Magazi_i;c that was within the Sn:iety_’s privilege under § 201(c),
.' _ and accordingly _gr?i;tg:@ summary Judgmsm for all of the d:'fmda.uts oﬁ_ counts ITl-
- V The district court Iaif;r t]_:lﬁ:ﬁasad cquqm_ I:r.;md II:, .wh:ich d1d nqt felate_tu fhe
CNG, at the partics’ joint rgqi;ést. The Greenbergs appeéa:i the district courl’s
judgment only as 10 cblints Mland V, |
Il DISGﬁSSlUN'
To evaluate the ¢_lairqs of infringement leveled by Gmmberg against the

: deféndaﬂts 6 we'mlisl. 1ut::r1$mt and appl'y_'§ 201(c) of the Act. That sectinn

‘ *There is no evidence in the record that would suppnrt the theory that National _é___,_..m-a
- Geopruphic Enterprises or Mindscape, neither of which has & copyright interest in the original

iwsues of the Mngazmm, aomehow are pn'vy to the pn\nlegs: m § 201(0) anjoyed by the Sucicty.

_ " Y the Amended Complaint, Greenberg refers (o Miadscapo’s and Nationa! Geographic 4o
Enterprises’s linhility as “'at least viearious.™ Wo construc this as an allogation of contributory

g

Racs_wad. Mar=gZ=01 i:40am Frum—4l:|4 339 Big2 To3HED LLF 3 Fage QOB

R




Mar-22-61  12:21pm  From=SH&D LLP 4 ' ' 805 577 7001 T-184 P00 F=520

.
L& e

constitutes the sole basis and defense of the Sné%i;ty’_a;. use of G&eenbei:g’s
capyrighted photographs. In all cases invblving‘ copyright law, we undcrétand that
a:.:xy interpretation and application of the statutory Jaw must Bc congistent with the
copyﬁght clause of Iht’; United Statcs Cnhstitution; speciﬁcally, the eighﬂl clause of
the eighth scction of Articla 1. "that clausé is a limitation, as well as a grant, of the
copyright poﬁrar"? The copyright uiausn, consisting of fwmty-four words crafted by

our founding fathers, is the Roseifa Stoue for all statutory ipterpretation and

copyright infringement, A contributory copyright infringer is “one who, with knowledge of the
infinging activity, induces, causes ox materially contributes to the infringieg conduct of another.”
Cable/Home Comppunication Corp. v, Network Prods., Inc., 902 F.2d §29, 845 (11th Cir, 1990)
(citotions omitted). Acecordingly, there can be no contributory iufiingement without a finding that
there was dirsct copyright intringement by another party. Id.

Further, the C:NG appears to be a “joint work,” which is defined under § 101 az “a work
prepared by two or more authors with the intention that their contributions be merged inte ™
inseparable or interdependent parts of a umitury whole,” Tlere the two “authers,” the Society and
Mindscape (*mathors” under the lepal Gution created in § 201(b)), clearly intended their .
coptributions of the Sequence, Replica, and Program to finction and be presented as 2 unitary
whole. ‘I'he CNG also fits the definition of a “collective work” under § 101; that is, “a werk . . .
in which 2 Tumber of contributions, constitating separate and independent works in themselves,
are assembled into s vollective whele,” The concept of the “collective work™ is inehdsd within
the term “compilation,” which is defined in § 101 as “a work formed by the oollection and .
asgembling of preexisting materials . . . thot ore selectsd, coordinated, or airanged in such a way |
that the resulting work as & whole congtitutes an original work of avthavship.” Whether the CNG
{8 copsiderud a “joint weork” or a “collective work™ makes ne difference in dur analysis because
under eucl) definition, a work results that is copyrightable 88 an entity separare and distinct from,
its constitucnt, pre-oxisting, separately copyrightable contributions. " :

"See Paul 1. Heald and Suzauna Sherry, “Implied Limits on the Legislative Power; the

Intellectual Property Clanse a8 an Absolute Constint on Congress,” 2000 U, I, L. REV. 1119
(2000), | : '
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analysis. Accordingly, it is npon that predicate that we examine § 201(c) in the
context of this case.® |

The Society conceded thart it has used Greenbcrg’s phqtngmp_]:\s in & way that |
is inconsisrent willi his cxclusive rights as an author wader § 106 However, (he
Society contends that it is 'privileged_ to make such use of the phptographs under §

201(c), and therefore does not violate such cxclusive rights and thus is not an

“Apprmmmn of fundamentsl prmclples is reqmired in all areas of the law, but is
particularly impertant in the copyright arens. As ohserved by Professor L. Ray Patterson’s

vpscning romarka in his insightful article entitled “Underatandmg the Copyright Clause,” 47 T.
CoryRICIIT SOC™Y 365 (2000):

Probably few industries as Jarge as the copyright industry bave rested on 2 1¢5ﬂ1
foundation us slim a8 the twenty-four words of (hs vopyright clause, And probably no
foupdation of comparahle importance has been so liuls upderstood and so often ignored.
This is all the mare surprising because the compunents of the copyright
mdustry—mfnrmanunﬂeammg/mtartmnmmt-m 56 important to a fee mmety,

because the history of the copyridlil clause is so well dnoumantad

Id st 365. 'I'he copyright clause providus; “The Congross shall have Power ... To promate the

Progress of Seience . . . by steuring for limited Times to Authors . . . the exclusive Right i their,
.. Writings.” U.5. Cunyr, 2l I, § 8, cL. 8.

Soetion 106 renerves to the owner of a napyright the rights:

1) to reproduce the copyrighted work in copies or phonoreconds; (2) to preperve derivative
worles based upon the copyrighted wark; (3) 1o disiribute copiss or phunorecords of the
copyrighted work o the public hy sale or other transfer of owuership, or by rental, lcase,

or lending; (4) in the case of literary, musieal, dramaiic. aud chorsographic weorks,
pantomimes, and rmotion piciires and other andiovisual wurks, to porform the copyrighted
work publicly; (5) in the cass of literary, musical, dramstic, and choreographic works,
pantomimes, and pictorial, graphie, or sculplural works, including the ndjvidual imapes of
a mohon pictire ar other andiovisual work, o display the copyrighted work publicly; and

(6) in the pase of sound recordings, to pecform the copyrighted work publicly by means of
a digital audio wansmission.

10
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infringer under § 501(a). Subpart “¢* of § 201, entitled “Dwmrship of Cupyright,”
provides;

(¢) Contributions ta Coliective Worlks—Copyright in cach separate
 contribution to a eollective work is distinct fom copyright in the collective
wrrk as 2 whole, and vests initially in the anthor of the coniribution, In the
absence of an express trunsfer of the copyright or of any rights nnder it, the
owner of copyright in the collective work is presumed to have acquired only

the privilege of reproducing and distibuting, the conlribution as part of that
particular collective work, any revision of that collective work, and any laier
collective work in the same series. o |

& - Inthecontext of this éase, Greenberg is “the authior of the contribution™ (here
o -

wﬁ:}fﬂ cach photograph is 2 contribution) and the Society is “the owner of copyright in the
Qfg X eollecrive work™ (here the Magazinc). Note that the statute grants to the Society

~ “omly fa] privilege,” not a nght “Thus the smfﬁta"s Imguagé"énhuasm thc |

contibutor’s “copyright” and “amy rights under it” with the publisher’s “privilege.”

This is an important distinction that militates in_favnf'jnf narrowly construing the '
pubiisher’s pﬂfﬂega whenhalancmg 1t against the ;p‘ﬁsﬁmﬁénull_y{ecuré&. rights of
the athor/conieibutor, o o RN
o "fhe So;;igty argues tl_iatf‘its ﬁsé nf G:ruﬂn'bf:rg’s .ﬁhqtdga]lﬂ;t_s ___c_:o;;stif:ufas a |
“cevision® of he _:Magazme [*'?tht_ caiio_oﬁve'wai-k”], referring to the CNG as the

- compendium, of évaf. 1200 mdependent bé;élc iésues, 1e in vopyright térfus, a

collective work of separate and distinet collcetive works, arranged in chronological

1L
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order. The Sociery argucs that its usc of Greenberg_’s phptngraphs congHtures a
“revision” of thc Magazine [“that collective wark™], referring to the CNG as the
compendium of a.var 1,200 independent back issues; in Icopyright tbrms, a collective
work of separate and disﬁnct collective works, a;rrangéd in chronelogical order,'

| Assuming arguendo, but e::_cpmsmy not deciding, that 2@'1(1:)’3 revision privilege
embraces the enlirety of the R\‘:‘pliba'portiou of the CNG (the 1,200 issues, a8

| | oppuscd to each separate 155\1& of the Magazine), we are unable to strc'.tch the phmse
| “that particular collactwc work"" to anmmpaas thf: Sequence and ngram ele;ex;:;\ |
| as wmll In layman 8 terms, the mstam pmduct is .ﬁxlnn v.ens.e: a “rcwaauu.” In thij
case we do not need ta o.nmult dlcuUmnes or culluqmal meanings to understand
- what is panmtted undcr § “Ol(ﬁ) Cnngress m 1’:5 leg;slanva cnmmentaly spull«:d it
out in the mmnludmg paragraph nf‘lts d:scusamn uI‘§ 201(0) (whmh is 1dcnm:a1 in

both the ‘ienatc and I-Icruse versions):

| L Thc basic presumptmn of section .'201(0) is ﬁ:my consistent with prasmt law
' ard pr ac.tlcc, and rcprcscnts a fmr balancmg of eqmtes At the same tlmc.

1t docs na‘l.' snuafy the daﬂmhon of* cmnpllnnon" sinte inelusion of all issues ufa
publication in chronologieal order does not satisfy the minimum creativivy necessury for the
sclcutmn, coordination, or arrangement that wonld result in an original work of suthorship. Segq
bi'g, nc. v. Microdos Data Corp,, 115 F.34 1509, 1518-19 (111 Cir, 1997) (en banc)
(holdmg that work incorporating "entire relevant umversa" did mot uxlnbl.t sufﬁmcnt orcntwu:y in
selection to mmerit r.'-opyng,hf prntecnun as a compzlatiun)

1A reproduction of ﬂ:u: annra ﬂ.mcusslon in the Huuse and Senste Reports is sat outin -
Appendix B, _

Cla
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the last clanse of the Luhsacﬁﬂl‘l, under which the privilége of rapublmhmg the
contribution under certain limited circumstmoss would be presumed, is an
. essential coumcrpm't of the basic presumprion. Tinder the lunguage of this
clause a publishing company could reprint a contribution from one issue n a
later issue of its magavine, and could reprint an article from a 1980 edition of
an encyclopedia in a 1990 revision of it, the pubhahur could not revise the
' contribution itself or include it in 2 new anthology or an e'nrn'ely different
magazme or other cnllective work, . _

"H.R. Rep. No. 94-1476 at 122-23 (1976),1;@;&#5@1_11.1 1976 U.S.C. f” AN. 5659
5738 (exrphasis added),

As dlscussed above, the CN(: is an “other co]lecnve work” uumpusqd of thc
Sequence, the R.eplma, and the Prngrdm. Hcrwcrvc:r, c'-ummun-ﬁ&nse cnpynght
analysis wmpzls ‘rh: concluamn that the Saczety, in cullaburaunn with Mmdscapu
has created B new product (“an original work nf au&m;‘slnp"). in a new medium, R
amew mmarket tﬁm far transoends any p:ﬁ'l.'ila.gé of fevisinn or other mere

reproduction envisioned in § 201(c).”?

2The Sueicty characterizes this case as one in which there has merely been u republication
vl a preexisting work, without substantive change, in a new medium; specifically, digital format.
As discusscd in the text, however, this ease is both factally and legally differcmt than a media
transformation. The Society analogizes the digitalization of the Maguriuu to the reproduction of
the Magazine on microfilm and microficke. While it 1s oie thal bod) te digita]_rcpmduu_tim mnd
the microfilm/microfiche reproductions require 2 mechanical device fur viewing them, the critical
* difference, from acopyright perspective, 18 that the compuier, us opposcd to the machines used

for viewing microfilm and microfiche, reqnires the inleruction of a computer program in order t
-accomplish the useful reprodustion involved with the new medinm, Thesc computer programs
_are themselves the subject maner of copyright, und may constitate original works of authorship,
and thus present an additional dimension iu the copyright analyais. Because this case involves not
only the incomporation of a new CoppuleT progran, but also the combination of the Seguence and
the REphnE, we need nog decide st this casc whether the addmnn of only the Program would ,
result in the creation of u new calleotive work.

T
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This analysis is totally consistent with the conduct of the Sociery when it

icgistsred its claim of copyright in the CNG (under tie title <108 Years of National
Geographic on CD-ROM™). Under section “5" of the copyright registration form, in
i‘espoﬁss tntim questiori: “Has registration for this work, or for an carlier yersion of
tbis,w_drk, alveady heén made in the Cdpmightfﬂfﬁcc??f; the Society repiied.,‘ “No.”
Accordingly, this Wasa new work. 'Regisﬁéﬁans had already heen made mlaﬁ;;c to
individuul issues of the Magazine.’ T;Th'dﬁf s&ut_iun G, subpart “a”, the Society
descﬁhed.rhe' wurk (the CN G)asa “Comﬁilﬁﬁoﬁ of pre-existing material primarily
pictoﬁal.” Under sacﬁoﬁ “6”, subpaft"'ﬁ”, ‘which requested, "‘Materiél added to this
work, Give 3 brief, g:éncrjal_'s L#lmnen‘_c thhc material that has been added to this
work and in which napyrig_ht is claimed,” the Society ﬁn‘me “Brief introductory

audiovisual montage.”™ ,‘_v‘@a -Appendix A.® Thus, cven the Society admitted that the

registored work, the CNG, was A conjpiiation. Recall ihat a collective wm_'k is
mcluded in the deﬁmtmn c:f cumpﬂah on and umm aces those works wherein its
separate compunml.s are cach. thenmclves copynghtable—as are the Bequence,

Replica, and Program (the “pre-existing materials" referred to in part [only the

1 A5 noted eariier, the Suciety failed to indicato the third, and critical, element of the new
Wwork, the Program. While the storage and retrieval systern may be “transparent” tothe
unsophistitated computsr uses, it novertheless is present and integral to the operation and
presemation of i data and images viewed and accessed by the user. Giving the Society the
bene(l ol the doubt, it may not have intentionally perpetrated a frand on the Copyright Office.

14
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Rapln,d was disclosed] 'by the. Somety in sectmn “E", ) Accnrdmgly, in the wuuls of
the lagmlatwe report; “the pubhshcr [thf: Socml.y] muld nnt b e mclude [the
conmbunon (the phutugraphs)] N anew anﬂmlogy Sea m‘ other cnllactwe wark [the

CNG] ” Thus in creatmg a new work fhﬂ %nmery forfmu:.d a.ny pnv;lcgo that it

ngha‘“ have enj nyed wn;h n:e.pect to tmly onc component thereof, ﬂm Rephca

W1ﬂ1 rcspact to the Saquance and its unauthorized use s of Gmenbuxg s diver

photograph, we find that the Society has infringed upon the photographer’s
exclusive right under § 106(2) to prepare derivative works based upon his .

copyrighted photograph. “Ihe Society has selected ten preexisting works,

photographs inciuded in covers of ten issucs of the Magazine, including

W We indicate “mighs” becanse 8 persuasive argument can be madu (hat when the Roplicn
portion of the CNG was converted from text and picture images on a paye  glectronic, digital
format, the statutory definition of a *derivative work™ was not satisfivd. A “dorivative work” is
defined under § 101 as: -

a work based nwpon one or more preexisiing works, such as 2 transletion, musical :
arrangement, dramarizetion, Gotionulization, metion picturs version, sound recording, art | ' |
_-yeproduction, ahridgmen, condensution, or auy other form in which a work may be - :
recast, iransformed, or adagned, A wurk vonsisting of cditorial revisions, annotations,
,elabnrahnns or other modifications wluuh, as a2 whale, ropresent an ongma.l wonk: uf
' autlmmhlp, ir a “derivative work™, - o _

{Empharis added). Nu!e that in urdr.tr tu qnahfy as a dcnvahw wnrk, the reault:ng work
(including “revisions™) afler Lransfonmation must gualify s an “original work of autharship.”
"Fhns, the mere electronic digilal i¢produstion that repregents the Replicz may not quality a8 a
derivative work, and thus not violats Grecnberg’s exclusive right to prepare derivative works.
under § 106. Sue supra note 10, This derivative-works issue may be addressed hy the Supreme
Court in Tagini v. New ¥ork Times Co,, 972 F.Supp, 304 (SD.N.Y. 1897), rav’d 206 F.3d 161
(2d Cir. 2000), g, mxanted, 69 U.S.L,W. 3312, 3316 (U.5. Nov. 6, Z0IK) (No. 00-201), But
here, av explained abovc, we have far more than a mere reproduction in another medium.

o 15
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Crac:ibqrg_‘ 5, and fransformed them into a moving vi snﬂ sequence that murphs une
inio the .othe_i over a span of appmxima_lﬁly 25 s;mnd.s.. Morcover, the Saciety
repusitioned G‘r:cnbcrg?s photog:aph from a horizontal pj.re:L».'.ﬂ.m:aﬂl:ilcnjx= é;f_ the diver into
a vemcal jpresen_tatiun of tﬁa.t. diver. Manifestly, this Sequence, an aﬁlinmtcd,
transforming selestion and arrangement of p:eeﬁsﬁng_ copﬁghted phatographs .
constitutes at once a compilation, cellective work, amd, W'.lﬂl refermcE lo the
Greenberg photograph, u dﬁ:ivativc work, See Warren Publ'g, 115 F.3d at 1515
n.16, | |

- "Ihe Society argues that its use of Greenberg’s diver photograph was e fair
use under § 107 Guided by the principie_s explained in Campbell v. A,r;_lm . “Rose
Musie, Inc., 5 10 U.8. 569, 114 S.C1. 1 164 (1 994),1 we find that the Socicty has
“neither a fair use deflcuse or right, See Beteman v. Mnemonics. Jne., 79 F.3d 1532,
1542022 (11th Cir, 1996); Davld Nimmer, “An Odyssey through Copyright's

15Among the factors to be congidered in deretmining whether a use of' 4 copyrighted wurk
is a ““{air use™ are: . R ‘ '
(1) the purpose and character of the use, including wheiher sush use is of a commersial
nature or 15 fur nonprofit educarional purposes;
{2) the nature of the copyrighted works .= . S _ :
(3) the amount and subsrantality of the porivn wsed in relation to the copyrighted work
88 & whole; and :

(4) the effect of the use upon the polculial market for or value of the copyrighted wark.
17U.8.C. § 107. : . - o : ‘ o

16fn Qg,pl:_g_u‘, the Supreme Cowt iﬁdicited'ﬂm i.he _staﬁﬂqry factors in § 107 should not
| “bie troated in izoletion, one from another, All are o be exploved, and the results weighed
| together, in light of the purposes of copyright.” 510 L1.8. at 578, 114 $.C1, at 1170-71.
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Vicarious Defenses,” 73 N.Y.TUJ. L. Rxv., 162, 191 (1998). The use of the diver
p_m.;tu g,;*apl; far mﬁumdad a me;m rcprhl;ix;g or bol-;jov@zg_ of the work. As
explained above, it becaine an integral part of 2 larger, r__i:w_cq]_lecﬂya work. The

use to which the diver photugraph was put wa'a-_izlca_rlly' a tranaformative use. The

Sequence reflects the transformation of the photograph as it is fgdad_intb and outof

. the ﬁrﬁcading and following pho_tpgrapha (afler havﬁl’g I,uu_ie_-d the horizontal diver
onto a vertical axis).. The S_eqﬁenca also imegrgtgs_ the visual presentation with an
| éudio preéentation Qqnsisﬁng of copyri ghtahle mu_s_.ic, '.I‘l;e resultant moving and

mufphiﬂg visual creation trﬁnsmnds a usc that_is Yair within the context of § 107,
Mnreﬁr_er,: while ﬁe CNG is a product that may sérvgaducatimal purposes, it is
marketed o the public at book sfures, specialty stores, and nvm-_'thc Internet. The
S_oc.icty.is a nnh-proﬁ_t nrgé:ﬂzﬁt_iun, but its subsidiﬁry Naﬁonal*_(iadgmptﬁc

* Enterprises, which markets and distributes the CNG, is nu l; the sale of e CNG is

| tlearly for prt_:jﬁt. : Finall_y, fhe inclusion of Grembetg"s diver photograph in the
Sedquence has effeétivéljdinﬂniéhed, if ndt exﬁngﬂishéd,— any opportunity Greenbery

might have had o license fhe photograph to other potential users, !

"lhe i:;cl.usiu:.n by the Saciety of (ireenberg’s photograph in a newly copyrighted work,
th;: Sequ_cnne:, nlea‘rly !ndmates that the Society claims certain copyright rights in the phologruph,
with which potential licensees or assignees of the photograph would Iiave W be voncerned,

17
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Alternatively, the Society contends that its use of Greenberg’s diver

‘ | p‘nomgraph, which appeared on fhe cover of the January 1962 issue of the

‘ Magazing, cﬁnqﬁm_tes a de minimic use and thus 15 not actionable. 'We find no merit
- m that argmment iﬁ_ﬂlé context of this derivative a;.1d cqﬂ;:ctivc work, the Scqueonce.
In asscssing a de mjnjmi ig defé;nse, we must examine both the guality and
quantity of the use.'® Greenberg’s photngraph is one of ten selected mmd avranged
by the Society and constitutes one-tenth of the entire Saquenué' g pro-rata share.
Thus, when companng the entire work Wlth the contrituition at issue, it clcarly
represents 2 significant por um uf the new work, This is parhculaﬂy accenmated in

a qualitative way when we cunmder that only ten covers from auniverse of some

S
[

1200 covers of the Magazme embracmg 108 Yours of pubhcatmn, Were sclactﬂd for
m;pt;:um Morcovar, the matmctmn matﬂnals that accompany tha LD-RCJM
discs mside the CNG pmduc_t bnx refer io tha Sequance;as “The Cu_m_plutp Nauunal
Geugmphm jcom™ (e:mphasm addc.d) {RI-ZU-E::.A] |

Each and every time a user m: ’rhe LN(: views S any af the 30 dlscs the uqﬁrl

views the Se.quen_ce—ﬂne _pmJ ection uf the Sequence is antomatie without any

idaa Eg’;gg; y. MacMillan, Ine . 789 H.2d 147, 162 (24 Cir, 1986) ("Even a small amount

of the origingl, if it is qualitatively significant, may he sufficient to be an infringement,™): Melty-
Goldwyn-Maver. Tne. v. Amerigan Honda Motor Co,. 500 F.Supp, 1287, 1300 (C.D.Cal. 1993)

(“{TIhe court must laak tn the quantitative and qualitative exrent of the copying involved,™),

18
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prompting from the user. Thus, the use of ﬂ:t_e Sequence in the context of t_he entire
CNGisnota gl_c_mu_n_'lg use that fails to reach the threshold of actionable copyright
iziﬁingement. The two cages principally relied upon by the wociety, Ringgold v.
E lack Enta’t -Tulﬁ_?jsiu;;a_l,glgg, 126 F.3d 70 (2:1 Cir. 1997), and Amsinck v.
Columbia Pictures Indus,, Ing., 862 ?.Supp. 1044 (8.D.N.Y. 1594), are not to the
contrary, _The -“ﬁ comic” display at the beginning of Eacﬁh disc in the CNG product
argues agatust the auggaﬁﬁun-ﬂlﬂt the use of ﬂle_»Saquem:e- mthe CNG or the use of
the Greenberg diver -phu_togmph m the Sequence is incom Sﬂ(jﬁcnﬁal. Accurdingly._.-

| bovause we find ﬂ:c-mmizthoﬁé«:d use of ﬂlﬁ: subject phﬁtogfaph to be both
qualitatively and qumtit;ﬁvély signi_ﬁcant; we reject 'ﬁm de minimis defense
advanced by the Soviely wud ils putative cu—hmfingm-s_.' | o

| | ' l]I CONCLUSION =
We f:onclude that the unauthorized uSé of the Greenberg photographs m the

CNG compiled apd authored by the Society constitutes copyright infringement that
is not excused by the privi.lége a‘ffb:ded the Sdcie.ry mnder § 201 (c). We also find

(hat e umauthorized use of Groenberg?s diver photograph in the derivative and

collective work, the Sequence, compiled by the Society, constitutes copyright
iuﬁingemem, and (hat the proffered de miniinis use defense is without merit. Upon
remand, the court below is jdi:elcted to emter judgruent on these copyright claims in

19
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favor at‘;'Gtcmb:rg. Counsel for the uppellant should submit its cloc'umcmjcd claims
for attémeys _fee_:sfel_dﬁ% to this appeal tothe dlslnctcourt for_:_review émd approval.
:We_ﬁn'dme aprpéll_am fq.bﬁ_ the p_xfe.v.ailiﬁg party on this ajppen]l and, therefore, is
cntitled to an award of costs and attorneys fees. Upon remand, the distriot court
should ascertain the amount of damages and attorneys fees that are due as well as
~ny injunctive lftﬂlit:f thial maj be appx'up;iatc. L; a.ssés_si.n:_g the .app;;op:iatcness of
injunctive :cljef; we urge the court to considér alternatives, such as maﬁdatory
license fees, in liew of foreclosing the public’s 'computcr.—aided access to this
educational and entertaining work. |

~ REVERSED and REMANDED, -

20
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HI CONCLUSION: - - - ;
* 'We conclude that the unantharized use of the Greenberg photographs i;r.l.the : E
CNG compiled and aufhorcd by the Society constitutes copyright infringement that
is not excused by the pnv:lege afforded the Soclety under § ?01 (c). We also find
lhdl L’Im un,aullmnzcd use of G'rccnbcrg s diver photograph in the derivative and
collective work, the Sequence, campilcd by the Society, constifutes copyright
mﬁ'mgemcnt .:md lhd!. the pr offered de minimis use dcfcnsc is without merit. Upon
Tﬁ% ] tha court b?%ﬂ::’f v is dm?ctad to enter iudgma_nt on these copynght clalms in ;7 A
':t‘aimr of G‘mnbcrg. ‘CUim:scl fur lhr; appcllaul.- shouid subnﬁl its documented claims
| , :for attomcys fe;e:s relutwe to ﬂns appeal to the dxstnct court for review and approval, ;
:We ﬁnd ﬂae. appeﬂant m ‘be the prevailmg party on rhm appea] and, therefnre is . | : L

S P W S LR e

:muﬂcd 10 an. award of costs and attomcys fccs Upon rernand, the district court
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-should ascertain, th_:_ amount of damages and a_t_‘tpmeys__yifggs that are due as well as
. any inj unctive reliel il 1wy, be appro priat;:e. In a_,ss_cs_éh;g the appropriateness of
injunetive relief, we.urge the court to consider altematives, such as mandatory

license fees, in licu of foreclosing the public’s computer-aided access to this

educational and cntortaining worls.,




L CONCLUSION- -~ - - . ;
' We conclude that the unzuthorized use of the Greenberg photographs mthe l
CNG compiled and authored by the Society constitutes copyright infringement that
is not excused by the pnv:lege a‘ﬂ:‘orded the-. Sociery under § ?01 (¢). We also find
(hat the unauthorized use of Grccnb::rg s diver photograph in the derivative and
collective work, the Sequence, compiled by the Society, constitutes copyright
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proropting from the user. Thus, the use of the Sequence in the context of the entire

CNG is not a de minimis usc that fails to rcanh the throshold of actionable copyright

'\..‘:\

“Infringement. The two cases pnmlpauy rehed upon by the Society, Ringgold v

b

QIS o S

Black Enin'l Television, Inc., 126 F.3d 70 (2d 01r 1997, and &M_A

2

Columbia Pictures Indug., Tnc,, 862 F. Supp 1044 (& D.N.Y. 1894), are not to the

contrary, The “ieomie” dmplay &t the beginning of each disc in the CNG produst

ERAE IS P

argues against the suggestion thet the use of the Sequence in the CNG or the use of

gy

the Greenberg diver photograph in the Sequence is inconsequential. Accordingly,
biscause we find the unauthorized use of the subject photograph to be both ;
i qualitatively and quantitatively significant, we reject the de minimis defense
advanced by the Sociely und its pulative co-infiingers
OI.. CONCLUSION

We conclude that the unauthorized use of the Greenberg photographs in the
CNG compiled and authored by the Soeiety constitutes copyright infringement that
is niot excused by the privilege afforded the Sociery under. § 201(c). We alsa find

thal (e unsuthorized use of Greenbrrg’s diver photograph in the derivative and

co]lectlve worls, the Sequence, compiled by the Society, constitutes copyright

mﬁ'mgmnt:m .mtl lhdl lhc: pmﬂm'cd de mumm use d:fensc. is without mcnt Upon

favor of Grr:enb\:rg. Cuum.cl for 1hu dppl:ﬁanl shnuld subnm its documented 013.11115

for atforneys fses reluuve 10. tlns appeal to 'r.he dmtnct court for review and approval,

We ﬁnd the appell:am tn be. the pr aﬂmg ;party :m ﬂm appe.a] and rheref‘nre i

cmlﬂed to m award of costs and attomcya fecs. Upon rc.mmd the district court.

I should ascerta.m the amount of ciamages and attomeys fees that are due as well as

- any infunctive rt:huf Lhat mdy be appmpnalc In assessmg ﬂw appxop:mtcness of

ool BRI,

injunetive relief] w_e,_urga the court to consider al‘:emauves, such 2s mandatory

license fees, in lieu of foreclosing the public's computér-aided access to this

educational and cntertaiming wark.

REVERSEY and REMANDED




I, DISCUSSION
- To_et{;aiuatg the claams of mfn nggmei;i Ia?_&;l::rl by Greenb erg against é;_e

- %ieféﬁ_dznfs,ﬁ-_ws'mi@st interprot and apply.§ 20 1(c) of the Act. That section

. vt

S | Smmib U..Q mdmcam thc; mOrd that Would SUppor‘i: e thf;oxy that National
-+ Geopraphic Enterprises or Mindscape, ncither ofwhich has § copyright Mrrest m".m?“; origina
siues Of the Magazine, somehov axe privy to the privilege in § 201(c) enjoyed by fhic Suviviy.
°Inthe Amended E'ﬂmp I amt, Greenly &fg IEfEIS o I\filﬂdscapa’s and Nabcnni Goeo gﬁphc

- Enterprises’s lahility =5 “'at least vicarious™ We construc this as zn1 allegation of confrbutory
copyright inflingement, A contrbutory capyright infinger is “one who, with knowlcdges of the -
infiinping activity, induces, caliees ox matedally contributes 1o the infringing conduct of another.”
Cable/Home Comymunication Com. v. Network Prods., Ini., 502 R.2d 529, 845 (11th Cir, 1990}

. (citations omitted), Accordingly, there can ke no contributory juftingement without & finding that
there was direct copyright intingement by another pany. Id. o - |

e roornote (S) Is VALID; How Dogs 1T IMPJCT oTHER PRODUCTS CARRIED

By NATIONAL GEDGRAPHIC ENTERPRISES THAT WERE FIRST PuBlisyey

BY THE NoT FoR PROFIT MATIoNAL GEoGRAPHIC SoCiETY,

(I.e) THE CDRomM (08 YEARs oF NATIONAL GECGRARIC MAGAFINE MALS
AND  OTHER PRODUCTS UNDER THE ENTERPRISES' BANNER

\ .



I¥. BISGUSS}:@N

To 3V31U4t° ma clazms of mfnncemem Ievalcd by Grcmb eIg agalnst the

- defendants we IﬂUbL mtm prc’c and appl Y. § 201(0} of the ACL Tha‘i: section:

oo Jro—

| SThcn: 15 Do mdcnca in fhc rcaord that would support the tb,e:ury that Nanom

o Geogmpluu Entmpnscs or I\ﬁndsc:zpe nez’cher of which has g copyright fnterest in the origwa,

issues of the Magazine, somehow are any ‘to thﬁ‘- pn‘nlega in § 201(0] e joyed b}’ 1315 SUU—‘W |

| °Tnn the Amf::aded ¢ nmplam‘i, Grsenbera‘ refars (o Ivit,ndscapc 5 and National (E—aoém?blc
. Enterprises’s liahility as “at least vicarious. h Wo construc tlus as an allegation'of confributory

mpynght 1ﬂ:ﬁ1ng$ment. A conmou‘cory mpynght mﬁmger is “one Who;, Wity ‘cﬂcwlcd@g of the -

Infitging activity, mcmce:s, cauges ox mate:nalty cnntributes 1o the infringing copdict of another,”

Cable/Home Ca . Tnie., 502 B.2d 829, 345 (11th Cir. 1990}
 (citations omittad), Accardmwty,there cary 158 1o conm‘butcxy LLLE!LJ,LOf:mcnt vnthqw.;;fafinmng that
therewas du:ec:f: copynghi mirmgemanﬁbyanotherparm d. |
,F: ECOTNOTE (5) :s UALJD How DoEs T /MPACT owé-‘e PQOBUCTS CARRI&B
By NATIONAL GEDGRAPHIC ENTERPRISES THAT WERE FIRST Paé’asﬁgb
By THE NOT FeR PROFIT MATIONAL GLoGrAPHIC SoclETy,
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II DIS CU SSIU.N

’I'o evaluate tha cla:ms of mﬁ'mgemenr Ievelcd by Grcmbarg agamst the o

- defendants s we mual. mtm prct and apply § 201(3) of the Act That secuon

,'__AA4' PR

’Thcm is m mdcnce in thc; rccord that would support the thxwry that Nanonal

E Geom'@lub Bnt:::PnSes or Mlmdscape neither of which has 8 capyright interest in the 811?11131 o
ns::uzs of the Magazmc, somehow are any to ﬂ:le pn\nlega m § 201(«:) enjoyed by Lhc Suuety

| °In the Amendeﬂ (. nmplamt, Greenherg refars Lu Mndscapc 5 and Nab.cn.al Geographlc | |

.--;'Entcrpnses 8 ha!m hty 25 *"at Ieast vicaricus.™ 'Wc construc this asan aﬂcga’qon of contn‘buwry

!:opynght mﬁ-mgement. A contnbutory mpyn ght infringer is “one who, with knowlcdge of the -
- mﬁmgmg antmty, mdnces, eauees ox materially cnnm“butcs to the infringing vondoct of another.” o

&, 502 .2 529, 345 (11th Cir. 1990)

(citations omitted), A.ccordmgly, there can e uo contributory lu.ﬁulgemcnt thhc:ut & ﬂndmg that_' E
o thers was du-ect coPynght mirmgement by another parl:y Id. o - R




I, DISCUSSION
To evaluate tha c!a:ms cf mﬁ'mgemenr Ievelud by Grcmbcrg ag :amst the

E defendants wa I'HUbl. mtm pn:*t and apply § 201(0) of the Act. That section

gk - e ool

, | “I‘hcm:: 15 1o mdcma in thc record that would support tha theury that Natonal |
- Geogmpluu EJlt::l‘ancs or Mmdscape nefcher of which Mas g copyright interest in the 01'1211131
issues of the Magazmc, somehow are pnvy 'to the pnwlega in § 201(0] eDj joyed by Lhc Suuety

- In the Amended [ nmplamt, Greenherg refars lo Mmdsca_po s and National Gaogmpblc
§ _Ent::zpnsas s liability as “'at least viearious.™ Wo gonstruc this as an allegation of contn'butory

| mpynght mﬁmgement. A conmbutory copyri ght infringer is “one who, witly kuuwlcdgc of the -
infiimping activity, induces, catises ox materially contributes to the infringing vonduct of another.”
Cable/Home Comypunication Corp. v. Network Prods., Tne., 502 F.2d $29, 845 (11th Cir. 1990)

~ (citations omitted), Accordingly, there can be no contributory m.ﬁuxg&nlcnt mthout a ﬁndmg that
there wWas dzrect coPynght mi:zmgem ent by anothe.r paty. Id. | |






