
ABSTRACT
Obtaining international patent protection for an inven-
tion can present a significant financial commitment for an 
early-stage company, entrepreneurial venture or not-for-
profit organization with a limited budget for intellectual 
property management. This chapter examines the use of 
patent application filings under the Patent Cooperation 
Treaty (PCT) to delay, consolidate, or minimize the costs 
of patenting overseas. Using the PCT to file internation-
ally enables a patent applicant to delay, generally for up 
to 30 months after the first (priority) filing date, strategic 
decisions about the countries in which to pursue patent 
protection. The delay offers a significant advantage, since 
it allows the applicant more time in which to evaluate 
commercial demand for the invention, the likelihood of 
its success in overseas marketplaces, and the likelihood of 
obtaining a patent grant in a particular country, prior to 
filing national-phase patent applications in the countries 
in which patent protection is sought.
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initial drafting of the application through prosecu-
tion of the patent application, allowance, issuance, 
and post-issuance maintenance of the patent, can 
easily run from US$30,000 to US$50,000 in legal 
and patent-office fees. Should patent protection 
for an invention be sought in more than one coun-
try, the costs of international patent procurement 
can multiply accordingly. Since the costs associated 
with obtaining patent protection are so significant, 
IP protection strategies that delay, consolidate, or 
minimize costs are advantageous.

The Patent Cooperation Treaty (PCT) is an 
important IP protection tool that can be used to 
confront the financial challenges associated with 
international patent protection. By facilitating 
the filing in any number of PCT member coun-
tries of parallel patent applications, a PCT patent 
application offers a valuable means of managing, 
delaying, or consolidating the costs of interna-
tional patent protection for a given invention. 
The PCT can buy time to strategically evaluate 
the overall potential value of an invention, that is, 
provide time within which to make an informed 
decision as to how to best proceed.1

The challenge of managing the costs of pro-
tecting IP so that the IP becomes a commercial 
asset—and not a financial liability—is one that is 
faced universally by technology managers. An en-
terprise that has developed (or acquired) IP must 

CHAPTER 10.7

1. InTRoduCTIon
Obtaining international patent protection for an 
invention can present a significant financial com-
mitment, especially for small or early-stage com-
panies, entrepreneurial ventures, not-for-profit 
organizations (such as universities and charitable 
organizations), and independent inventors. Such 
entities usually have to conserve their financial re-
sources while striving to build, maintain, protect, 
and expand their intellectual property (IP). The cost 
of procuring a national or regional patent, from the 
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decide at the outset whether that IP is worth 
protecting with a patent. The costs and benefits 
of patent protection must be carefully analyzed. 
Although a discussion of such a cost-benefit 
analysis is beyond the scope of this chapter, it is 
worth noting here that a granted patent generally 
“protects” the subject IP only to the extent that it 
confers to the patent owner the right to enforce 
the patent, that is, to exclude others from making 
the invention, using it, importing it, and so forth. 
In conducting a cost-benefit analysis, an enter-
prise may decide that the total expected value of 
a particular piece of IP simply does not merit the 
expense of obtaining a patent and enforcing the 
rights the patent confers. 

The patent applicant (or IP owner) must de-
termine the merits of the invention, the commer-
cial demand for the product or process provided 
by the invention, the likelihood of its success in 
the marketplace, and whether protection should 
be sought in a particular country.2 The applicant 
must also determine, preferably with the advice 
of a patent attorney, patent agent, or other profes-
sional with expertise in patent law, the likelihood 
that the patent application would succeed in the 
patent office of a particular country or region and 
whether that national patent office would decide 
that the invention meets its requirements for pat-
entability and, thereby, grant a patent. 

Ideally, these analyses are conducted prior to 
selecting specific countries in which to file pat-
ent applications. Thus, any strategy that extends 
the time limit for filing a patent application in a 
country, while preserving the priority (first filing) 
date for the application, potentially gives the pat-
ent owner more time for analysis and decision-
making before making the financial commitment 
to seek patent protection abroad.

For patent owners and other entities with 
a proprietary interest in the subject matter to be 
patented, but without large budgets for patent 
portfolio development (for example, not-for-profit 
organizations, universities, regional technology in-
cubators, and agricultural cooperatives), extending 
the time limit for filing a patent application can 
provide a much-needed opportunity to stimulate 
investment and technology transfer. The extended 
time period afforded by filing an international 

PCT application, as described below, is increas-
ingly recognized by developing countries as an 
opportunity to publicly promulgate an invention 
with “patent pending” status, to identify and nego-
tiate with potential corporate sponsors, investors, 
licensees, and others involved in technology devel-
opment and commercialization and to stimulate 
further domestic inventive and related technologi-
cal activities.

2. AppRoACHES	To	InTERnATIonAL	
pATEnT	pRoTECTIon

There are three basic approaches to procuring in-
ternational patent protection on an invention.3 
The first approach, and the most expensive, is 
to file (usually on the same day) separate patent 
applications in the national patent office of each 
country or region4 in which protection is sought.5 
The drawback of this approach is that legal and 
filing fees for each country begin to accrue as 
soon as the application is filed.

The second approach for filing internation-
ally is to file a patent application in accordance 
with the Paris Convention for the Protection of 
Industrial Property.6 Taking this route, the ap-
plicant files a patent application in a single Paris 
Convention member country7 (usually required 
to be the country of residence of at least one of 
the inventors), which establishes a first or priority 
filing date for the application. The applicant can 
then delay filing in other Paris Convention coun-
tries for up to 12 months after the priority filing 
date. Member countries of the Paris Convention 
agree to recognize the priority date of a patent 
application filed in one member country and 
to give the benefit of that priority date to cor-
responding applications in all member countries. 
This approach delays the costs associated with 
international patent procurement for one year. 
Procurement costs initially accrue in the coun-
try of first filing, and then, up to one year later, 
the costs associated with filing applications in the 
other Paris Convention countries begin to accrue 
(Figure 1).

The third and least-expensive approach, 
which is the primary focus of this chapter, is to 
file a single “international” application under the 
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auspices of the PCT. Of the three approaches, fil-
ing a PCT patent application is, financially and 
strategically, the most advantageous for manag-
ing, delaying, or consolidating the costs of inter-
national patent procurement. Filing a PCT pat-
ent application allows the applicant to delay, for 
up to 18 months after the filing the application 
or in most cases, for up to 30 months after the 
filing of the first (priority) application, strategic 
decisions about which countries to pursue patent 
protection in. The delay provides a significant ad-
vantage, since it allows the applicant more time 
to evaluate the commercial strength and viabil-
ity of the invention prior to filing national-phase 
patent applications in the countries in which pat-
ent protection is sought. 

�. THE	pATEnT	CoopERATIon		
TREATy	(pCT)

The Patent Cooperation Treaty (PCT) is a coop-
erative agreement entered into by more than 130 
countries (called PCT contracting states) with 
the purpose of bringing international conformity 

to the filing and preliminary evaluation of patent 
applications,8 both simplifying and making more 
economical the process of seeking patent protec-
tion in other countries. An applicant does not ap-
ply for an “international” patent by filing an ap-
plication under the PCT. The World Intellectual 
Property Organization (WIPO), which adminis-
ters the processing of PCT applications, does not 
grant international patents. Instead, the PCT fil-
ing process produces a single patent application 
that has been vetted for compliance with filing 
formalities and that has undergone a preliminary 
search and evaluation. This single application can 
then be transmitted to the national patent offices 
of as many PCT member countries as the appli-
cant chooses, for filing as a national-phase appli-
cation in that country. The PCT thus streamlines 
and consolidates the process of seeking patent 
protection in more than one country into a single 
series of steps and a single set of preliminary re-
quirements (see Section 4). 

Filing international applications with the 
PCT is becoming increasingly popular. In January 
2005, the one millionth PCT application was 

Figure 1: Traditional Filing Route under Paris Convention 
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filed, with the doubling time for numbers of ap-
plications filed having gone from 22 years (for the 
first half million applications) to just 4 years (for 
the next half million applications).9

�.1 Non-PCT	member	countries
More than one hundred countries, however, are 
not members of the PCT, including a number 
of countries in Asia (for example, Cambodia, 
Nepal, Pakistan, Thailand), South America (for 
example, Bolivia, Chile, Guyana, Paraguay, Peru, 
Suriname, Uruguay, Venezuela), Central America 
(for example, Panama), the Middle East (for 
example, Iran, Iraq, Jordan, Kuwait, Lebanon, 
Saudi Arabia, Yemen), and Africa (for example, 
Ethiopia, Rwanda, Somalia). To obtain patent 
protection in nonmember countries, a patent 
application must generally be filed directly with 
the national (or regional) patent office.10 Since 
patent protection involves complex questions of 
law, the applicant is well-advised to consult with 
patent counsel familiar with local patent law, in-
ternational Paris Convention patent practice, and 
international PCT patent practice before filing a 
patent application, especially if applicants are ei-
ther residents of non-PCT contracting states or 
inventions were made in non-PCT contracting 
states. For example, if all of the applicants on a 
patent application are residents or nationals of 
non-PCT countries, then an application filed 
with the PCT is generally denied an international 
PCT filing date.

In general, if the application is first filed in 
a country that is not a member of the PCT but 
is a member of the Paris Convention,11 then the 
applicant will be ineligible to file a PCT appli-
cation but may choose to file additional applica-
tions in the national patent offices of other Paris 
Convention member countries within 12 months 
of the filing (priority) date of the first application 
(Section 2, second approach, above).

If the application is first filed in a country 
that is not a member of the PCT or the Paris 
Convention, then the applicant will be ineligible 
to file a PCT application, or an application under 
the Paris Convention in Paris Convention mem-
ber countries, within 12 months of the filing (pri-
ority) date of the first application. The applicant 

will be obliged to file a separate patent application 
(usually on the same day) in the national patent 
office of each country or region in which protec-
tion is sought (Section 2, first approach, above). 

�.2 Costs	associated	with	filing		
a	PCT	patent	application

Filing a PCT patent application entails paying a 
single set of filing fees, as opposed to multiple filing 
fees for each country in which patent protection 
is sought. Currently, PCT filing fees are approxi-
mately US$1100 for filing an application (with a 
fee reduction for filing electronically online or via 
other electronic media), from US$200 to US$2100 
for a search of prior art publications (depending on 
which international searching authority performs 
the search), and a nominal transmittal fee (around 
US$300) charged by the PCT receiving office. The 
applicant can also elect to file a demand (request) 
for international preliminary examination of the 
application, which entails an additional fee of ap-
proximately US$600 to US$750.

�.� PCT	filing	consolidates	and		
delays	patent	prosecution	costs

Filing a patent application under the PCT con-
solidates or eliminates the duplication of costs 
associated with multiple filings in multiple coun-
tries and enables the applicant to submit a single 
patent application in a single language and in a 
format that conforms to the requirements of all 
the national patent (or regional) offices of PCT 
contracting states. The added burden and expense 
of translating the application and of filing it in a 
particular format for a particular national patent 
office is thus avoided. 

During the international phase of its pendency, 
a PCT application undergoes a preliminary evalua-
tion that comprises an international search for prior 
art publications, a written opinion and a prelimi-
nary report on patentability, and optionally, a pre-
liminary examination and a second, more detailed, 
report on patentability. The applicant can then 
choose to transmit the uniform application and ac-
companying evaluation documents to the national 
patent offices of as many PCT contracting states as 
desired, in which the application enters the national 
phase of the patent procurement process. 
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By far, the most expensive aspect of interna-
tional patent procurement is the national-phase 
cost, which includes the fees paid to each national 
patent office for entrance into the national phase 
and during the patent prosecution process, the 
legal fees of local attorneys or agents to obtain a 
national patent, and the fees to the national pat-
ent office to maintain the granted patent in force. 
Filing under the PCT enables costs associated 
with the national phase to be deferred, in most 
cases for up to 30 months from the priority (first 
filing) date, while an international patent-protec-
tion strategy is formulated and decisions are made 
about which countries to seek protection in. 

�.� The	role	of	WIPO	in	the		
Patent	Cooperation	Treaty

WIPO, an international organization based in 
Geneva, Switzerland, is the administrative body 
that oversees the filing of international applica-
tions under the PCT. The International Bureau 
of WIPO administers the international phase of 
the PCT application process, prior to entrance 
into the national phase of countries in which 
patent protection is sought. WIPO receives and 
stores PCT applications, along with their associ-
ated files of patent search and examination doc-
uments and correspondence. WIPO examines 
each application for its adherence to filing for-
malities (such as the required format for the pat-
ent application, accompanying administrative 
filing papers, and fees paid). Based on this initial 
examination, the applicant may be required to 
correct any formal defects to bring the applica-
tion into conformity with the PCT format ac-
cepted by patent offices in the member states. 
The carrying out of these procedures reduces the 
costs of patent procurement at an early stage. 
Formalities defects in the PCT application that 
are identified during the international phase can 
be rectified before the application reaches the 
national patent offices and enters the national 
phase of the patent examination and procure-
ment process. Thus, separate formalities rejec-
tions by national patent offices in which patent 
protection is sought can be avoided.

WIPO is responsible for publishing PCT 
applications12 and accompanying information 

about them, which can be accessed worldwide 
via the Internet at the WIPO Web site. WIPO 
oversees translation of portions of the PCT ap-
plication and associated documents into English 
or French, also available on the Internet, and can 
provide the national patent offices of contracting 
states with application documents. 

�. opTIonS	And	STEpS	foR		
fILInG	undER	THE	pCT

�.1 Alternative	1:	File	an	international		
PCT	application	that	complies		
with	PCT	formality	requirements	
and	pay	one	set	of	fees.	

An international patent application can be filed 
under the PCT if at least one of the inventors of 
the invention is a resident of a PCT contract-
ing state. Applicants can generally file an in-
ternational PCT application with the national 
patent office of their country of residence, with 
the national office acting as a receiving office for 
the PCT. Under some circumstances, the PCT 
application can be filed directly with WIPO in 
Geneva.

The WIPO Web site provides detailed guides 
to PCT filing requirements,13 as well as a guide to 
PCT time limits14 and a PCT time-limit calcu-
lator15 to assist applicants in computation of es-
sential time limits for filing applications and for 
submissions of other required documents. Time 
limits under the PCT are measured from the 
priority date of the application (Figure 2). The 
priority date is defined in PCT Article 2(xi) as 
follows:

(xi) “priority date,” for the purposes of computing 
time limits, means: 
(a) where the international application con-

tains a priority claim under Article 8 [of 
the PCT], the filing date of the application 
whose priority is so claimed; 

(b) where the international application con-
tains several priority claims under Article 
8, the filing date of the earliest application 
whose priority is so claimed; 

(c) where the international application does 
not contain any priority claim under 
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Figure 2: PCT Time limits
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Time limits for international PCT applications filed on or after 1 January 2004. 

• “Month 0” corresponds to the priority date, the date of earliest filing of a local, regional or 
national application. An international PCT application claiming priority to the priority date 
must be filed prior to the expiration of 12 months from the priority date. 

• Approximately 16 months after the priority date, the international search report and the 
written opinion are issued by the international searching authority (ISA). 

• Approximately 18 months after the priority date, the application is published. 
• In countries that have not withdrawn their notifications of the incompatibility of the time limit 

under PCT Article 22(1) with applicable national law, a demand for international preliminary 
examination should be filed prior to the expiration of 19 months from the priority date, if the 
applicant wishes to postpone entry into the national phase. Otherwise, a demand may be filed 
for up to three months from the date of transmittal of the international search report and 
written opinion of the ISA, or 22 months from the priority date, whichever expires later. 

• The international preliminary report on patentability (Chapter II) is issued by the international 
preliminary examining authority (IPEA), approximately 28 months from the priority date. 
Unless an international preliminary examination report is established under Chapter II, the 
International Bureau of WIPO issues a report on behalf of the ISA that has the same contents 
as the written opinion. This report, the international preliminary report on patentability 
(Chapter I), is communicated to each designated national-phase office not before the 
expiration of 30 months from the priority date. 

• The national phase usually must be entered prior to the expiration of 30 months from the 
priority date. Some countries make provisions for entering the national phase later than the 
PCT 30-month time limit (see endnote 15). As with all deadlines mentioned in this chapter, the 
PCT articles, rules, applicant’s guides, and the PCT time-limit calculator should be consulted, 
and deadlines should be confirmed by a qualified patent attorney or agent.

• For all designated states to which new Article 22(1) of the PCT does not yet apply, the applicant 
must decide whether to file demand by 19 months or to enter national phase by 20 months. 
As of 26 June 2006, these countries maintain reservations to the new Article 22(1) timing: 
Switzerland, Lithuania, Sweden, Tanzania, and Uganda. 

Source: Modified after the U.S. Patent and Trademark Office.17 
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Article 8, the international filing date of 
such application[.]16

The time limits are based on the earliest pri-
ority date of the PCT application and include:

• time limit for submission of the priority 
document on which the priority date of the 
PCT application is based

• earliest potential date for international 
publication of the PCT application, which 
is usually 18 months after the priority date

• time limit for a demand for international 
preliminary examination

• time limit for entry of the application into 
the national/regional phase

�.2 Alternative	2:	File	a	national		
application	first	and	then	a	PCT	application	
within	12	months

Once a PCT application is filed, the applicant 
has up to 18 months to delay before deciding 
to enter the national phase and file national 
applications in one or more PCT contracting 
states (Figure 2). To delay even further the time 
between the first filing (priority) date of an ap-
plication and entry into the national phase, the 
applicant has the option of filing a national ap-
plication first, and then, up to 12 months lat-
er, filing a PCT application claiming priority 
to the national application. Laws of individual 
PCT contracting states generally require that if 
an applicant desires to file a patent application 
and the invention was made in a particular state, 
then either a national patent application must be 
filed in that state (and generally, a foreign filing 
license obtained) before the application is filed as 
a national application in other states, or an inter-
national PCT application must be filed directly 
with a PCT receiving office. 

During the 12-month period following the 
filing of the priority application, the applicant 
can choose to file one or more additional national 
applications, as new refinements or embodiments 
of the invention are developed. A PCT applica-
tion must be filed no later than 12 months after 
the filing date of the first application, however, to 
claim benefit of that earliest application’s priority 
date. 

The PCT application, however, can incor-
porate the disclosures of, and claim priority to, 
all the national applications directed to that 
invention that were filed during the previous 
12-month period. The disclosure and claims of 
the PCT application may therefore differ from 
those of the priority application(s) preceding it 
in the patent family.18 The PCT application can 
also include new disclosure pertaining to the in-
vention (for example, a description of new em-
bodiments of the invention) or new claims that 
were not set forth in any of the priority applica-
tions. However, to obtain benefit of an earlier 
priority date, a new claim included in the PCT 
application must be supported by the disclosure 
of the priority application filed on that date.

After filing the PCT application, the appli-
cant has, as described above, up to 18 months 
to delay before deciding to enter the national 
phase and to file national-phase applications in 
separate PCT member countries. Hence, the ap-
plicant can delay for 12 months plus 18 months, 
or in most cases up to 30 months, after the filing 
of the initial priority application before entering 
the national phase in a desired PCT contracting 
state.19 In the meantime, the applicant can use 
this delay to advantage, and take the time to eval-
uate the merits of seeking protection in specific 
countries and to delay the assessment and accrual 
of patent prosecution fees in multiple countries.

Hence, with this approach:
• A national patent application is filed in the 

patent office of a PCT contracting state 
(member country), establishing the priority 
(first filing) date. This national application is 
sometimes referred to the priority application.

• Within 12 months after the priority date, 
a PCT application is filed and enters the 
international phase.

• Within 18 months of PCT filing, or within 
30 months of the priority date, the PCT 
application enters the national phase of se-
lected PCT member countries.20

�.� Designating	countries	in	which		
to	file	a	national-phase	application	

When a PCT application is filed, all contract-
ing states that are bound by the PCT to the 
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international filing date are designated, by de-
fault, as potential venues for filing subsequent 
national-phase applications.21 Before the expira-
tion of the 30-month time limit after the priority 
date, the applicant can select a specific subset of 
the designated states for actual filing of national-
phase applications with national patent offices. 
The transmittal to, and filing of, the international 
PCT application with the national patent office 
of a contracting state is known as entering the na-
tional phase of international patent prosecution 
(Figure 2). By filing under the PCT just before 
the expiration of the 30-month time limit, the 
applicant delays examination of the application 
for patentability by a national patent office signif-
icantly past the point at which national examina-
tion would normally occur had application been 
filed directly with the national patent office. 

The prosecution phase of a national-phase 
patent application can become very expensive. 
It can take several years of interaction between 
the patent attorney and the patent examiner dur-
ing the examination proceedings and cost tens of 
thousands of dollars (US$) in attorney costs and 
national-patent-office prosecution fees, before 
patent claims are possibly allowed and the appli-
cation issues as a patent. If patent prosecution is 
undertaken in more than one country, then the 
costs of obtaining patent protection multiply ac-
cordingly. Thus, one of the chief advantages of 
filing under the PCT is the permitted delay of up 
to 30 months after the priority date to enter the 
national phase. 

�.� PCT	international	search		
report	and	written	opinion

Prior to publication of the PCT application 18 
months after the priority date, and during the 
international phase, a PCT international search-
ing authority (ISA) conducts a search of the in-
ternational technical literature to identify patent 
publications, technical publications, and other 
prior art references that are material to patent-
ability of the claimed invention. Current ISA’s 
are the European Patent Office and the nation-
al patent offices of Australia, Austria, Canada, 
China, Finland, Japan, the Republic of Korea, 
the Russian Federation, Spain, Sweden and the 

United States. The ISA conducts the search ac-
cording to search standards set by the PCT and 
compiles an international search report contain-
ing a list of references that are deemed material 
to patentability. For each reference, the search re-
port states the patentability criteria (for example, 
novelty, nonobviousness or inventive step, and 
industrial applicability) for which the reference 
is considered material. The ISA issues a written 
opinion that accompanies the search report and 
that states whether the invention appears to be 
patentable based on the results of the search.

The international search report and the writ-
ten opinion provide the applicant with an early 
indication of the likelihood of success in obtain-
ing a patent based on the claims as filed. This 
early indication is another significant advantage 
of filing under the PCT. In view of the search re-
port and the written opinion, the patent claims 
can be amended by the applicant to better dis-
tinguish the invention from the prior art before 
the application enters the national phase. Thus, 
the possibility of having the same claims rejected 
by multiple national patent offices for the same 
(or similar) reasons can be minimized or avoided. 
The added legal and administrative expense of fil-
ing separate claim amendments in each national 
patent office can also be avoided.

Another distinct advantage is that the ap-
plicant may submit to WIPO informal written 
comments addressing, and possibly rebutting, the 
reasoning and conclusions set forth in the writ-
ten opinion. This enables the applicant to begin 
creation of a prosecution record for the applica-
tion that sets forth reasons for patentability of the 
claims, and that accompanies the application as it 
enters the national phase in each country and is 
examined by each national patent office. 

The applicant (as explained in Section 4.5) 
also has the option to file a demand and to pay 
for an international preliminary examination 
(a Chapter II examination), which is a more de-
tailed evaluation of the patentability of the claims 
that results in the issuance of an international 
preliminary report on patentability (IPRP 
Chapter II). The time limit for filing a demand 
is three months from the date of transmittal of 
the international search report and the written 
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opinion, or 22 months from the priority date, 
whichever comes last.22 

If the applicant does not file a demand for 
international preliminary examination, the ISA’s 
written opinion will be subsequently converted 
into an international preliminary report on pat-
entability (IPRP Chapter I), which is sent, along 
with the applicant’s informal comments respond-
ing to the written opinion, to each of the patent 
offices selected for national-phase entry, not be-
fore the expiration of 30 months from the prior-
ity date. 

Thus, when the national phase is entered in 
each country, each national-phase patent applica-
tion is accompanied by the same search and in-
ternational preliminary report(s) on patentability 
(a Chapter I report, and optionally, a Chapter II 
report, depending on whether international pre-
liminary examination has been elected or not). 
This significantly reduces the search and exami-
nation effort required for each separate national 
patent office.

�.� International	preliminary	examination
If an applicant requests and pays the additional 
fee for international preliminary examination, 
then a second, more-detailed evaluation of the 
patentability of the claims is conducted by a PCT 
examiner associated with one of the internation-
al preliminary examining authorities (IPEAs), 
which are the same as the international search-
ing authorities (ISAs) described above. A demand 
(request) for international preliminary examina-
tion may be made at any time prior to (a) three 
months from the date of transmittal to the ap-
plicant of the international search report and the 
written opinion or (b) 22 months from the earli-
est priority date (whichever is later). 

The international preliminary examination 
provides a formal opportunity for the applicant to 
respond to the reasoning and conclusions of the 
PCT examiner, as set forth in the written report 
or the international preliminary report on patent-
ability (Chapter I), regarding patentability of the 
claims, and to set forth on the record amended 
claims and arguments for patentability. The inter-
national preliminary examination concludes with 
the issuance, by the PCT examiner, of a second or 

international preliminary report on patentability 
(Chapter II), which is transmitted to the national 
patent offices. The international preliminary re-
port on patentability (Chapter II) will be issued 
by the IPEA, in general, at around 28 months 
from the priority date (see Figure 2).

This creation of a formal-patent prosecution 
record prior to national-phase entry further re-
duces the duplication of efforts of each separate 
national office in performing a separate prelimi-
nary examination and the expense incurred by 
the applicant in responding to the results of each 
such national examination. The international pre-
liminary report on patentability (Chapter II) ac-
companies the patent application as it enters the 
national phase, which can further reduce the du-
plication of examination efforts in each national 
patent office. It also can serve to consolidate and 
focus the prosecution strategy for the application 
and avoid the duplication of efforts by patent at-
torneys or agents prosecuting the application in 
each country. 

Although national patent offices have no le-
gal obligation to consider the reasoning and con-
clusions of the international preliminary reports 
on patentability (Chapters I and II), they will 
frequently do so. Thus, international preliminary 
examination is a means to reduce the effort ex-
pended on separate examination of the same ap-
plication in various national patent offices, and 
hence to reduce the applicant’s legal fees associ-
ated with separate examinations. For example, 
examiners in several national patent offices may 
have the same basis for objection to (or rejection 
of ) the same group of claims in the application, 
and the applicant may choose to submit similar 
arguments to each examiner to overcome the ob-
jection. The examiner in each country, however, 
may respond very differently to these arguments, 
taking into account the differences in national or 
regional patent law. Thus, although a national- 
phase application may elicit similar objections in 
the initial office actions issued by examiners in 
different national or regional patent offices, there 
may be much less conformity in the subsequent 
prosecution history of the application as the ap-
plication progresses through the various patent 
offices. In patent offices of countries that have less 
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capacity or resources for patent examination, how-
ever, patent examiners may rely on IPRPs more 
extensively. Thus, the IPRPs can have a greater 
influence on the patent claims that eventually are 
granted in those countries, thus promoting some 
similarity or uniformity in the claims granted in 
various countries.

Furthermore, the PCT examiner who is-
sues the written report or the international pre-
liminary report on patentability (Chapter I), 
and who performs the optional international 
preliminary examination and issues the more-
detailed international preliminary report on 
patentability (Chapter II), may be the same per-
son and be assigned to examine the application 
during the national phase. For example, the ex-
aminer who examines a PCT application sub-
mitted to the U.S. receiving office may be the 
same person who examines the corresponding 
application filed with the United States Patent 
and Trademark Office (PTO). This also avoids 
duplication of efforts and can result in a more 
thorough and informed evaluation by the pat-
ent examiner, who has previous experience with 
the application during the international phase.

�.� National-phase	entry
National-phase entry of a PCT application re-
quires, by the end of the 30th month after the 
first priority date of the application, that the 
applicant selects the PCT contracting states in 
which to file a national phase application, files an 
application with each national-patent office, pays 
the associated national filing fees, and, under cer-
tain circumstances, furnishes a translation of the 
application.23

An advantage of filing a national-phase ap-
plication, as opposed to filing a national appli-
cation directly with a patent office, is that the 
applicant can use information acquired during 
the PCT international phase to strengthen the 
application upon entry into the national phase. 
The applicant can use information derived from 
the written opinion and the international pre-
liminary report(s) on patentability to plan which 
claims to amend or eliminate prior to entry into 
the national phase. In countries that charge fil-
ing surcharges for claims in excess of a prescribed 

number, such surcharges can be reduced or 
avoided.24 For example, the United States charg-
es significant surcharges for independent claims 
in excess of three or total claims in excess of 20 
in an application. Under the PCT, there is no 
claim limit or charge for excess claims. Hence, an 
applicant planning a subsequent U.S. national-
phase entry can choose to include a large number 
of contemplated claims in the PCT application 
and then consider the results of the PCT evalua-
tion from the international phase and amend or 
eliminate claims accordingly.

�. SuMMARy	And	ConCLuSIonS
Filing a patent application under the PCT en-
ables the applicant to delay strategic decisions 
about where to pursue patent protection by:

• consolidating patent prosecution costs: sin-
gle-application format, language, and set of 
fees 

• providing the applicant with preliminary 
feedback regarding patentability of the 
invention

• providing the applicant with the opportu-
nity to present arguments for patentability, 
to amend claims, and to strengthen the ap-
plication prior to filing with national pat-
ent offices 

• enabling the applicant to delay filing the 
application in individual national patent 
offices for up to 30 months after the first 
(priority) filing date

• delaying prosecution costs of filing applica-
tions in multiple countries

• streamlining the process of filing applica-
tions in multiple countries

Delaying international patent prosecution 
provides more time to determine:

• the value of IP to applicant or owner
• the strength of commercial demand abroad
• which claims in a patent application are 

likely to be patentable
• which countries are most attractive for pur-

suing patent protection 
• the likelihood of obtaining a patent grant 

in target countries. n
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1 This chapter reflects the present considerations and 
views of the author and provides information for edu-
cational purposes only. It is not intended to constitute 
legal advice or to substitute for obtaining legal advice 
from a lawyer about a particular legal issue. Legal ad-
vice needs to be tailored to specific circumstances, and 
readers are therefore urged to consult directly with a 
lawyer for assistance regarding their particular legal 
issues.

2 See also Radack DV. 1992. Patents Outside of the U.S.: A 
Cost-Effective Approach. JOM 44(4): 62. www.tms.org/
pubs/journals/JOM/matters/matters-9204.html.

3 World Intellectual Property Organization (WIPO). 
2006. WIPO Publication, No. 433(E): Protecting Your 
Inventions Abroad: Frequently Asked Questions about 
the Patent Cooperation Treaty (PCT). WIPO: Geneva, 
Switzerland. www.wipo.org/pct/en/basic_facts/faqs_
about_the_pct.pdf.

4 Examples of regional patent offices include African 
Regional Industrial Property Organization  www.aripo.
wipo.net/index.html; Eurasian Patent Organization 
www.eapo.org/index_eng.html; and the Gulf 
Cooperation Council www.gulf-patent-office.org.sa. 

5 Since patentability is based, in part, on novelty and 
nonobviousness of an invention, patent applications 
on the same invention should be filed on the same 
day and should not be spaced out (filed in different 
countries at different times).

6 Articles of the Paris Convention for the Protection of 
Industrial Property can be viewed online at  www.wipo.
int/treaties/en/ip/paris/pdf/trtdocs_wo020.pdf.

7 Many, but not all, members of the Paris Convention 
are also members of the PCT (and vice versa). List of 
Paris Convention contracting parties (currently 170) 
can be viewed online at www.wipo.int/treaties/en/
ShowResults.jsp?lang=en&treaty_id=2.

8 Articles of the Patent Cooperation Treaty (PCT) can be 
viewed online at www.wipo.int/pct/en/texts/pdf/pct.
pdf. PCT Regulations, including rules and requirements 
for filing applications, time limits, and so on, can be 
viewed online at www.wipo.int/pct/en/texts/pdf/pct_
regs.pdf. A list of PCT contracting states (currently 134 
contracting states) can be viewed online at www.wipo.
int/treaties/en/ShowResults.jsp?lang=en&treaty_
id=6.

9 World Intellectual Property Organization (WIPO). 14 
January 2005. Press Release 401: WIPO Marks Filing 
of One Millionth PCT Application. WIPO: Geneva, 
Switzerland. www.wipo.int/edocs/prdocs/en/2005/
wipo_pr_2005_401.html.

10 See also World Intellectual Property Organization 
(WIPO). No stated date. WIPO Publication No. 849(E): A 

Brochure on Intellectual Property Rights For Universities 
and R&D Institutions in African Countries. WIPO: 
Geneva, Switzerland. ISBN 92-805-1097-7. www.wipo.
int/freepublications/en/intproperty/849/wipo_pub_
849.pdf.

11 See supra note 7. 

12 Languages of international publication: Arabic, 
Chinese, English, French, German, Japanese, Russian, 
and Spanish.

13 WIPO provides detailed guides online to filing under 
the PCT: World Intellectual Property Organization 
(WIPO). PCT Applicant’s Guide (Volumes 1 and II). 
WIPO: Geneva, Switzerland. Volume I is available at  
www.wipo.int/pct/guide/en/gdvol1/pdf/gdvol1.pdf 
and Volume II at  www.wipo.int/pct/guide/en/gdvol2/
pdf/gdvol2.pdf.

14 World Intellectual Property Organization (WIPO). PCT 
Timelines and Time Limits. WIPO: Geneva, Switzerland. 
www.wipo.int/pct/en/seminar/basic_1/timeline.pdf.

15 PCT time limit calculator. www.wipo.int/pct/en/
calculator/pct-calculator.html.

16 PCT Article 2. www.wipo.int/pct/en/texts/articles/a2. 
htm#_2.

17 www.uspto.gov/web/offices/pac/mpep/documents 
/1800_1842.htm.

18 The term patent family is used to designate a 
relationship between a patent application and 
its priority application(s) or other patent priority 
document(s). At least three descriptions are commonly 
used in patent practice to characterize a patent 
family:

(1) The applications or documents are directly or in-
directly linked to a specific priority application or 
document. 

(2) All applications or documents have at least one pri-
ority application or document in common. 

(3) All documents have exactly the same priority or pri-
orities in combination.

 See also European Patent Office (EPO). About: Patent 
Families at gb.espacenet.com/espacenet/gb/en/help 
/161.htm. 

19 There are a few instances in which the national law 
of a contracting state is incompatible with the PCT 
30-month time limit-rule and in which the national 
patent offices of these countries still adhere to the old 
20-month time limit for entering the national phase 
(This older rule was replaced on 1 April 2002 with the 
new time limit). In countries with a 20-month time 
limit for entry into the national phase, the limit can be 
extended to 30 months if a demand for international 
preliminary examination is made. Some countries 
make provisions for entering the national phase later 
than the PCT 30-month time limit. In these cases, if the 
applicant fails to meet the time limit to nationalize 
their PCT application within 30 months, the time 
limit can be extended upon petition and payment of 
extension fees. As with all deadlines mentioned in 
this chapter, the PCT Articles, Rules, Applicant’s Guides, 
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and the PCT Time Limit Calculator (available online at 
www.wipo.int) should be consulted in determining 
time limits and the deadlines confirmed by a qualified 
patent attorney or agent.

20 If the country in which the national (priority) 
application was filed is also selected as a country into 
which the PCT application enters the national phase, 
this essentially creates a continuation application in 
that country.

21 The PCT request form, which is one of the administrative 
forms filed with a PCT application, sets forth this 
default designation. Certain exclusion provisions 
can be selected, using the request form, to exclude a 
country from designation.

22 A demand should be filed prior to the expiration of 
19 months from the priority date if the applicant 
wishes to postpone entry into the national phase in 

countries that have not withdrawn their notifications 
of the incompatibility of the time limit under PCT 
Article 22(1) with applicable national law (see Figure 
1 and World Intellectual Property Organization). PCT 
Practical Advice 2003. www.wipo.int/pct/en/newslett/
practical_advice/pa_122003.htm.

23 The general national-phase entry requirements and 
the specific requirements for each PCT contracting 
state are described in detail in: World Intellectual 
Property Organization (WIPO). PCT Applicant’s Guide 
Volume II. WIPO: Geneva, Switzerland. www.wipo.int/
pct/guide/en/gdvol2/pdf/gdvol2.pdf.

24 See also Austin CB. 2005. Leveraging PCT Patent 
Applications to Gain Advantages in Patent Prosecution. 
www.michaelbest.com/articles.cfm?action=view&pu
blication_id=1648.




