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I. Introduction 
 
  This article concerns potential upcoming changes in United States patent law that may 
require publication of patent applications 18 months after the earliest filing date for 
which priority is sought. 
 
  Under present U.S. practice, patent applications are maintained in secrecy until the 
patent issues. However, the United States has committed internationally to begin 
publishing patent applications, and the Patent Application Publication Act of 1995 is 
presently before Congress. [n.1] While the Act has not been enacted to date, the United 
States Patent and Trademark Office (PTO) has nevertheless issued proposed regulations 
to implement the publication of patent applications in the event that the statute is enacted. 
[n.2] 
 
 
*310 II. The Current State of U.S. Law Regarding the Secrecy of Patent Applications 
 
  Currently, access to pending patent applications in the PTO is governed by  35 U.S.C. §  
122, which provides:  
    Applications for patents shall be kept in confidence by the Patent and Trademark 
Office and no information concerning the same given without authority of the applicant 
or owner unless necessary to carry out the provisions of any Act of Congress or in such 
special circumstances as may be determined by the Commissioner. [n.3] 
 
Therefore, patent applications are presently not published, and it is not possible to learn 
the contents of an application until it issues as a United States patent. 
 
  However, in certain limited circumstances it is possible to discover the status of pending 
patent applications prior to issuance. For example, when an application has been 
identified by serial number in a published patent document, or where the United States 
has been indicated as a designated state in a published international application, it is 



possible to determine whether the application is pending, has been abandoned, or has 
issued as a patent in the United States. [n.4] 
 
  Abandoned patent applications are also maintained in secrecy, unless the abandoned 
application is referred to in an issued United States patent. In this instance, the file may 
be made available to anyone who requests access.  [n.5] An abandoned file may also be 
made available to anyone who requests access where the applicant has "filed an 
authorization to open the complete application to the pub lic...." [n.6] 
 
  United States law regarding the secrecy of patent applications is in contrast with the 
applicable laws and procedures in most of the major patent offices around the world. 
[n.7] 
 
  For example, the rules of the European Patent Office (EPO) provide that an application 
is published 18 months after the filing date or priority date, whichever is earlier. [n.8] In 
the Japanese Patent Office, patent *311 applications are published, or "laid-open," 18 
months after the filing of the application. [n.9] Canada has published patent applications 
18 months from the date of filing since 1989. [n.10] Additionally, international patent 
applications filed under the Patent Cooperation Treaty (PCT) are published "promptly 
after the expiration of 18 months from the priority date of  the  application." [n.11] 
 
 
III. Proposed Revisions to U.S. Law Mandating the Publication of Patent Applications--
H.R. 1733 
 
  While the present state of U.S. law provides that patent applications are to be 
maintained in secrecy, the U.S. government has agreed to change the law and adopt a 
procedure to publish applications. The United States and Japan entered into an agreement 
on August 16, 1994, for both countries to make significant changes in their patent laws. 
[n.12] The United States agreed to publish patent applications beginning January 1, 1996. 
[n.13] 
 
  A bill to provide for the publication of patent applications was introduced into the 
House of Representatives on May 25, 1995, as House of Representatives Bill 1733 (H.R. 
1733), the "Patent Application Publication Act of 1995."  [n.14] H.R. 1733 amends 35 
U.S.C. §  122 by incorporating all of the present language of §  122 into subsection (a) of 
§  122 and adding new subsection (b) of §  122. [n.15] 
 
  *312 The proposed 35 U.S.C. §  122(b)(1) provides that, except for design and 
provisional patent applications, [n.16] all patent applications will be published:  
    [A]s soon as possible after the expiration of a period of 18 months from the earliest 
filing date for which a benefit is sought under this title, except that an application that is 
no longer pending shall not be published and an application that is subject to a secrecy 
order pursuant to §  181 of this title shall not be published. [n.17] 
 



The proposed §  122(b)(1) also provides that the patent application may be published 
earlier than the 18 month period at the request of the applicant.  [n.18] 
 
  The publication process in proposed §  122(b)(1) calls for delegating a large degree of 
regulatory power to the Commissioner of Patents and Trademarks. The proposed bill 
provides that applications are to be published "in accordance with procedures as 
determined by the Commissioner." [n.19] The bill further states:  
    No information concerning published patent applications sha ll be made available to the 
public except as the Commissioner shall determine. Notwithstanding any other provision 
of law, a determination by the Commissioner to release or not to release information 
concerning a published patent application shall be final and non-reviewable. [n.20] 
 
  The bill further provides for 35 U.S.C. §  122(b)(2), which states that upon request of an 
applicant, an application will not be published until three months after the applicant has 
received a notice of rejection under 35 U.S.C. §  132. [n.21] The bill establishes that the 
right to request a delay after a notice of rejection does not apply to applications claiming 
priority of an earlier filed foreign application under 35 U.S.C. § §  119 and 365, or to 
applications claiming priority from an earlier filing date in the United States under 35 
U.S.C. § §  119, 120, or 121. The bill provides that *313 the Commissioner may establish 
fees and procedures to carry out this section. [n.22] 
 
  Section 3 of the Act grants the Commissioner full authority to determine when a 
certified copy of a foreign priority document must be submitted to the PTO and when an 
amendment containing the reference to the foreign priority document must be submitted. 
[n.23] This Act will give the Commissioner authority to set the required submittal dates 
for priority documents in advance of the application's publication date, and thus require 
the applicant to submit these necessary documents before the publication date. 
 
  Section 4 of H.R. Bill 1733 adds subsection (d) to 35 U.S.C. §  154. The proposed §  
154(d)(1) is entitled "Provisional Rights," and provides that a patent owner shall have the 
right to obtain a reasonable royalty from any person who, during the period from 
publication of the patent application until issuance, infringes any of the published 
application's claims and "had actual notice or knowledge of the published patent 
application." [n.24] The Act also provides in §  154(d)(2) that the right to a royalty "shall 
not be available under this subsection unless the invention claimed in the patent is 
identical to the invention as claimed in the published patent application."  [n.25] 
 
  Section 5 of the Act is entitled "Prior Art Effect of Published Applications." This 
section will amend 35 U.S.C. §  102(e) to provide that a person shall not be entitled to a 
patent when the invention was described in:  
    (1)(A) an application for patent, published pursuant to §  122(b) of this title, by another 
filed in the United States before the invention thereof by the applicant for patent, or  
    (B) an international application, published pursuant to §  122(b) of this title, by another 
who has fulfilled the requirements of paragraphs (1), (2), and (4) of §  371(c) of this title 
before the invention thereof by the applicant for patent, or  



    (2) a patent granted on an application for patent by an other filed in the United States 
before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), *314 (2), and (4) of §  
371(c) of this title before the invention thereof by the applicant for patent, or.... [n.26] 
 
  Additionally, H.R. 1733 provides in §  6 that the PTO may recover the cost of 
publishing patent applications by charging a fee for publication or by increasing existing 
fees. [n.27] H.R. 1733 also includes §  8, which amends the language of various existing 
statutes to conform to the publication of patent applications. 
 
  Finally, §  10 of the Act provides that the amendments made by § §  2-7 of the Act 
"shall take effect on January 1, 1996," and will apply to all United States applications 
filed after that date, as well as all United States applications that result from international 
applications filed after that date. [n.28] 
 
  H.R. 1733 was forwarded to the House Judiciary Committee for study. On June 8, 1995, 
hearings were held by the House Subcommittee on Courts and Intellectual Property. 
[n.29] PTO Commissioner Bruce Lehman spoke at the hearings in favor of H.R. 1733 
[n.30] and stated that " e arly publication of applications decreases the likelihood that the 
technology they disclose will be overlooked as prior art" and that publication "will result 
in better examinations." [n.31] 
 
  At the time this article went to press, H.R. 1733 was still pending in Congress. 
According to some sources, the bill is effectively being blocked by Congressional 
opponents, including most prominently, Representative Dana Rohrbacher (R-Calif.), who 
oppose the publication of patent applications.  [n.32] 
 
 
*315 IV. Proposed PTO Regulations Concerning the Publication of Patent Applications 
 
  In preparation for the enactment of H.R. 1733, the PTO issued a Notice of Proposed 
Rulemaking on August 14, 1995, entitled "Changes to Implement 18-Month Publication 
of Patent Applications." [n.33] 
 
  The proposed regulations provide that a patent application will be published 18 months 
after the filing date, including the earliest date for which priority is sought, unless:  
    (1) the application is national security classified under proposed 37 C.F.R. §  5.9(b) or 
subject to a secrecy order under 35 U.S.C. §  181;  
    (2) the application has already issued as a patent;  
    (3) the application is no longer pending; or  
    (4) the application was published earlier pursuant to a petition by the applicant. [n.34] 
 
Provisional applications, design applications, and reissue applications are exempt from 
the publication rules. [n.35] 
 



  The publication under proposed regulation 37 C.F.R. §  1.306(b) will consist of the 
following:  
    (1) a "Gazette Entry" in a published "Gazette of Patent Application Notices," which 
will consist of the application *316 number, filing date, title, inventor's name, abstract, a 
drawing and representative claim, and classification information; [n.36]  
 
    (2) a "Patent Application Notice" (PAN) which contains the same information as that 
in the Gazette Entry; [n.37]  
    (3) a "Technical Contents Publication" (TCP) which contains the PAN and the 
specification, claims and drawings of the application; and  
    (4) public access to a full copy of the application and all papers in the application file. 
[n.38] 
 
On the day of publication, the PAN will be mailed to the applicant. [n.39] 
 
  As noted earlier, the proposed regulations allow for early publication upon petition by 
the applicant. [n.40] As for delayed publication, an independent inventor, under proposed 
35 U.S.C. §  41(h), who has not requested priority from an earlier filed application can, 
by petition, delay publication "until three months after an action on the merits...." [n.41] 
The petition for delayed publication must be accompanied by certification that the 
invention was not and will not be the subject of a foreign application. [n.42] The 
proposed regulations also permit an application's withdrawal from publication either by 
the PTO or at the applicant's request for any of the following reasons:  
    (1) a mistake on the part of the PTO;  
    (2) the application is national security classified or subject to a secrecy order; or  
    *317 (3) express abandonment under 37 C.F.R. §  1.138. [n.43] 
 
  As noted above, once the application has been published, a third party may obtain 
access to the entire file of the application [n.44] by payment of a fee. [n.45] Assignments 
are also available to third parties under the proposed regulations. [n.46] 
 
  The proposed regulations also reflect other changes in the prosecution of patent 
applications that are necessitated or caused by the publication process. For example, the 
rules on obtaining priority from prior filed U.S. applications, international applications 
designating the U.S., and foreign applications will be changed. 
 
  Under proposed regulation 37 C.F.R. §  1.78, applications seeking priority from a 
previously filed non-provisiona l U.S. application or an international application 
designating the U.S. must contain, or be amended to contain, a reference to the priority 
application. [n.47] If amended, this must be done within two months of the filing or 
within fourteen months of the filing date of the prior application, whichever is later. The 
reference to the priority application must be by application number and filing date, and 
must be made in the first sentence of the specification. [n.48] The same requirement 
applies to an applicant seeking priority from a provisional application under proposed 35 
U.S.C. §  111(b). [n.49] The time period for filing a priority claim from a non-*318 



provisional U.S. application, an international application, or a provisional application 
may not be extended. [n.50] 
 
  Similarly, under proposed regulation 37 C.F.R. §  1.55, to claim priority of a foreign 
application the application must contain, or be amended to contain, a reference to each 
priority application by application number and filing date. [n.51] Again, the reference to 
the priority application must be included within two months of filing or within fourteen 
months of the filing date of the priority application, whichever is later. The time period 
for filing a priority claim from a foreign application may not be extended.  [n.52] 
 
  Under certain limited circumstances, the proposed regulations permit an applicant to file 
a priority claim after expiration of the time periods designated in proposed 37 C.F.R. §  
1.55 for foreign applications, and §  1.78(a)(2) and (4) for prior filed U.S. non-
provisional and provisional applications and international applications designating the 
U.S. To file a late priority claim, the applicant must file a petition during the pendency of 
the application, accompanied by a surcharge fee and statement that the delay was 
unintentional. If made by a person not admitted to practice before the PTO, the statement 
must be verified. [n.53] 
 
  The proposed regulations also revise the rules on third party protests to pending patent 
applications to reflect the publication of applications. The proposed rules permit filing a 
protest either prior to the publication date or within two months from the date of 
publication. [n.54] In either event, the protest must be made prior to mailing the notice of 
allowance. [n.55] If filed after the application's publication, the protest must be served on 
the applicant. [n.56] Similarly, the proposed regulations also *319 revise the rules on 
public use proceedings by permitting a third party to file a petition for a public use 
proceeding either prior to the publication date or within two months from the publication 
date. [n.57] In either event, the petition must be filed prior to mailing a notice of 
allowance. [n.58] 
 
  The proposed regulations also include revisions to some of the technical formalities of 
filing patent applications. These revisions are considered necessary by the PTO in order 
to permit the publication of applications 18 months after filing. 
 
  First, the proposed regulations require that applications be legibly typed, on only one 
side of the page. [n.59] Additionally, the application must be presented in a form that 
allows it to be subjected to "electronic reproduction by use of digital imaging and optical 
character recognition." [n.60] With the exception of the drawings, the papers of the 
application must be numbered consecutively and must be on the same size paper, either 8 
1/2" x 11" or A4 size paper (21.0 cm. x 29.7 cm.). [n.61] The proposed regulations also 
make various revisions to the requirements for submitting drawings [n.62] and for 
computer program listings. [n.63] 
 
  Furthermore, the claims of the application, like the abstract, must be submitted on a 
separate sheet under the proposed rules. [n.64] The least restrictive claim should be 



presented as claim 1, [n.65] and if a claim contains a plurality of elements, each element 
should be separated by a line indentation. [n.66] 
 
  *320 The proposed regulations also provide that the applicant must file a complete 
application, including a specification, an abstract, at least one claim, an oath or 
declaration, drawings when necessary, and the appropriate fee in order to be accorded a 
filing date. [n.67] The present rules do not include the abstract in the definition of a 
complete application. [n.68] Additionally, the proposed rules state that the abstract should 
be submitted "preferably prior to the first page of the specification." [n.69] 
 
  The proposed regulations also provide that the elements of the application, if applicable, 
should be arranged in the following order:  
    (1) Utility Transmittal Form;  
    (2) Fee Transmittal Form;  
    (3) Abstract;  
    (4) Title of Invention;  
    (5) Cross-reference to Related Applications;  
    (6) Statement Regarding Federally Sponsored Research Development;  
    (7) Reference to Microfiche Appendix;  
    (8) Background of the Invention;  
    (9) Brief Summary of the Invention;  
    (10) Brief Description of the Drawings;  
    (11) Detailed Description of the Invention;  
    (12) Claims;  
    (13) Drawings;  
    (14) Oath of Declaration; and  
    (15) Sequence Listings. [n.70] 
 
  The title of each element of the application should appear in upper case writing, without 
underlining and not in bold-face print. [n.71] The proposed regulations contain similar 
rules on the arrangement of the elements for design applications [n.72] and plant 
applications. [n.73] 
 
  In the event that the application as filed does not comply with the required format set 
forth in the proposed 37 C.F.R. §  1.52(a) and (b), but otherwise complies with the 
requirements for a complete application under proposed 37 C.F.R. §  1.51, the applicant 
will be granted a filing date and will be notified by a Notice to File Missing Parts to 
submit a *321 substitute document or documents. [n.74] The proposed regulations state 
that no extensions of time will be available to respond to a Notice to File Missing Parts. 
[n.75] Similarly, no extensions of time are available for filing a response to a requirement 
for an English language transla tion of the specification. [n.76] 
 
  The proposed regulations also change the rules on filing continuation- in-part (CIP) 
applications under the file wrapper continuation procedure of 37 C.F.R. §  1.62. Under 
the proposed regulations a substitute specification and drawings must be filed for a CIP 
application if the file wrapper continuation procedure is used. [n.77] 



 
  The proposed regulations also cover issues not directly related to the publication 
process. For example, the proposed regulations revise the circumstances under which a 
patent holder can obtain extension of a patent term. [n.78] The proposed regulations also 
address the present rules regarding affidavit practice when an invention in a pending 
patent application, or a patent under reexamination, is patentably indistinct from that of a 
patent held by a single party. [n.79] 
 
  At a public hearing on September 19, 1995, the PTO received comments from the 
intellectual property community on the proposed regulations. [n.80] The comments were 
generally favorable, although some of the commentators raised concerns about certain 
regulations. 
 
  Speakers at the hearings urged that the TCP, the published patent application document, 
contain the claims in the application at the time of publication, including any added 
claims or amendments made to the *322 claims since filing. Herbert C. Wamsley, 
speaking on behalf of the Intellectual Property Owners (IPO) organization, stated that 
having the latest form of the claims in the published application document would assist in 
the study of the application for possible infringement and validity issues. [n.81] 
 
  Robert Armitage, speaking on behalf of the American Intellectual Property Lawyers' 
Association (AIPLA), added that "we believe ... that it's very important tha t what be 
available for citation, not be the application as filed but the application that was prepared 
for publication, the application that would include amendments made up to three months 
before the date of publication." [n.82] 
 
  Donald Dunner, speaking on behalf of the American Bar Association, Intellectual 
Property Law Section, urged that the PTO provide a first office action within 14 months 
of the filing for all applications. [n.83] Mr. Dunner stated as follows:  
    There are two basic reasons for the Section's position on this issue, which is that a first 
office action should be available in all cases [14 months] after the filing date. First of all, 
trade secret rights which hitherto had been protected under Section 122 of the statute will 
be given up to the extent that they had not been given up already in foreign applications 
and publications. And it is critical, our members feel, that applicants ... have the views of 
a full search report and an examination to determine whether or not they should give up 
those trade secret rights.  
    Secondly, assuming there are provisional rights between publication and the issuance 
of the patent, it is important that applicants be able to amend their claims prior to having 
the application published since the provisional rights are keyed to the application claims 
as they existed at the time of publication, and without a first office action the ability to 
know how to amend the claims will be severely limited. [n.84] 
 
 
V. Strategies for Adapting to the Publication of Patent Applications 
 



  The publication of patent applications represents a major change in United States patent 
practice. Patent attorneys should be prepared for *323 the change in the law, and should 
consider strategies for the most effective representation of their clients in view of the new 
proposed laws. 
 
 
A. Strategies for Patent Applicants 
 
  Patent applicants must be aware that patent applications will no longer be maintained in 
secrecy until the patent issues. Instead, 18 months after the earliest filing date for which 
priority is sought, the applicant will find his invention or technology open to public view. 
Patent applicants should learn to use the patent application publication process to their 
advantage. 
 
  The first strategy applicants should adopt is timely prosecution of their patent 
application. [n.85] It is in the applicant's best interest to have the published application in 
as close a form as possible to the language of the issued patent. If the invention claimed 
in the patent is identical to the invention as claimed in the published patent application, 
then under the proposed statute the applicant will be able to sue an infringer for damages 
caused by infringement between the date of publication and the issue date.  [n.86] 
 
  In addition to prosecuting the application in a timely manner, the applicant will be 
required to submit documents supporting foreign priority claims within a short period 
after the filing date. [n.87] In order for the PAN to contain assignment data, the 
assignment must be submitted to the PTO within two months of filing or 14 months from 
the earliest priority date, whichever is later.  [n.88] The drawings as originally filed must 
be in a form suitable for electronic reproduction by digital imaging. [n.89] 
 
  Once the patent application is published, the applicant should provide formal notice of 
the application to any persons it believes may be infringing the patent. As §  4 of H.R. 
1733 provides, the infringer must have actual notice of the application in order for that 
applicant to *324 obtain damages for infringement for the period dating from publication 
to issue. [n.90] 
 
  Proposed PTO regulations will allow access to the files of applications after publication. 
[n.91] Applicants should be conscious of this access and should seek to keep potential 
infringers abreast of the application process. Since the potential infringer could get access 
to the file on its own, there is no apparent drawback to advising the alleged infringer of 
the application's status. The applicant may attempt to use the continued notice of the 
application's status to influence the alleged infringer into entering into a licensing 
agreement. Alternatively, the applicant may, by continuing to give notice to the infringer 
of the status of the application, establish a record for damages for willful infringement at 
trial. [n.92] 
 
 
B. Strategies for Third Parties or Competitors of Patent Applicants 



 
  When the publication of patent applications begins, competitors of patent applicants or 
other interested third parties should scan the PTO's Gazette of Patent Application Notices 
for applications in the technologies of interest.  [n.93] For applications that claim subject 
matter that appears to read on the third party's technology, the third party should obtain 
the entire application and, perhaps, the prosecution history file. The third party may then 
conduct a detailed study of the application and its claimed subject matter. Third parties 
shouldspecifically consider the scope of the claims in the application under the doctrine 
of equivalents in view of the prosecution history. Third parties should also take note of 
the prior art submitted by the applicant and cited by the Examiner. 
 
  The present proposed regulations provide that the published version of the application 
will be a copy of the application as filed. Should the PTO adopt the suggestions raised at 
the hearings, it may publish a version of the application that includes any amendments 
made up to the date shortly before publication. [n.94] The version containing the *325 
amendments will provide a better indication of the scope of coverage provided by the 
issued application. 
 
  Under the existing regulations on filing protests in applications, third parties may take 
action in response to a published application that the third party believes does not claim 
patentable subject matter. If the third party believes that the claimed subject matter in the 
application is invalid over the prior art, the third party may submit prior art, with a short 
statement of its relevance, in opposition to the published application. [n.95] 
 
  If the third party believes that the subject matter claimed in the application is not 
patentable because of a public use or on sale bar under 35 U.S.C. §  102, the third party 
may petition for a public use proceeding.  [n.96] However, prior art submissions or the 
request for a public use proceeding must be made within two months of the publication 
date. [n.97] Hence, third parties must be timely in their review of published applications 
and in their submission of prior art or other protests. After submitting protests, third 
parties should then keep abreast of the prosecution of the case by the applicant by 
monitoring the file wrapper of the application. [n.98] 
 
  A third party should also consider obtaining opinions of counsel on whether the claims 
of a particular application will, if the application issues, read on the third party's 
invention. Third parties should also seek additional legal opinions on whether the claims 
of the application, if issued, would be valid. 
 
 
VI. Conclusion 
 
  In light of the United States agreement with Japan and the almost uniform practice in 
foreign patent offices, it is likely that legislation, in some form, may eventually be 
enacted to require the publication of United States patent applications 18 months after 
filing. Publication of patent applications could begin in 1996, with the enactment of H.R. 
1733. In advance of the changes in the law, patent applicants and other interested parties 



should consider various strategies and establish procedures for maximizing their 
intellectual property rights. 
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