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The New Patent Statute:

byKarl B, Lutz +  of the Pennsylvania Bar {Pittsburgh)

1 The problem of our patent policy has been the subject of more than ene article in
e Journal in recent years. Many of the patent lawyers who wrofe for our readers
apressed strong disagreement with the patent philosophy of recent Supreme Court
decisions and urged a revision of the statuie. Last summer, Congress voied such o
wvision. Below, Mr. Lulz examines this new legislation, which went into effect

hnvary 1.

' Congress has once again used its
power to legislate concerning pat
ets, On July 4, 1952, it passed the
Patent Act of 1952, which was ap-
proved by the President and became
efective on January 1, 1953. This
gatute contains provisions which
wem certain to revitalize the U. 8.
patent system.

The new patent statute  was
drafted primarily as a part of the
general plan of revising the U. S.
Code and enacting it into law. It
is well to remember that the United
Siastes Code as originally compiled
md published in 1926 was not en-
wted as law, but was only prima

1 hcie evidence of the law. By a for-

unate distribution of committee
lumctions, a subcommittee of the
House Committee on the Judiciary,
tharged with revision of the entire
United States Code, was also charged
with consideration of bills relating

"o patents. This subcommitiee, under
Joseph L. Bryson, decided to codily

the patent statutes and to incorpo-
mte in the new statute some provi-
sions to improve and strengthen the
aw of patents.

In preparing its first preliminary
draft in 1950 this committee studied
all existing patent statutes, and in

considering amendnients of substance
consulted the following sources:

(1) All the bills relating to patents
which have been introduced in Con-
gress since 1925, and some earlier
bills, together with any hearings and
reports on these bills; (2) the reports
of the Science Advisory Board (1935},
the Temporary National FEconomic
Committee (1941} and the National
Patent Planning Commission (1948,
1944, 1945; (8) reports and recom-
mendations of private groups such s
the American Bar Association, Patent,
Trade-mark and Copyright Section;
and {(4) miscellaneous sources such as
books, articles in legal periodicals,
ete?

“This preliminary draft was widely
circulated to invite criticism and dis-
cussion by government employecs, by
patent lawyers and by representatives
of industry. As the result of this
thorough discussion of successive
drafts over several years, the language
of this act was considerably improved
and the more controversial provi-
sions were removed. The bill was suc-
cessfully guided through Congress by
Congressman Bryson and Senator Al-
exander Wiley,

In this new law Congress has legis-
jated for the first time on certain
phases of patents, and it has codified
some doctrines of patent law that
were developed in the courts by

Congress Revitalizes the Patent System

“common law” processes. To under-
stand the full impact of the new stat-
ute it is important to keep in mind a
few basic facts.

Patent System

Stems from Constitution

The entire U. §. patent system stems
from the constitutional clause which
gives Congress power to provide for
the granting of patents. Operating
under this grant of power Congress
has passed various patent statutes,
setting up the procedural part of the
patent system. But important areas of
patent law, relating to questions of
novelty and infringement, were left
to the courts for development by
“common law” processes. In using
this power, the federal courts for over

< hundred years took a liberal atti-

tude toward patents. They believed
thatsthe purpose of the Constitution
was 1o foster and protect invention,
and their decisions carried out that
])III'I)OSC.

But since 1930 the U, S. Supreme
Court has taken a less benevolent at-
titude toward patents, It has reversed
precedents of long standing; it has
destroyed well-established doctrines
ol the common law of patents; it has
taken a harsh attitude toward most
of the patents that have come before
it.2 This destructive attitude of the

1, Proposed Revision and Ameadment of the
Patent Lows, Preliminary Draft with MNotes, Cem-
mittee Print, Commitiee on lhe Judiciery, House
of Representalives, Government Printing Office,
1950, page vi,

2. For a mose complete development of this
theme, see "Are the Courls Carrying Oul Consli-
tutional Public Policy on Patents?'’, Journal of the
Patent Office Sociely, (Oclober, 1952) page 766,
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The New Patent Statufe

Supreme Court has naturally been re-
flected to some extent in the deci-
sions of the lower courts.

Congress, being cognizant of this
changed attitude of the courts, has
inserted in the new act some provi-
sions which codify the “common law”
of patents as it existed prior to the
recent apostasy from the bencvolent
policy of the Constitution, These pro-
visions are worthy of some short at-
tention,

Since the entire federal patent sys-
tem stems from the constitutional
clause on patents, any basic treatment
of patent law must start with this
clause. In recent years some mem-
bers of the United States Supreme
Court have misread the patent clause
as permitting patents only for such
startling innovations as “push back
the fronticrs of chemistry, physics
and the like” and “make a distinc
tive contribution to scientific knowl-
edge”.® Actually the word “science”
does not belong in the patent clause
of the Constitution, and the House
Committee Reportt on the new law
correctly explains that the Constitu-
tion provides for the granting of pat-
ents “to prommote the progress of
useful arts”® This interpretation is
borne out by the first patents issued
by the Federal Govermment, which
were for such devices as “A Method
for Forming Punches To Tmpress
Marks on Metal”, and “An Improved
Machine for Roving and Spinning
Cotton”. Such inventions relate to
the “useful arts” (in modern lan-
guage “practical arts”) but do not
“push back the frontiers of science”,

Common Law of Patents
Partly Codified

As stated above, Congress has, until
the present statute, left the important
question of "novelty” entirely to the
conrts. This question, sometimes
called the “standard of invention”,
involves the decision as to “how
much” novelty a device must have in
order to qualily as a patentable in-
vention. At an carly date the courts
decided that the mere fact that the
‘device had some novelty was not
enough, It was more difficult to de-
cide how much nbvelty is necessary.
In general the courts have held that

210 American Bor Associalion lournal

this is a question of fact to be de-
termined in each individual case. But
they have evolved certain helpful
rules, such as the rule requiring more
than “mechanical skill”, This rule
has been codified in the new act by
stating that the device is not patent-
able il it “would have been obvious
at the time the invention was made
to a person having ordinary skill in
the art™.¢

The courts also developed certain
“objective tests”, which are rules of
thumb to help determine the pres-
ence or absence of invention. These
“tests” include the following:

L. Did the invention fill a long-felt
want? I the best brains in a pariiculay
ficld have failed for years to solve a
pressing problem, and someone comes
forward with a solution which is rec
ognized at once as the answer, is not
titis some evidence of invention? The
United States Supreme Court has an-
swered “yes™.7

2. Did the inventor take the last
step necessary to make a  practical
reality out of what others had unsuc-
cesslully groped for? The Supreme
Court has said that this is some evi-
dence of invention.d

3. Was the new device inunediately
adopted by everyone and widely used
commercially? ‘This also has been rec
ognized by the Supreme Cowrt as
some evidence of invention.?

Space does not permit discussion of
all the different “objective tests” of
this kind that have been applied by
the courts. ([ course, no oue of these
tests is necessarily conclusive, and
they must all give way in the face of
a statutory bar, such as prior use,
prior publication or prior patenting.
T'he new act docs not expressly codify
these objective tests, but it leaves
them available f{or use as evidence
that an invention “would not have
heen obvious™.

Not long ago the United States Su-

preme Court seemed to raise an im
possibly high standard of invention,
on the theory that an invention can
result only from a “fash of creative
genius”.® The new act flatly rejects
this view by declaring that “patent
ability shall not be negatived by the
manner in which the invention was
made”. !t By inference, this clause re
quires the courts to apply the well
known “objective tests” mentioned
above,

The new law says “A patent shall
be presumed valid, The burden of
establishing invaiidity of a patent
shall rest on a party asserting it."#
This approximates another doctrine
of the “common law” of patents that
has been more breached than hon
ored in yecent years. By reallivming it
in this statute in its strongest vetsion,
Congress abviously intended that pat
etits should not be lightly held in
valid.

The new statute contains a more
accurate statement ol the rights con
veyed by a patent than any previous
act, The old statute said that the
patent conveys the "exclusive right
to make, use and vend the inven
tion”. This language seemed to con
vey a positive right to do the things
enumerated regardless of any prior
basic patent, and was often so in
terpreted by those unskilled in patent
law,** The new act more correctly
states that the patent conveys “the
right (o exclude others (rom making,
wsinig, or selling the invention”!
This language permits the inventor
to exclude others from his invention,
but, if his invention is merely an
improvement on a prior basic inven
tion, it warns him that the basic in-
ventor may exclude him from the

3. Coneurring opinion of Mr. Justice Douglas
and Mr. Juslice Black in Great A, & P. Tea Co,
v. Supermorket Co., 71 5, Ch, 127, :

4. 82d Congress. House Report No. 1923, 1o ac-
company H.R, 7794, page 4.

5. For o lell explanation of this inferpretation
see “"Polenls & Science, a clarification of the
Polent Clause of the th, . Conslitulion', 18 Geo.
Wesh, L. Rev, 50 {1949},

6, Section 103,

7. Goodyeor v. Ray-O-Vac, 321 U.S. 275 (1944},

8. Washbura Mlg. Co. v. Beal ‘em All Barbed
Wire Co., 143 U.S, 275 {1892,

9. Minerals Separction Co. v. Hyde, 242 US,
261 [i?16).

18. Cuno Enginsering v. Avlomalic, 314 US,
89, ¢l

. Section 103, lost sentence.

12, Seciion 282, fiest poragraph.

13. This stalement in the old statule was odnmit-
obly svitable for use in booklefs lssued by some
of the few remaining advertising patent prock
tioners. Tha bara words of the old slalule, o
quoted in the booklels, often misted their pro-
speclive clients inlo believing o palent would giv
them o positiva right fo use their own inventions,
But how coufd anyone criticize the adverliser for
mere quolalion from the stalute?

14, Seclion 154,

€1l



entive field covered by the basic
patent,

Prior to this new act the patent
statutes made no atlempt to cover
the question of infringement, leaving
itentirely to the courts. In passing on
this question tle courts developed
certain rules of thumb as to the
“amount 6f nearness” to the patented
invention that must be present be-
fore the court will hold an accused

I device to be an infringement of the

patent, The new act makes no effore
to codify the “common law” rules
relating to “dirvect infringement”, ex-
cept to state broadly that whoever
uses the patented invention without
authority infringes the patent!®

In cases of patent inlringement it
was sometimes found that the “direct
infringer” was either financially ir-
iesponsible, or was ditlicult to reach.
in such cases the courts resorted to
the doctrine of joint tortfeasors to
kold as “contributory infringers”
tose who aided or abetted an in-
ringement. In some of the old cases
the courts perhaps went too [ar in
applying this doctrine to help in-
ventors, But in recent years the courts
have reacted against these too-lenicent
cases, and have not only failed (o
penalize one who would” formerly
have been held as a “contributory
infringer”, but have also penal-
ized the patent owner for “misuse” ol
his patent. This doctrine of “misuse”
had recently been carried so far as to
actually discourage certain types of
invention.

The new statute!® does not go 10
the extreme lengths in helping the
inventor that some of the old cases on
contributory infringement did, hut
it definitely codifies this doctrine in
language that includes a large part of
the field covered by the'old cases. It
also gives the patent owner relief
from the doctrine of “misuse” in cer-
tain defined areas. Furthermore, the
new law does not enact the misuse
doctrine, and therefore does not pre-
vent the courts from reeceding still
further from the extreme to which
this doctrine has been carried.

This section on “contributory in-
fringement” and “misuse” is prob-
ably the most controversial part of

the new act, and must be interpreted
by the courts, But it is to be hoped
that they will carry out the apparent
congressional intent of restoring at
ieast pare of the doctrine of “contrib-
utory infringement”, and of restrict-
ing the doctrine of “misuse™. 7

Another feature of the new act that
is more liberal toward inventors ve-
lutes to Invalid patent claims. A
puatent usually contains more than
one claim, and these claims ave
looked upon as stating the metes and
bounds of the invention. Quite often
a claim may be believed to be valid
when the patent is granted, but later
someone may discover that the claim
is invalid over newly discovered pri-
or art which is found as the result of
a more exhaustive search. An old
rule of patent law said that one such
invalid claim would render the en-
tire patent invalid. This doctrine was
an historical heldover from the old
English rule that any false statement
in a patent was an attempt to mis-
lead the CGrown, and therefore ren-
dered the entire patent invalid.

“The harsh resulis of this rule had
been partially sofltened by a court-
developed doctrine which permitted
an invalid claim o be "disclaimed”.
But even this court doctrine required
that the “disclaimer” he filed within
a certain period, not too well-
defined, and resulted in considerable
uncertainty and even hardship. The
new statute substantially corrects
this situation by stating that “when-
ever, without any deceptive inten-
tion, a claim of a patent is invalid,
the remaining claims shall not there-
by be rendered invalid”.!® A small
remnant of the old rule, however, is
still kept to discourage retention in
a patent of clearly invalid claims.
"This is done by providing that, in a
suit for infringement, no costs may
be recoverce by the patentee “unless
a disclaimer of the invalid claim has
heen entered at the Patent Office
helore the commencement ol the
suig,"ie

It is generally agreed both here
and in other countries, that an inven-
tor is entitled to a greater field of pro-
tection than the specific thing illus-
trated in his patent. One ol the

The New Patent datute

Karl B. Lulz practices law in Pitisburgh.
He received his A.B. from Bethany Col-
lege and his LL. B. from George Washing-
tan University, He has been a member of
the Association since 1930.

time-honored ways ol doing this is to
claim an element of the device by
relerence to its “lanction”, 1. e., what
it docs. In recent years some couris
have been overly critical of these
functional statements,?® and one sec-
tion of the new law provides that n
claim shall not be held invalid on the
sole ground that it contains a func-
tional statement.®!

Situations arise in which the in-
ventor refluses to sign a patent ap-
plication, or cannet be found at the
time. The new act provides that in
such cases a person who can show
sufficient proprietary interest in the
invention may “make application for
patent on behalf of and as agent for
the inventor on preot of the perti-
nent facts and a showing that such
action is necessary 1o preserve the
rights of the partics”.??

Sometimes when a patent applica-

15. Section 271[a}., Moaking and selling are in-
ciuded in the slotulory clause bul are omitted in
the ebove stalement for purposes of simplification.

14, Section 271 (b}, {c] and {d}.

17. The dechiine of “'contribulary infringement™
shovld receive more basic sludy and discussion
than it has in the past, in order to arrive of
solutions which encourage invenlion without im-
posing undue burdens on commerce. For a siudy
of this lype see, '‘Rational limils of Confribulory
Infeingemant”, by kouis Roberlson, 33 Journol of
tha Patent Office Sociely 857 iDecember, 1931],

18. Seckion 253, ;

19, Section 288,

20. Hollihurton ©Oil Well Cenenting Co. .
Waoalker, 329 U5, 1, 92 L, ed, 3, 67 S. CL 4,

21, Seclion 112, Por. 3,

22. Section 118,
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The New Patent Stalute

tion is filed, :m': lionest mistake of
judgment is made as to whether a
particular individual is, or is nof, a
joint inventor. Previous to this new
act such a mistake usually constituted
a fawal error that rendered the patent
invalid. The new act permits the
correction in a patent of a bona fule
mistake in joining, or failing to join,
a person as an inventor,” Other pro-
visions permit adding or withdraw-
ing inventors while the application
is still pending in the Patent Office.?
The sections of the new statute dis-
cussed above by 1o means exhaust the
list of liberalizing changes made by
the 1952 Patent Act. But they cover
what are thought to be the more im-
portant ones, and they amply demon-
strate that the new law lives up ta its

title, which is .
An Act to repise mud codily thie Iaws

releting Lo pnlcn{s'and the Patent

Office, and to cnact into law Title 35,

of the United States Code entitled

“Patents”, [Ttalics added.}

Congress s to be congratulated®
upon the fact that in thus revising
and codifying the laws of patents it
has again understood and carried out
the public policy embodied in the
patent clause of the Constitution. It
has kept within the broad limitations
expressed in the Constitution, and it
has been liheral with inventors and
inventions in using its power??

To promole the progress of .. . use-

Il avts by securing for limited times

1o, . . inventers the exclusive right to

their ., . discoveries.

In fact, it is quite possible that the
gencrally Tavorable attitude of Con-
grcsé will be even more benelicial
than all of the specific Jiberalizing

Omaha and Richmond

Will Be Hosts to Regional Meetings

» The Missouri Valley Regional
Meeting ol the American Bar Asso-
cialion will be held in Omaha, Ne-
braska, on April 30-May 2 under the
general chairmanship of Clarence A.
Davis, of Lincoln. The defegates will
be welcomed by Governor Crosby of
Nebraska, Laurens Williams, of
Omaha, President of the Nebraska
State Bar Association and W. W,
Wenstrand, President of the Omaha
Bar Association, Workshop programs
will be held by the Sections of Real
Propert,;, Probate and "Frust Law;
Mineral Law; Imsurance Law; Taxa-
tion; and the Junior Bar Conlerence.
“che workshiop held by the Mineral
Law Section, under the direction of
Ray S. Fellows, of Tulsa, will feature
outstanding lawyers familiar with
the legal aspects of the oil and gas in-
dustry and should prove of great in-
terest in view of the recent devclop-
mient of this industry in the Middle
West, Flarry B. Collee, President ol
the Omaha Livestock Exchange, will

-speak at the dinner on April 0 and

212 American Bar Associclion Journal

the Chairman of the Committee on
Communist Tactics, Strategy and
Objectives will speak at the lunch-
con on May 1. In addition plans call
for a trinl techpique demonstration
presided over by Joseph W. Hendet-
son, of Philadelphia, and incduding
o the panet Clilford W. Gardner, of
Minncapolis, and Judge Gustavus A,
loevinger, of St. Paul, Another event
of interest is the World Aflaivs As-
seimbly introduced by President Stor-
ey, with Robert G, Sinmmons, Chicf
Justice of the Nebraska Supreme
Court, and Frank E. Holman, of
Seaitle, as speakes. A tour of Boys
“Town, a tea and fashion show lor
the ladies and the Junior Bar Con-
ference dance will be just a part of
the entertainment provided by the
commitiee. Reservations may be ob-
tained by writing to Glarence A,
Davis, Sharp Building, Lincoln,
Nebraska.

From May 4 through 6 the Blue
and Gray Regional Mecting will be
held in Richmond, Virginia, Gover-

changes discussed above. The fact
that the 1952 Patent Act was passed
by unanimous consent shows that
Congress is in complete agreement
with the conclusion that a strong
patent system should be maintained
in this country, and that the best pul-
lic policy on patents is the liberal
policy expressed in the Constitution.

23, Sectian 256, )

24, Sections 116 and 118,

25, In Seplember, 1952, the Section of Paienl,
Trade-Mark and Copyrighl Law of the American
Bar Associafion adepled the fellowing resolvtion:

*'RESOLYED, Thal this Seclion goes on record o

desiring 1o commend the Congress of the Uniled

Stafes for revilalizing the palent system os an

encouragement of invention in oll fields, by en-

actment of the Patent Act of 1952, and 1o ex

press appreciction especially fo the members

of the commitiees and sub-commilleas headed by

Congressmen Celler and Biyson and Senalors

MceCarcan and Wiley™'.

26. U, S. Consfilulion, Article 1, Sec. 8, Lanpuage
pertoining lo copyright omilied,

nor Battle of Virginia, ¥red G
Greear, of Norton, President of The
Virginia State Bar Association, Drum-
mond Ayres, ol Accomac, Presidentof
the Virginia State Bar and Melvin
Wallinger, President of the Rich-
mond Bar Association, will welcome
the delegates, Workshops in taxation
prablems, real estate, probate and
trust Iaw, administrative law and

trial tactics will be held. Speakers at §
the general session on May b will in-

clude Willis Smith, United States

Senator from North Carolina, and f!

Harry F. Byrd, United States Sen
ator from Virginia. A reception given
by the Richmond and Virginia bar

associations and one held by the |
Bar Association of the District of [
Columbia, as well as the jun'ior Bar
Conlerence dance, will be additional f
highlights. ‘The general chairman, |

Charles 8. Rhyne, 730 Jackson Plac,
Washington 6, D. G, reports thai,
while plans are as yet incomplete

various sightseeing tours to historic |

sites, including Willamsburg  and
Jamestown, will be arranged.






