MR. ROBERT H. RINES: Thank you, Eben.

I guess I.have-two strikes agalnst me. TFirst, Ijam'
| a seoond-generation lawyer, which explains why I am not _;:

' _' | _allowed to express an opinion, only to tell you what

| : : :

happened

(Laughter.)

i _ R f‘\\)eﬁ:&\‘aﬁ-@; -
And, secondly, as an inxen:en_at_Qishennan, I am

responsible for supplying the worms, I suppose.
" {Laughter.)
lp-i really don't know what happened to nme, and my
- _ ; client, of course knows even less.,%mxmmﬁmﬁ;ékdﬁe frenkly,_
the background of this case(absolutely had”nothlng to do wlth

a request for overriuling a case decided 1n 1936 by the United

‘States Supreme Court, Triplett vegsus Lowell, which decllned
to prevent a patent holder from relitigating his patent in
another%istrict befofe ‘another f%urt, 'even e.fter a previous
decision of invalidity elsewhere. | )

. ‘ ¥ . . .
In 1936, in Triplett vepsue Lowell, the Supreme-

- Court stuck 0 the concept of muality, which certainly has
run through the Anglo Saxon law until- relatively recent times,

~ with very'few pioneers_willing to say that perhaps it had
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e outlived its usefulness or had no reason 1n the first place.‘_

N Prine
Since the_patent holder, theugh—h&jgiought the aecond suit

egainst a;second defendant, was not suing the same party.es

themother—eide, the strict rules of res Judicata did not

The EMT@X\T-_@ &y
applg}and hence, having lost against a first defendant ‘had r~f§

~a right, said Triplett vereus Lowell, to try again_against

another defendant. ' The parties nere not the same. And thoffn

fdefendanﬁ'in the_second cace was not entitled to pleadv;res,of

'judicata'or soﬁe;other kind of estoppei)because he had not“i.g

been a’party'oroin'priVity.with;the defendant in the first .

“‘ | case.
- hAe“you are ali aware; in the:intervening years since.:

1936 there has been. great hostility to the concept of patents,
- no matter what the judges may say in their decisions. VrFor"
tthose of us engaged in the practical side of enforcing

patents the time i.a 10ng since pastwhen‘we Bhould pretend it

sIc | 1s otherwise.
7 And_of recent yeerc,the sc-called Presidential
 Commission: and other bodiea, including the Department of

Shamee T0 '
Justice, have been hankering for the idee—ef depriv&ng

,,,,,,,

patentees of this right of a second or a third or a fourth :~
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bite of thé pie. Certalnly, for a very vaiid reason, they

were all concerned with reducing the number of suite/ CW“L

clearing the dockets But certainly - and let's not ignore i‘g

1et’s face up to it -~ because of the hostility to patente

and to patentees. 4

And thls case 15 exemplary of & situation.’c—l-ra‘b\ i
{’u‘fr“ 1% o
f'xile 1earned writers and lawyers have Awri ten about

| Blonder—'l‘ongue a-Lpeedy in certain aSpects they have not

M"!—‘-y WJ.
spoken frankly about . what I view as ’r.he rea.l -e,-a-pel-';g

-In our petltion for certiorari, we did not ralse -

: _asro Vil ‘ \i};,b;rﬂ_fl_c_*'..ha.tu Py
“the 1ssue Siee&&-d Triplett ve-re-a-s Lowel e overruled?. We .

" had a situation where Bill Marshall had brcuEht an earlier
' c:l.rcuit wm \)
sult against Winegard in’ another/and he lost there. Then
e %Wtu&wﬁ‘ T-LQW\M Fovovrialion _
‘came » eee}\trial 1 Chicago against Blonder—'I‘ongue and Judge

Hoffman. disagreed on the matter of obviousness wlth the/Court

in Indiana and ‘held the patent valid.  Then the Court of
Ty o)«u&wﬂ O+

Appeals in Indiana, having both{\its own ietrict pcurt*hand 'ﬁef

:i-Judge Hoffman*s-dee—a.—e—i:-ens vefore it, decided its own ,6"ourt
domcit) l<-'el tnvenTum Wi a:*ywv"o"

was right, the ﬂeé.-ng was obvious, and threw the patent out}'r '_

‘a‘lﬂd“ghe Supreme Court denied certiorari.

Then came the Court of Appeals in Chicago and
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o | |  holbng |
P sustalned Judge Hoffman, satd the patent P validm-—although '

it threw out another patenté 'aha‘c 13 not concerne@ here -~

{or cereisrari
and we applied to the Supreme Court on the basis of conflict :
of ,E:’ircuits on the same patent as to tie valldity, Iénd that
is how we gotnbo the Supreme Cour't QBut we did not ask that
Bill Marshall'shoul.d not .be able to.maintain this suit in

Illinois because he was estopped having lost against another

, In'stead, we ralsed s’ome very serlous questions,

we felt, about due process of law/with a cantankereus eld -.-:f

_defendant 'in another circuit -

«.-» Judge who I don't believe should be on ‘che bench any more.

(Laughter. ) . BE L

CThe \\?5 enc we el o
,ﬁen actual situation where ene—-was‘f’forced to tn:y- cnql e

‘ LowNT o
without any witnesses after repeated postponements) and where g

_there was tremendous abuse -~ I don't think Bill pild diSpu’ce_--"-*

Thn Thv's S1HGTIon ) _

this -- ’chroughout the whole trial. mé—ene—‘whepewwe—-arvem—tee
o have. cewe T d&.spa\\‘ of Ea
Lrighiened, we’ lawyers,\h-e- go.,}?to a Court of Appeals for S S

| L vite . alwagt o o
: mandamus because thehanswer is Gh.,...g.e ’chrough the tr-ial,r:’a—‘s

W and ‘hhen come see us, &U& ?WC@M"RA&&,
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validity of this patent tests of obviousness, lack of due
N

process so far as our own position as a defendant and as. a

counter—claimant in that case was concerned

us to address ourselves to two issueiﬁx ege—— Should the o

ot

(2

: ik
paragraphs throwing out vy patent,

e wirheuwl” pty
study of - it,-dédnit—eeﬁeéderwat»—dddn*t apply the tests of

- v : ' ‘tha g ude
Graham versus Deere or anything else that he purported to

A Our chideny
apply with regard to:the other sidefs patentst

ciwxxvf u’frncur'

any vwai

S0 our issues before the Supreme Court were thelff'f"

SuilsponHEL on its own, after having accepted this-fn

case on our petition for certiorari the"Supreme Court asked'_-' L

doctrine of Triplett vereus Lowell, giving a patent holder f 3

more than one bituof the pie against another defendant be pf“

overru;ed°- And,—bwe\ if so, what should be the effect 1n this

case? .

| Well,:when the master Speaks,_of course}you bow aﬁdf'
respond. igWe, as the petitioners, discuseed this with our

Oy client didne O AJThey vt
client. %b—eaédml Gontt want to win that way. ;Léﬁibe
o - B VIV ' et
responsible for money here, yess. but;Z;have patents of my ownpw

’-ﬁ\ﬁ. )C{ “ﬂ\q VJ‘\?}-\'

f=eee how i_got treated by Judge Hoffman - two or three _

ok,
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: o : 'zo“’\ﬁ end
Department, r within o - without the Supreme Court, that

t*“i e - .a'gﬁhguﬁaa o
believelunder those kinds of circumstances, if E—am going to

N\

be a patent holder, Blonder-Tongue wantQ’to support the patent _c“

: cnwAYuﬁr'
system,-we—denismwant to win that way

~ And 8o we answxred the question of the Supreme Court,

Noj Triplett versus Lowell should not  be overruled. Aa

F7 R
right to test this- patent against us.

I guess this kind of surprised the Justices, because_.

Mz, Justice White, who wrote the unanimous decision, saw fit
to-comment that we 1ndicsted we_didn't want to win that way,;

And'Lf you read the decision o:f."Blonde'r-Tongue'. o

iy
F-ergus Lhe Univer51ty of Illin01s Foundation, you will find

. That thh?Court had to go a long way out in 1eft fleld to
stretch and to quote from colloquy that we had wiﬁlthe Court :
somehow to Justify that it was going to pass’ on this 1ssue of

W W EThan v 5 houdd
Vsheuld Trlplett versus Lowell Abe overruledﬁ

And the practical side is. that it is thepgustice-

W\Y : “tiu. wWire _
had made up ies mindsa- 1ong time ago that i%—was going to do

v, :
away with.Triplett ue;sus Lowell, nd this is the medium they
selected to do 1%. | | | |

That 1s why you will find An- this decision Justice'r

10

i § rewe(cuvrwwnxtf_{fé
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White stretching all over the ball park to try-to-take_hhings
nt;gzm%g%g?ied to wheedle me into saying}as—a»bee&ﬂ for . Cins ko
ﬂ&ha* the petitloner haslnow ohanged hls mind and Bé wantﬁki

M
Triplett versus Lowell modified.

Now, in this particular case, following excellent :

infonmation supplied by a number of amioi curiae, including

our Patent Law Assooiationf—including the Justice Department
something else happened that I think is a 1little unusual.
The proposed legislation that was set forth before'u

Congress by the Presidential Commission'e report carrled

AU
provislions ‘that Triplett VSRrsus Lowell in effect,should be

overruled
had '
The Justice Department testified as being in favor
A R £ ¥ oF : .
of this FHaring,, . iet's end the 1itigationf\we knook the patent‘
' periwie Orted

outy We're done/aa-& the ﬁe—l—l—ew is throughA we don't have to
put up with any more litigation. ' | |

But when the Solicitor General refused our request

/

for help to get into the Supreme Court on our issuee)and then,

W\vﬂuck
having seen ougzbrief-tbgf we did not want to take advantage

v
of the overruling of Triplett vereus Lowell, deoided he wanted

to come in as amicus curiae, we opposed 1t, knowing we ‘'had no
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d d \\\9'}': et
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!

N

By overrulbu Oneiﬁtethhet*S*it
b i

_ anything.
,when the Solicitor General had an opportunity to support the

'inﬂthe Supreme CGurt.

Jpeth opposing'before the Supreme Court'the overruling of

chance at all to oppose 1tg baeeuseﬁghe.Solicitor General,

W\
expert “as he is in patents, of course, as is the whole

Department speakf‘ for the United Statesj- and the Supreme
Court must listen, whether thexﬂkzow anything or don't know

They are the experts in everything. And they, of

course, review every petltion. ! ' i
,s. ed ?ot’v\Ted .pxplmwwa:‘
And we mxote a rather seassy motion politing—out that

Therghrs ot i
patent system, to strengthen it to decide about patent&p‘ A

“the Vepavrmandr § T usTice Veduse
what shall be the tests of invention, 1i_wonldntt help get hd

ey N
But once mt saw that we were for

maintaining the strength of the patent system and giving to a i

s ?Go’\""
patentee due process. by gludpe—-kdm a&ehance to test ket 5\Lf
a L u,w, Mrtm‘m[y

s
patent in differeneoe here there could be differences

m\ Wt omlii AN The Depaurvetnt=
comef Fcomeg 1n. and,obviouély'mt-that“t:memwe !

of opinion, then :

beiieve‘.for the purpose of followzng the consistent policy

) \\\tr:)\\'\q Oowet pc‘nwrw.s W
up to then of the Justice Department th&t—ét—eheu}gibe -

Tv opfewt v bewe H~

And 80 we joidned with m respondent fr-ieeé-s 1n

LV

Triplett versus Loneii. But we did bring out why we were

iz
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opposed to_it.

One - There are gases, all too many in my
. . ww
experlence, where & the Judges do not glve you an honest

‘ o B G 1S
decision They make up thelr mind;beforéyz patent case,—év

-' Yooy | getto finds\ax’"ﬁy E/get out of this. Section 1031s
. ‘.gw. .
beautiful, That is the way today _
: . &1 .}W\_mb 'J}
Number‘two - This wase wlld case where there

~wasn't even due process of law. .You couldn't even have ybur
own expert. And there were all kinds of errors committed in-
a generally hostile-atmosphere.f ﬁow, thaﬁ ié rare? bub itif 

does happeﬁ.

'EPEScuk\Abthe Plerce cases, where there are genulne disputes as to
" Aigfieal T giatins of
beorpretatlon,~—oven interpretation of, law. And is the
N :
of eny law j.ﬁ

ob;ectiv%\ﬁo support the constitutional mandate "&f, a patent
: LA ' - Xopland, P ~f~r5, ““ it L
system)or is 1/\get rid of the darned thiagﬁsad the first-ene
davng. ¥

} teuXﬁ" that knocks it out,,£&ﬁ57"1t*3fﬂﬂne for the rest of the o
| | country? | | o |
_ Now,_this is the history behind'why the Supreme -

Courtein making 1ts decision in'Blonder-Tongue)did not

Vs .
completely overrule Triplett versus Lowell. Insteaqiit clted

e I 1 e e it

ﬁ{ﬁ&wﬂd C e CBVIGUSIMES =

Eumbﬁﬁ_Ehree - There are cases, as Eben referred to,|

- .~ WITHERS REPORTING SERVICE - G
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. L ipStendd :
two or three cases, In whlch estoppel should not apply e—second

o parenTRY ' Se oA QWCTILY COUe T+
time when yau bringsa suit having lost ¥ in one_ci:suit, .

aadFyou_baing_ih_againstmanothenudeﬂendantainﬂaaother

ctrocult.
t“&\wu‘l U'Q—s
And among those l{ems—were a full and failr trial,

a right to present your own witnesses and a real day 1n court
. . {s0s. veally
&5 - Heos, In those instances where the courtﬂmissed Ehg

technical understanding of what the case is all abou%?aa&'.

ﬂzgécognizing, I think for the first time inmany, many years,

that maybe 1little fellows use the patent system as well as the

blg fellows, E—think\.as I read'Blonder—Tongue, the Court

‘ (A -
tried to put in the safeguard that yew could have this second

: Dl't"«,
p&eee of the pie, 323 could sue agaln, 1f you could show'that

h'ﬂ WS VAT
for some reason you wererly given that fudd—and complete

opportunity for a full and fair trial the flrst time.

_ be ctwn p\r%t ed
I think this will neﬂ;eet—an}iﬁﬁée—hit in the

discussionslater on as to how this doctrine may apply where-
in

5xwkhave declaratory judgment suits}where the patent holder
ha, Luu.\’l
has not selectedA-he has not shopped for the favorable formnﬂi

1

where it may be more difflcult for him to try the case and

Wherertherefore}tho-question may arlse whether he has had a

7
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. : complete opportunity to present his Yest case the filrst time.

Io“n [ -Trv\ z
fad ¥ ﬁ%isupénticﬁiéfhcase

_ /
Court at great 1ehgth discussed the general modern trend

- started by the ggrggrgngase in California that mutuality isg
not\éiréauirement-£ a1 estoppel and should not be in thishcasgj
w("‘“\; . .

If a person has' tried his patent, there has been a full

T | -
and falr trlial, a»d he has lost it agalnst one defendant, that's

— : _ A . o
e 1egislation after the Presidentilal Commissionézﬁﬁ%w-éaié—the

-Supreme—eourt the patentee should have the chance o show the
\.U\'\.T‘r H‘{ .
Jadge why estoppel should not apply,/r'didn't have a full and

" fair trial‘ the Judge# really didn't understand the technical :

: content‘,zfdidn't have due process, or Something of this
particular character. | g t_- ' -

Th&t is a very dangerous, dangerous tool. It may -
vondeud '

Just be lip service that Mr Justice White has done here in
glving this particular opinion. It may,; on the other hand,‘
be real.

| And;_aé_will be made evident from the panel .

thare#ere the Supreme R

is, thugnext defendant has a right to plead'ﬁha—-hewisnnewzfgé:
: ot |
&to bring-Fhis-case : \\
estoppeg ~agalnst-me. ; &ﬁ&pa}
. Q™ o
But, sald the Supreme Court, unlike thé&proposed_ |
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discussion here later, it remalns to be seen whether the

L

federal judges use this as the excuse o stop all
4multiplitious paten’i: 11tigatj.on/_or v}hether ’c_hey really will
use the souhd ,judicial and honeet'—-' honest -.--. decision-me.king
) process in patent 11ﬁgation/ to decide whether estoppel should
':-or should not apply.. |
I would f‘urther comment that Justice: Whi‘ae in this |
-decision/ went into the economic consequencee of multiplitious
li’dgatlon. I am not particularly impressed.with Wﬁgh\/
.-‘ehere“—-&ed» par’cicularly when he’ has to answer Bill Marshall’ '
g N ' |- comments about the fciny number_ of paten_t__ suits that are .
| invol.ved ..even‘ thoﬁgh a sﬁbstanﬁiall"percentage of them;
something 1ike 14 per cent do involve more . than ‘e—he average |
_.three days of ‘crial ef-—eewi«-‘eh—iewgenepesr—na%ure%hough
oubside the patent field.
Juaridy Cconomies by [;”"“a
When the Supreme Court. has to talk..about—-euen%

' % sa.vé/\ ont or two trlals &m&ngﬂmms

of-the-eoust as something worthwhile, 11: is not something

thatqm;reeses me par'ticula;.:L;,z- :

And S0 I feel very much like the boxer who between

-ég-j}ggz,] iiﬁ;;_'a’f.’flf”¥[7'_§ff}-:Q}fi'nfi*jf}?15°”;;zf,[[ﬁ-_jf

rounds,is being f‘ixed up by the handlera and he is being
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assured\xﬂe:isn't laying a glove cn.you; you're beautifulf#
Well, somebody, maybe the referee, 1s knocking the heck out of
me, says the boxer ‘ |

" (Laughter.)

We didn't come 1n to overrule Triplett v. Lowell,'“‘

: ' ' A -
elther one of us; and'we come out with maybe seme dangerous
pre e N & bl = ™ fROLY

4ﬂﬂﬁmh_maybe Seme salutory théng* I don't knowy But we do
come out now with an expression from the United States Supreme

Court saying in effect that a patent holder may now in most

Sue thee f-f~ uw\sutcesy-f-ul 1 susrwa vedtil
circumstances only heve-oneabite_ozwthewp%er\ You go ahead and

/

some extraordlnary reason you really haven'tg been able to
PR e o Yo |
present theﬂdasa avd through no fault of your own haven't been

you bring ycur sult} you present your trial, and unless for

able to get wltnesses, or something of this character - Thet»_

} WV\
mmmmspw%whewdeeiamm EExcept :Ln \unusual
cases}e£-that—sert aﬁd where a court completely misses the
point, the whole technical lssue ef:it;izt will -be - 1ncumbent
upon the patentee to prove why estoppel should riot go against
himyiihy he should ﬁé¥e3§5a5{§233339€£aaeea SMAT,

I understand we are going %o have a question period

and Irfurther_understand that, as I said a little earlier, I

_ WITHERS REPORTING S8ERVICE. ©
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am merely in:this ihstance to:set up the bowling pins,.shoui'
you the ramifications of this particular decision and leave it
t;i;ther speakers to carry on with different phases o
-But I do want to_leaveyou with;oneior ‘two questions:
in mind; B | - | A
| The timingcthat iS'ihvolved'in_a.so;called.finai .
:'decision of a court as to the lnvalldity of a patent is
something that has us all on edge Here I sit-as the secondfi
Jjudge, I learn that a district court somewhere else has held..

 the patent invalid.  What do I do”- Is that a final decision

of the type meant by the Supreme Court° -Do-I have to sit ‘

- and wait until a. court: of appeals decides that that patent was iaﬁf

invalid; and then do I have to wait until the Supreme Court ;f
bedoia

has denied certiorari\and_hhen;de—i—eeme~iﬁ~aed applynuP
estoppel° i ' '
You w111 learn thatrsome of our courte have already

Jumped the gun, -aaadénything that even. smells of a final

decision and—theyﬁcenmget_it_ofﬂ_nh&ixadocket they are :

app&ying—ﬂioade?~¥engueior starting to apply Blonder—Tongue gﬂ
Hra ase O3L twelr decwer, - | _ SRR
fcfhthet—parﬂcular purpose.

I do thin%,mladcﬂthinksthat this is 1n actual

18]
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Cinothey STep I 2 --

Lo in 0¥
o o effecgna deliberate and considered policy by the United

euumai '
States Supreme Court to find another rsaaanﬂ o take a whack at
patents and to minimize the ability of patentees to own and

h .
control these special monopolies.: (jWWWR W? tmﬁd 4 <

There is one salutory effect. I think this is the f

M navg gipno, 2 lovdiy = Totgd
flirst time in this particular aecision)

has come out and acknowledged that it 1s golng to recognize_

"

that the Supreme Court

the congressional mandate that there should be patents, and,it
13 nice to have the 1ip service, if nothing else.

w1th that I would like to close my 1ntroductory

ief , : ‘premarks with regard %o Blonder-Tongue, except to say that
B A e it il

I do agree with Eben Graves that 1in 1nfamy or otherwise,

Blonder-Tongue 1s now golng to become a tcol,'I think, %o
lighten the burden of our federal .courts in: patent 1it1gation,

. ' “thcz* :
much as obvicusness and other things have done that in the

o f-W\cL it A\rwm-a\ nwv;wrweu,f
past and that the time has come: 1f the patent baa\really
wantﬁ'a patent system that we have got to get political and
do something about it. : _ |

L (App1?Effmz,,~%-;?¥?—?—~“*’— S *;““iﬁqi_;
T ,iz;-,ngtzta dﬁvliza ﬁF“E 3

pﬁeczc&d [%ng”n"ﬂf“" “r S &uw/ | /,-
Fdz, seliliom, sl N m 17‘4 /’ want

— - \Qitz}:ff¢1~mq¢zzéf 34¢£45125. SRR S
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| MODERA&OR GRAVES: Thahk you, Bob'
We will now call on Bill Marshall, who was For thelﬁ
Respondent in this case. He will Speak to the general area ofi
'the post decision developments from Blonder—Tongue B

(Applause )
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